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THE INTELLECTUAL PROPERTY BILL, 2020 

A BILL for 

AN ACT of Parliament to consolidate the laws relating to intellectual property, 
to provide for the establishment of the Intellectual Property Office of Kenya; to 
provide for its functions, organisation and administration; and for connected 
purposes. 

ENACTED by the Parl iament of Kenya as fo llows-

PART I - PRELIMINARY 

1. This Act may be cited as the Intel lectual Property Office of Kenya 
Act, 2020 and shall commence upon assent. 

2. In this Act, un less the context otherwise requires-

3. ( 1) If there is a conflict between this Act and any other Act, this Act 
shall prevail on the following matters-
(a) administration and management of intellectual property 

matters; and 
(b) enforcement of intellectual property rights 

(2) Save where this Act expressly provides otherwise, any license 
granted or anything done under this Act shall not affect the right, 
privilege, obligation or liabi lity acquired by any licensee or other 
person in any contract or under any written law prior to the 
commencement of this Act. 

Guiding principles 4. The principles of this Act shall be -

(a) observance and compliance good governance 111 accordance 
with Article l O of the Constitution; 

(b) ensuring publ ic participation and community involvement in 
the management of intellectual propet1y; 

(c) consultation and co-operation between the nationa l government 
and relevant stakeho lders; 

(d) the va lues and principles of public service in accordance with 
Article 232 of the Constitution; 

( e) protection and promotion of intellectual property rights; and 
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(f) adoption and implementation international best practices 111 

administration and management of intellectual property. 

5. (1) The Cabinet Secretary sh al I, in consultation with the relevant 
stakeholders, develop a national intellectual property policy to 
reinforce the intellectual property framework and create publ ic 
awareness about the economic, social and cultural benefits of 
intellectual property rights. 

(2) At least once in every five years, the Cabinet Secretary shall 
cause the intellectual property policy to be reviewed in consultation 
with the relevant stakeholders. 

6. (l) The Cabinet Secretary shall, within one year of the 
commencement of this Act and every five years thereafter, 
fo llowing public participation, form ulate a national intellectual 
property strategy. 

(2) The object of the Inte llectual Property Strategy shall be to 
provide the state's plans and programs for the promotion and 
protection, of the intellectual property rights of the people of 
Kenya. 

(3) The Intellectual Property Strategy shall contain, among other 
things, details of-

(a) generation, protection, commercialization and enforcement 
of inte llectual property rights; 

(b) integration of intellectual property into national and sectoral 
policies, strategies and plans; 

(c) linkage between national, regional and international 
intellectual property systems; 

(d) use of the intellectual property system to support local 
technology development and technology transfer. 

(e) any other matters the Cabinet Secretary considers necessary. 

(4) The Cabinet Secretary shall-

(a) prepare and issue an annual report on the state of intellectual 
property and intellectual property rights in Kenya; and 

(b) may direct any lead agency to prepare and submi t to it, a report 
on the state of intellectual property and intellectual property rights 
under the administration of that lead agency. 
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(5) The Cabinet Secretary shall review the Intellectual Property 
Strategy every three years. 

PART II-ESTABLISHMENT AND ADMINISTRATION OF THE OFFICE 

Establishment of the 
In tellectual Property 
Office o f Kenya 

Functions of the 
Office 

7. ( I ) There is established an office to be known as the Intellectual 
Property Office of Kenya. 

(2) The Office shall be a body corporate with perpetual succession 
and a common seal and shal I, in its corporate name, be capable of-

(a) suing and being sued; 

(b) taking, purchasing or otherwise acquiring, holding, charging or 
disposing of moveable and immovable property; 

(c) entering into contracts; and · 

(d) undertaking or performing all other activities necessary fo r the 
proper performance of its functions under this Act that may 
lawfully be done or performed by a body corporate. 

8. The fu nctions of the Office shall be to-

(a) info rm and raise pub lic awareness on intellectual property 
informat ion; 

(b) combat counterfeiting, trade and other dealings in counterfe it 
goods in Kenya in accordance with this Act; 

(c) organize and conduct training relating to intellectual property 
matters at all leve ls in Kenya, in co llaboration or assoc iation 
with other relevant institutions, where necessary; 

(d) co llaborate with national, regional or international 
organizations on intellectual property matters; 

(e) mainstreaming intellectual property knowledge; 
(f) advise the government through the Cabinet Secretary on 

relevant policies and measures on intellectual property; 
(g) carry out inquiries studies and research into matters relating to 

protection of intellectual property rights; 
(h) consider applications for and grant or register intellectual 

property rights; 
(i) vet and verify technology transfer agreements for (security); 
U) grant and issue licenses; 
(k) provide to the pub I ic intellectual property information for 

technological and economic deve lopment; 
(I) promote inventiveness and innovativeness; 
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(m) establish and maintain a Presidential awards system and any 
other competitions and contests subject to prescribed 
conditions;; 

(n) co-ordinate and oversee the implementation of laws and 
international treaties and conventions to which Kenya is a 
party and which relate to intellectual property rights and ensure 
the observance thereof; 

(o) license and supervise the activities of collective management 
organizations as provided under this Act; 

(p) initiate and monitor legislation and legislative proposals 
relating to intellectual prope1ty matters; 

( q) establish and maintain relevant repositories, data bases and 
registers on intellectual property in formation; 

(r) admin ister and enforce intellectual property rights in Kenya; 
(s) undertake valuation and commercialization of intellectual 

property; 
(t) protect genetic resources from waste; and 
(u) perform any other functions necessary. 

9. (I) There is established the Council of the Inte llectual Property 
Office of Kenya. 

(2) The Council shall comprise of-

(a) a non-executive chairperson, appointed by the President; 

(b) the Principal Secretary responsible fo r intel lectual property 
matters or a designated representative; 

(c) the Principal Secretary responsible 
Communications and Technology 
representative 

for 
or a 

Information, 
designated 

(d) the Principal Secretary responsible for National Treasu ry or a 
designated representative; 

(e) the Director of Public Prosecutions or a designated 
representative; 

(f) the Attorney-General or a designated representative; 

(g) three other members, not being public officers, to be appointed 
by the Cabinet Secretary, 
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(h) the Director-General of the Office, who sh a l I be the secretary 
to the Counc il. 

(3) A person shall be qualified for appointment as chairperson to 
the Counc il if such person -

(a) ho lds a minimum of a bachelor 's degree from a university 
recognized in Kenya; 

(b) has knowledge and experience of at least ten years in matters 
re lating to intel lectual property; 

( c) satisfies the reqv irements of Chapter six of the Constitution. 

(4) A person shal l be qualified for appointment under section 9(1) 
(f) such person -

(a) ho lds a m inimum of a bachelor 's degree from a university 
recognized in Kenya; 

(b) has knowledge and experience of at least five years in matters 
relat ing to intel lectual property or law or applied sc iences or 
information technology or econom ics or creative arts; 

( c ) satisfies the requirements of C hapter six of the Constitut ion. 

(5) The members of the Counc il under subsection (l) (a) and (l)(g) 
shall ho ld office for a period of three years and sha ll be e ligible 
fo r re-appo intment for a fu rther term of three years. 

(6) A person shal l not be appointed to the Council if the person­

(a) has been convicted of a criminal offence and imprisoned for a 
te rm exceeding s ix months without the option of a fi ne; 

(b) is a member ofa governing body ofa political party; 

(c) has previously been removed from public office for 
contravention of the provisions of the Consti tution or any other 
w ritte n law; 

(d) is an un-discharged bankrupt; and 

(e) violates the Constitution or any other written law. 
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(7) T he appo intment of the chairperson and the members appointed 
under subsection (I) (g) shal I be by name and by notice in the 
Gazette. 

(7) In appointing the members under subsection (l) (a) and (g) the 
appointing authorities shall-

(a) ensure that not more than two-thirds of the members are of the 
same gender; 

(b) observe the principle of regional and ethnic ba lance; and 

(c) have due regard ~o the principle of fair representation for youth 
and persons w ith disabilities. 

(8) A member of the Council shall be paid such a llowances as the 
Cabinet Secretary may in consu ltation with the Salaries and 
Remuneration Commission determine. 

(9) A member of the Council sha ll not trade directly or indirectly 
w ith the Office. 

( I 0) The Chairperson or member of the Council, may be removed 
from office on account of any of the following-

(a) violation of the Constitution or any other law; 
(b) gross misconduct, whether in the performance of the member's 

or office holder's functions or otherwise; 
(c) physical or mental incapacity to perform the functions ofoffice; 
(d) being absent from three consecutive meetings of the Council, 

as the case may be, without reasonable cause; 
(e) failure to d isclose to the Council any interest in any contract or 

matter before the Council; 
(t) being convicted ofa criminal offence; 
(g) incompetence; or 
(h) bankruptcy. 

10. The Council shall have all the powers necessary for the proper 
performance of the functions of the Office under th is Act and, in 
particular, the Council shall have power to-

(a) invest any moneys of the Office not immediately required for 
the purposes of this Act; 

(b) co-operate with other organizations undertaking functions 
s imilar to its own, whether with in Kenya o r otherwise; 
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(c) ****************************; 

(d) offer services to any person upon such terms as the Council may 
from time to time determine. 

11. ( l ) The Council may from time to time establish committees for the 
better carrying out of its functions. 

(2) The Council may, with the approval of the Cabinet Secretary, 
co-opt into the m~mbership of committees establ ished under 
subsect ion(!) other persons whose knowledge and skills are found 
necessary for the functions of the Counci l. 

(3) The Council may, by resolution either generally or in any 
particular case, delegate to any committee of the Council or to any 
member, officer, employee or agen t of the Counci l, the exercise of 
any of the powers of the Council or the performance of any of the 
functions or duties of the Council. 

12. The business and affairs of the Council shall be conducted m 
accordance with the First Schedule to this Act. 

13. (1) (a)There shall be a Director General of the Office who shall be 
competitively recruited and appointed by the Counci l and whose 
terms and condition of service shall be determined by the Council 
in the instrument of appointment. 

(b) (i)The Director General shall be the Registrar fo r the purposes 
of this Act; 

(ii) The Council may appoint such number of Deputy 
Registrars as may be necessary to assist the Registrar in the 
performance and exercise of the Registrar 's functions and 
powers under this Act. 

(2) A person shall be qualified for appointment as the Director 
General of the Office if the person-

(a) is a citizen of Kenya; 

(b) satisfies the requi rements of Chapter six of the Constitution; 
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(c) holds a degree from a university recognized in Kenya or its 
equivalent in the fields of law, science, economics; info rmation 
and communication technology and 

( d) has at least ten years professional experience in the relevant 
fi eld at management level. 

(3)The Director General shall hold office for a term of fo ur years, 
and be eligible fo r re-appointment for a further term of fo ur years. 

(4)The Director General shall, subject to the direction of the 
Council, be responsible for the day to day management of the Office 
including the directorates. 

(5) The Director General shall , subject to the direction of the 
Council, be responsible for the direction of the affairs and 
transactions of the Office and the exercise, discharge and 
performance of its objecti ves, functions and duties. 

14. (1 ) The Director-General may, in writing, delegate the performance 
of any function or exercise of a power conferred on him or her by 
this Act or any other wri tten law to an officer in the Office. 

(2) A delegation under this section -
(a) shall be subjec t to any conditions the Director-General may 
impose; 
(b) shall not relieve the Director-General of responsibility 
concerning the exercise of the delegated function or performance 
of the delegated power; and 
(c) may be withdrawn or varied by the Director-General at any 
time. 

15. (1 ) The Director General, may be removed from office by the 
appointing authority in accordance with the terms and conditions 
of service only for-

(a) inability to perfo rm the functions of the Office arising out of 
physical or mental incapacity; 
(b) gross misconduct or misbehaviour; 
( c) incompetence or neglect of duty; 
( d) violation of the Constitution or any other law; 
(e) bankru ptcy; or 
(t) any other ground that would j ustify removal from office under 
the terms and conditions of service. 
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(2) Before the Director Genera l, is removed under subparagraph 
(1), he or she shal l be given-

(a) sufficient notice of the allegations made against him or her; and 
(b) an opportunity to present his or her defence against the 
al legations. 

16. ( l) The Office shall organize its secretariat into such directorates 
as the Office, with the approval of the Cabinet Secretary, may 
determine taking into account the functions of the Office under this 
Act and any other Act of Parliament. 

(2) Each directorate of the Office shall report to the Director 
General and may have such autonomy as to enable it discharge its 
pro fessional mandate. 

(3) Without prejudice to the general power of the Office to establish 
directorates as contemplated under subsection (I), the Office may 
establish directorates for each category or type of intellectual property 
or intellectual property rights as may be necessary to enable the 
carrying out of any spec ialized activities with respect to the promotion, 
protection or management of that intellectual property 

17. The Counci l may appoint such officers and other staff of the Office 
as are necessary upon such terms and conditions of service as the 
Council , on the recommendation of the Salaries and Remuneration 
Commission, may determine. 

18. ( I) No matter or thing done by any member of the Counci l, officer, 
employee or agent of the Office shall, if the matter or thing is done 
in good faith for executing the functions, powers or duties of the 
Office, render the member, officer, employee, agent or any person 
acting on their directions personally liable to any action, claim or 
demand whatsoever. 

(2) Any expenses incurred by any person in any su it or prosecution 
brought against him or her in any court, in respect of any act which 
is done or purported to be done by him or her under the direction 
of the Counci l, shall if the court holds that such act was done in 
good faith, be paid out of the funds of the Office, un less such 
expenses are recovered by him or her in such suit or prosecution. 

(3) For the avoidance of doubt, nothing in this section shall exempt 
a member of the Council, officer, employee or agent of the Office 
from individua l responsi bility for un lawful or criminal acts 
committed by that member of the Council, officer, employee or 
agent of the Office. 
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19. (I) The common seal of the Office shall be kept in the custody of 
the Director-General or of such other person as the Council may 
direct, and shall not be used except upon the order of the Council. 

(2) The common seal of the Office, when affixed to a document and 
duly authenticated, shall be judicially and offic ially noticed, and 
unless the contrary is proved, any necessary order or authorization 
by the Council under this section shall be presumed to have been 
du ly given. 

(3) The common seal of the Office shall be authenticated by the 
signature of the chairperson of the Council and the Director­
General. 

(4) The Council shall, in the absence of either the chairperson or 
the Director-General, in any particular matter, nominate one 
member of the Council to authenticate the seal of the Office on 
behalf of either the chairperson or the Director-General. 

20. This Act shall not relieve the Office of the liability to pay 
compensation or damages to any person fo r any injury to that 
person, that person's property or any of that person's interests 
caused by the exercise of any power conferred by this Act or by the 
failure, whether who ll y or partially, of any works. 

21. ( 1) The Office shall within sixty days from the date of rece ipt of a 
request by any applicant, make its decision on any matter before it. 

(2) A dec ision of the Office shall be in writing and any order given 
and reasons thereof shall be served upon all parties to the 
proceedings, and may be published in the Gazette or Journal as may 
be prescribed. 

(3) The Office shall, within seven days of making a decision, 
communicate such decision to the parties in volved. 

(4) All orders of the Office shall become effective on the date of 
entry thereof, and shall be complied with within the time prescribed 
therein. 

(5) Where the Office does not make a decision as provided in 
subsection (l) the appellant may appea l to the Tribunal wi thin 
seven days of the expiry of the prescribed period. 
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22. (1 ) A person aggrieved by a decision of the Office may appeal to 
the Tribunal with in thirty days of receipt of the decision. 

(2) Notwithstanding subsection ( 1 ), the Tribunal may entett ain an 
appeal after the expiry of the thirty-day period if it is satisfi ed that 
there was sufficient cause fo r not filing it within that period. 

PART III - FINANCIAL PROVISIONS 

23. (I) The fu nds and assets of the Office shall consist of-

(a) such moneys as may be appropriated by Parliament for the 
purposes or the Office; 

(b) licence fees ; 

(..:) levies; (confirm) 

(a) any revenues generated from any proprietary interest held by 
the Office whether movable or immovable; 

(b) interest from bank deposits; 

(c) such gifts as may be given to the Authority; 

(d) all moneys from any other lawful source provided, donated or 
lent to the Office. 

(2) Notwithstanding the provisions of subsection (l), al l lev ies 
imposed under the Act on any intellectual property, shall be applied 
towards the sustenance, development, provision and for the benefit 
of the intellectual property in respect of which the levies are 
imposed. 

(3) Al l lev ies imposed under the Act shall be co llected and remitted 
to the respective directorate responsible for the intellectual property 
and if not remitted on or before the date prescribed by the notice, 
the amount due shall be a civil debt recoverable summarily by the 
Office. 

(4) A percentage of any levy imposed under the Act as shall be 
gazetted by the Cabinet Secretary and which shall not exceed 
twenty percent of the levy shall be remitted to the Council. 

(5) One half of al l fines imposed and recovered by a competent 
COU!i in respect of the contravention of any of the provisions of this 
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Act or of any regulations made thereunder shall be paid into the 
revenues of the Office and the other half shall be paid into the 
general revenues of Kenya. (KECOBO give us progress on this and 
re-word) 

(6) Any funds retained by the O ffice shall make part of the funds 
of the Office by way of appropriation. 

(7) There sha ll be pa id out of the fu nds of the Office, a ll expenditure 
incurred by the Office m the exercise of its powers or the 
performance of its functions under thi s Act. 

24. (1) At least three m onths before the commencement of each 
fi nanc ia l year, the Office sha ll cause to be prepared estimates of the 
revenue and expendi ture of the Office fo r that year. 

(2) The annual estimates shall make provision for a ll estimated 
expend iture of the Office fo r the financial year and in particula r, 
the estimates sha ll p rovide for the-

(a) payment of the salaries, a llowances and other charges in respect 
of the staff of the Office; 

(b) payment of a llowances and other charges in respect of membe rs 
of the Council; 

(c) payment of pens ions, gratuities and other charges in respect o f 
mem bers of the Council and staff o f the Office; 

(d) proper maintenance of the build ings and grounds of the Office; 

(e) maintenance, repair and replacement of the equipment and other 
property of the Office; and 

(t) creation of such reserve funds to meet fu tu re or contingent 
liab ilities m respect o f retirement benefits, 111surance or 
replacement of buildings or equipment, o r in respect of such other 
matters as the Coun cil may deem appropriate. 

(3) The annual estimates sha ll be approved by the Council before 
the commencement of the fi nancia l year to which they relate and, 
once approved, th e sum prov ided m the est imates shall be 
submitted to the Cabinet Secretary for approval. 

(4) No expenditure shall be incurred for the purposes of the Office 
except in accordance w ith the annual estimates ap proved under 



 

Accounts and audit 

Investment of funds 

Establishment of the 
Intellectual Property 
Tribuna l 

Members of the 
Tribunal 

The Intellectual Property Bill, 2020 

subsection (3), or in pursuance of an authorization of the Council 
given with prior written approval of the Cabinet Secretary. 

25. ( l ) The Council shal I cause to be kept a ll proper books, and records 
of accounts of the income, expenditure and assets of the Office. 

(2) Within a period of th ree months after the end of each financial 
year, the Council shall submit to the Auditor-General the accounts 
of the Office together with-

(a) a statement of the income and expenditure of the Office during 
that year; and 
(b) a balance sheet o.fthe Office on the last day of that year. 

(3) The accounts of the Office shall be audi ted and reported upon 
in accordance with the Constitution, the Public Audit Act and any 
other relevant legislation. 

26. (1) The Council may invest any of the funds of the Office in 
securities in which trustees may by law invest trust funds, or in any 
other securities which the Treasury may, from time to time, approve 
for that purpose. 

(2) The Council may, subject to the approval of the Treasury, place 
on deposit with such bank or banks as it may determine, any monies 
not immediately requ ired for the purposes of the Office. 

PART IV-INTELLECTUAL PROPERTY TRIBUNAL 

27. There is established the Intellectual Property Tribunal , hereinafter 
referred to as the Tribunal fo r the purpose of hearing and 
determ ining disputes and appeals in accordance with this Act or 
any other written law. 

28. (l) The Tribunal shall consist of not more than seven members as 
follows-

(a) a chairperson who shall be appointed by the President from 
among persons qualified to be judges of the High Court and who 
has at least five years' experience in inte llectual property matters; 
and 

(b) six other persons who shall be appointed by the Cabinet 
Secretary and who are not public officers. 
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(2) The members of the Tribunal shall at the first meeting of the 
Tribunal elect a vice-chairperson who shall be a person qualified to 
be a judge of the High Court possessing at least five years' 
experience in intellectual property matters. 

(3) A person shall be qualified for appointment under subsection 
(I) ifthat person-

(a) is a citizen of Kenya; 
(b) holds a degree in law, science, intellectual property or a relevant 
area from a university recognized in Kenya; 
(c) is a member in good standing of the relevant professional 
association; 
(d) meets the requirements of leadership and integrity set out in 
Chapter Six of the Constitution. 

(4) The Chairperson, Vice-Chairperson and members of the 
Tribunal shall be appo inted at different times so that the respective 
expiry dates of their terms office shall fall at different times. 

(5) Within fou 11een days of the commencement of this Act, or of 
the occurrence of a vacancy in the office of a member of the 
Tribunal, the Cabinet Secretary shall-
(a) by notice in the Gazette and in at least two newspapers of 
national circulation, declare vacancies in the Tribunal, and invite 
applications from qua I ified persons; and 

(b) convene a se lection panel for the purpose of selecting suitable 
candidates fo r appointment as members of the Tribunal. 

(7) The selection panel shall at its first meeting appoint a 
chairperson and a vice-chairperson. 

(8) An application in respect of a vacancy declared under 
subsection (.5) shal l be forwarded to the se lection panel within 
fourteen days of the pub! ication of the notice. 

(9) The selection panel shall subject to this section determine its 
procedure and the Cabinet Secretary shall provide it with such 
facilities and other support as it may require for the discharge 
of its functions. 

( I 0) The se lection panel shall consider the applications, shortlist 
and publish the names and qualifications of all the applicants 
and those shortlisted by the panel in the Gazette and at least two 
daily newspapers of national circulation seven days from the 
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expiry of the deadline of receipt of applications under 
subsection (7). 

( 11) The select ion panel shall interview the shortlisted 
applicants fo urteen days from the date of publication of the list 
of short listed applicants under subsection (9). 

(12) After carrying out the interviews, the selection panel shall 
select three persons quali fied to be appointed as members of the 
Tribunal, fo r each vacant position, and forward the names to the 
Cabinet Secretary. 

(13) The Cabinet.Secretary shall within seven days of receiving 
the names, by notice in the Gazette, appoint a member or 
members to the Tribunal. 

(l4) Where the Cabinet Secretary rejects the list of names 
forwarded under subsection ( I l) he shall submit a notice of 
rejection with in seven days of receipt of the names. 

(15) Upon the rece ipt of the notice of rejection under subsection 
(13), the selection panel shall submit fresh nominations and the 
procedure set out in this section shall with the necessary 
modifications app ly. 

(16) Notwithstand ing any provision in this section, the Cabinet 
Secretary may by notice in the Gazette extend the period 
specified in respect of any matter under this section by a period 
not exceeding fou rteen days. 

( 17) In se lecting, nominating, approving or appo111t111g the 
members of the Tribunal, the selection panel and the Cabinet 
Secretary shall-

(a) ensure that the nom inees to the Tribunal reflect the interests of 
all sections of the society; 
(b) ensure equal opportunities for persons with disabilities and 
other marginalized communities; and 
(c) ensure that no more than two-thirds of the members shall be of 
the same gender. 

( 18) The selection panel shall stand dissolved upon the 
appointment of the members of the Tribunal. 
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(19) The members of the Tr.ibunal shall hold office for a period 
of three years, but shall be eligible for reappointment for one 
further term. 

29. ( t) The office of a member of the Tribunal shall become vacant­

(a) at the expiration of three years from the date of appointment; 

(b) if the member accepts any office the holding of which, ifhe or 
she were not a member of the Tribunal, would make him or her 
im:ligible for appointment to the office of member of the TribLLnal; 

(c) ifhe or she is removed from membership of the Tribunal by the 
Cabinet Secretary on the recommendation of a tribunal set up for 
that purpose under subsection {3); or 

(d) if he or she dies or resigns from ofl1ce. 

(2) A person desiring the removal or a member or the Tribunal on 
the grounds specified in subsection I (c) may present a complaint 
under oath to the Cabinet Secretary setting out the alleged facts 
constituting that ground. 

(3) The Cabinet Secretary shall consider the complaint and if 
satisfied that it discloses a ground under s1,bsection 1 (c)-
(a) may suspend the mcm ber pending the outcome of the complaint; 
and 
(b) shall appotnt a comm ittee in accordance with subsection (4). 

(4) The commillee appointed under subscctton (3) (b) shall constst 
of:....._ 
(a) a person who holds or has held office of a judge of a superior 
court, who shall be the chairperson; 

(b) at least two persons who are qualified lo be appointed as j udge 
or the high court; and 

(c) one other member whto is qualilied to assess the facts in respect 
of the particular ground for removal. 

(20) The tribunal shall investigate the matter expeditiously, 
report on the facts aiud make a recommendation to the Cabinet 
Secretary who shal I act in accordance with the recommendation 
within thirty clays. 

·-
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30. A person who is appointed a member of the Tribunal sha ll , before 
assuming the duties of the office, take and subscribe to the oath of 
allegiance to the office. 

31. Where a member of the Tribunal, as constituted fo r the purposes of 
a proceeding, has any interest, d irect or indirect, that could confl ict 
with the proper performance of the member 's functions, he or she 
shall disclose the interest to the parties to the proceeding and shall 
not be present during any deliberations on the matter by the 
T ribunal or take part in a decision of the Tribunal on the matter. 

32. (1) T he Cabinet Secretary shall appoint the secretary to the 
Tribunal. 

(2) A person shall be qualified to be appointed to hold office as 
secretary to the Tribunal under subsection ( I) if such a person is an 
advocate of the High Court of Kenya of not less than seven years 
standing. 

(3) The Secretary shall be responsible for the day to day 
management of the Tribunal. 

( 4) The Tribunal may appoint such other staff as may be necessary 
for the proper d ischarge of the functions of the T ribunal under this 
Act. 

33. ( I) The common seal of the Tribunal shall be kept in the custody of 
the Secretary or of such other person as the Tribunal may di rect, 
and shall not be used except upon the order of the Tribunal. 

(2) The common seal of the Tribunal, when affixed to a document 
and duly authenticated, shall be j udic ially and officially noticed, 
and unless the contrary is proved, any necessary order or 
authorization by the Tribunal under this section shall be presumed 
to have been duly given. 

(3) The common seal of the Tribunal shall be authenticated by the 
signature of the chairperson of the Tribunal and the Secretary. 

(4) The Tribunal shall, in the absence of either the chairperson or 
the Secretary, in any particular matter, nominate one member of the 
Tribunal to authenticate the-seal of the Tribunal on behalf of e ither 
the chairperson or the Secretary. 

34. ( I) The funds of the Tribunal shall consist of-
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(a) such monies as may, from time to time, be appropriated by 
Par! iament for that purpose; 
(b) interest from bank deposits; and 
(c) grants as may approved by the Judicial Service Commission. 

(2) There shal I be paid out of the funds of the Tribunal, a ll 
expenditure incurred by the Tribunal in the exercise of its powers 
or the performance of its functions under this Act. 

35. (1) At least three months before the commencement of each 
financial year, the Tribunal shal I cause to be prepared estimates of 
the revenue and expenditure of the Tribunal for that year. 

(2) The annual estimates shall make provision for all estimated 
expenditure of the Tribunal for the financial year and in particular, 
the estimates shall provide for the-

(a) payment of the salaries, a llowances and other charges in respect 
of the staff of the Tribunal; 

(b) payment of allowances and other charges in respect of members 
of the Tribunal; 

(c) payment of pensions, gratu ities and other charges in respect of 
members and staff of the Tribunal; 

(d) proper maintenance of the buildings and grounds of the 
Tribunal; 

( e) maintenance, repair and replacement of the equipment and other 
property of the Tribunal; and 

(t) creation of such reserve funds to meet future or contingent 
liabi lities 111 respect of retirement benefits, insurance or 
replacement of buildings or equipment, or in respect of such other 
matter as the Tribunal may deem appropriate. 

(3) The annual estimates shall be approved by the Tribunal before 
the commencement of the financial year to which they relate and, 
once approved, the sum provided 10 the estimates shall be 
submitted to the Cabinet Secretary for approval. 

----.._ 

(4) No expenditure shall be incurred for the purposes of the 
Tribunal except in accordance with the annual estimates approved 
under subsection (3), or in pursuance of an authorization of the 
Tribunal given with prior written aooroval of the Cabinet Secretary. 
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36. (1) The Tribunal shall cause to be kept all proper books, and 
records of accounts of the income, expenditure and assets of the 
Tribunal. 

(2) Within a period of three months after the end of each financial 
year, the Tribunal shall submit to the Auditor-General or to an 
auditor appointed under this section, the accounts of the Tribunal 
together with-

( a) a statement of the income and expenditure of the T ribunal 
during that year; and 
(b) a balance sheet o f the Tribunal on the last day of that year. 

(3) The accounts of the Tribunal sha ll be aud ited and reported 
upon in accordance w ith the Constitu tion and any other relevant 
legislat ion. 

37. ( I) The Chairperson shall be respons ible for ensuring the orderly 
and expeditious d ischarge of the business of the T ribunal. 

(2) Without limiting the operation of subsection ( I), the 
Chairperson shall g ive directions relating to the-

(a) arrangement of the bus iness of Tribunal; 

(b) places at which the Tribunal may s it generally; and 

(c) procedure of the Tribunal at a particular place. 

(3) The times and places of the hearings of the Tribunal shall be 
determined by the Chairperson with a view to securing a reasonable 
opportun ity for applicants to appear before the Tribunal with as 
li ttle inconvenience and expense as is practicable. 

(4) The rules of procedure o f the Tribunal shall be published in the 
Gazette by the Chairperson. 

38. ( I) The Chairperson shall preside at all s ittings of the T ribuna l at 
which he or she is present and in the absence of the Chairperson the 
Vice-Chairperson shall preside. 

(2) The quorum of the Tribunal shal I be three members inc lud ing 
the Chairperson or the V ice-Chairperson as the case may be. 
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39. (I) The Tribunal may seek technical advice from persons whose 
specialized knowledge or experience may assist the Tribunal in its 
proceedings. 
(2) The persons referred to in subsection (1) persons shall disclose 

any interest they may have in the matter before the Tribunal or 
any subsequent interest acquired relating to the matter in 
question. 

40. (I) The Tribunal shall, in consultat ion with the Cabinet Secretary 
and upon the advice of the Salaries and Remuneration Commission, 
pay its members such remuneration, fees or allowances for 
expenses as it may determine from time to time. 

(2) Any person who gives technical advice to the Tribunal in 
accordance with section 40 shall be paid such allowance as may be 
determined by the Tribunal. 

(3) The members of the Tribunal shall serve on part-time basis. 

41. (I) The Tribunal shall have original civil j urisdiction to hear and 
determine all matters referred to it, relating to intellectual property 
arising under this Act or any other Act. 

(2) The jurisdiction of the Tribunal shall not include the trial of any 
criminal offence. 

(3) The Tribunal shall have original civil jurisdiction on any 
dispute between a licensee and a third party or between 
licensees. 

(4) The Tribunal shall have appellate jurisdiction over the 
decisions of the Office and any licensing authority and in 
exercise of its functions may refer any matter back to the Office 
or any licensing authority for re-consideration. 

(5) The Tribunal shal l have power to grant equitable rel iefs 
including but not lim ited to injunctions, penalties, damages, 
specific performance. 

(6) The Tribunal shall hear and determine matters referred to it 
expeditiously. 

42. (l ) The Tribunal may, on its own motion or upon application by an 
aggrieved party, review its judgments and orders. 
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(2) Judgments and orders of the Tribunal shall be executed and 
enforced in the same manner as judgments and orders of a court of 
law. 

(3) Any person aggrieved by a decision of the Tribunal may, with in 
sixty days from the date of the decision or order, appeal to the 
High Court. 

(4) The law applicable to applications fo r review to the High Court 
in civil matters shall, with the necessary modifications or other 
adjustments as the Ch ief Justice may direct, apply to 
applications fo r review from the Tribunal to the High Court. 

43. ( l) The Tribunal shall meet as and when there is need to exercise 
its jurisdiction under th is Act. 

(2) Unless a unanimous decision is reached, a decision on any 
matter before the Tribunal shall be by a majority of votes of the 
members present and in the case of an equality of votes, the 
Chairperson or the person presiding shall have a casting vote. 

(3) The Tribunal shal I conduct its proceedings without procedural 
formality but shall observe the rules of natural justice and rules of 
evidence ofa similar nature. 

(4) Except as prescribed in this Act, the Tribunal shall regulate its 
own procedure. 

44. Where under this Act the provision is made for appeals from the 
decisions of the Office or any licensing authority, all such appeals 
shall be made to the Tribunal, in accordance with the provis ions of 
this Act. 

45. (1) When any matter to be determined by the Director General 
under this Act appears to him to involve a point of law or to be of 
unusual importance or complexity, he may, afte r giving notice to 
the parties refer the matter to the Tribunal fo r a general direction 
and shal l, thereafter in relat ion to such matter, act in accordance 
with the general direction of the Tribunal or any direction 
substituted thereafter on appeal to the High Court. 

(2) Where any matter has been referred to the Tribunal in terms 
of subsection (I), the Director General and the parties thereto shal I 
be enti tled to be heard by the Tribunal before any decision is made 
in such matter and may appear or be represented by an advocate. 
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46. A matter or thing or act done by a member of the Tribunal or any 
officer, employee or agent of the Tribunal shall not, if the matter or 
thing is done bona fide for executing the functions, powers or duties 
of the Tribunal, render the member, officer, employee, agent or any 
other person acting on those directions personally liable to any 
action, claim or demand whatsoever. 

PART V -PATENTS: PATENTABILITY 

47. ( I) For the purposes of this Part, " invention" means a solution to a 
specific problem in the field of technology. 

(2) Subject to subsection (3), an invention may be, or may relate to, a 
product or a process. 

(3) The following shall not be regarded as inventions and shall be 
excluded from patent protection-
(a) discoveries, sc ientific theories and mathematical methods; 

(b) schemes, rules or methods for doing business, performing purely 
mental acts or playing games; 

(c) methods fo r treatment of the human or animal body by surgery or 
therapy, as well as diagnostic methods practised in relation thereto, except 
products fo r use in any such methods; 

(d) mere presentation of information; and 

(e) publ ic health re lated methods of use or uses of any molecule or 
other substance whatsoever used for the prevention or treatment of any 
disease which the Cabinet Secretary responsible for matters relating to 
Health may designate as a serious health hazard or as a life threatening 
disease. 

48. An invention is patentable if it is new, involves an inventive step 
and, is industrially applicable. 

49. ( I) An invention is new if it is not antic ipated by prior art. 

(2) For the purposes of this Act, everything made available to the 
public anywhere in the world by means of written disclosure including 
drawings and other illustrations or, by oral d isclosure, use, exhibition or 
other non-written means shall be considered prior art. 
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(3) Despite the generality of subsection (2), provided such disclosure 
occurred before the date of fil ing of the application or, if priority is claimed, 
before the priority date validly claimed in respect thereof. 

( 4) Fo r the purpose of the evaluation of novelty, an application for the 
grant of a patent or a uti li ty model certificate in Kenya shal I be considered 
to have been comprised in the prior art as fro m the fi ling date of the 
app lication, or if priority is claimed, as from the date of its validly claimed 
priori ty, to the extent to which its content is available, or is later made 
available, to the publ ic in accordance with this Act or in accordance with 
the Patent Co-operation Treaty. 

(5) For the purposes of subsection (2), a disclosure of the invention 
shall not be taken into consideration if it occurred not earlier than twelve 
months before the fi li ng date or, where applicable, the priority date of the 
application and if it was by reason or in consequence of-

(a) acts committed by the applicant or his predecessor in ti tle; or 

(b) an evident abuse committed by a third party in relation to the 
applicant or his predecessor in title. 

lnvenLive step 50. An invention shall be cons idered as involving an inventive step if, 
having regard to the prior art relevant to the appl ication claiming 
the invention, it would not have been obvious to a person ski lled in 
the art to which the invention pertains on the date of the fi ling of 
the application or, if priority is claimed, on the priori ty date validly 
claimed in respect thereof. 

Industrial application 51. An invention shall be considered industrially applicable if, 
according to its nature, it can be made or used in any kind of 
industry, including agriculture, med icine, fishery and other 
services. 

Non-patentable 52. The fo llowing shall not be patentable-
inventions 

Information 
prejudicial to defence 
of Kenya or safety o f 
public 

(a) 

(b) 

plant varieties as provided for in the Seeds and Plant Varieties Act 
(Cap. 326), but not parts thereof or products of biotechnological 
processes; and (policy direction on whether th is Act should be 
brought under this regime) 

inventions contrary to public order, morali ty, public health and 
safety, principles of humanity and environmental conservation. 

53. ( I) Where an application for a patent is filed with the Office under 
this Act or under any international convention to which Kenya is a 
party, and it appears to the Director General that the application 
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contains information of a description notified to him by the Cabinet 
Secretary responsible for Defence or the concerned Cabinet 
Secretary as being information the publication of which might be 
prejudicial to the defence of Kenya, the Director General may give 
directions prohibiting or restricting the publication of that 
information or its communication to any specified person or 
persons. 

(2) If it appears to the Director General that any application so 
filed contains information the publication of which might be 
prejudicial to the safety of the public, he or she may give directions 
prohibiting or restricting the publication of that information or its 
communication to ar.ty specified person or persons until the end of 
a period not exceeding three months from the end of the period 
prescribed for the purposes of section 68. 

(3) Where directions und•~r this section arc in force with respect to any 
application-

(a) if the appl ication is made under this Act, it may be processed to the 
stage where it is in order for the grant of a patent, bur shall not be published 
and any information relating thereto shall not be communicated and no 
patent shall be granted in pursuance of the application; 

(b) ifit is an application for an ARTPO patent, it shall not be sent to the 
ARIPO Office; and 

(c) if it is an international application for a patent, a copy thereof it 
shall not be sent to the International Bureau or to any international 
searching authority appointed under the Patent Co-operation Treaty. 
( unclear) 

(4) Where the Director General gives instructions under this section 
with respect to any application, he shall give notice of the application and 
of the directions to the Cabinet Secretary responsible for Defence or the 
concerned Cab inet Secretary and the following provisions shall then have 
effect-

(a) the Cabinet Secretary responsible for Defence or the concerned 
Cabinet Secretary shall, on receipt of the notice, consider whether the 
publication of the application or the publication or communication of the 
information in question would be prejudicial to the defence of Kenya or 
the safety of the public; 

(b) if the Cabinet Secretary responsible for Defence or the concerned 
Cabinet Secretary determines that the publication of the aoolication or the 
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publication or communication of the information would be prejudicial to 
the safety of the public, he shall notify the Director General, who shall 
continue hi s directions under subsection (2) until they are revoked under 
paragraph ( e); 

(c) if the Cabinet Secretary responsible for Defence or the concerned 
Cabinet Secretary determines that the publication of the appl ication, or the 
publication or communication of the information would be prej udicial to 
the Defence of Kenya or the safety of the public, he or she shall unless a 
notice under paragraph (d) has previously been given by the Cabinet 
Secretary responsible for Defence or the concerned Cabinet Secretary to 
the Director General reconsider that question during the period of nine 
months from the date of filing the application and at least once in every 
subsequent period of twelve months; 

(d) if on the consideration of an application at any time it appears to 
the Cabinet Secretary responsible for defence or the concerned Cabinet 
Secretary that the publication of the application, or the publication or 
communication of the information, contained in it would not, or would no 
longer, be prejudicial to the defence of Kenya or the safety of the public, 
he shall give notice to the Director General to th~t effect; and 

(c) on receipt of a notice under paragraph (d), the Director General 
shall revoke the directions and may, subject to such conditions as he may 
deem fit, extend the time for doing anything required or authorised to be 
done by or under this Act in connection with the application, whether or 
not that time had previously expired. 

(5) The Cabinet Secretary responsible for Defence or the concerned 
Cabinet Secretary may, in determining a question under paragraph (c) of 
subsection (4}-

(a) at any time after, or, with the consent of the applicant, befo re the 
expiry of the period prescribed for the purposes of section 68, consider the 
application and any documents submitted in re lation thereto; or 

(b) where the application contains information relating to the 
production or use of atomic energy or research into matters connected with 
such production or use, authorize the National Commission for Science 
Technology and Innovation or its successor, to study the application and 
any documents sent to the Director General in connection therewith and 
report to him as soon as reasonably practicable on the utility or otherwise 
of the patent applied for. 

(6) Where directions have been given under this section in respect or 
an application for a patent fo r an invention and the period prescribed in 
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relation thereto expires, and while such directions are still m force , an 
application is brought fo r the grant of a patent, then-

(a) if while the directions are in force, the invention is used by or with 
the written authorization of or on the order of a Government Ministry, 
Department or agency, the provisions of section 105 shall apply as if-

(i) the use was made pursuant to the provisions of that section; 

(ii) the application had been published at the end of that period; and 

(i ii) a patent had been granted for the invention at the time the 
application is brought for the grant of a patent (taking the terms of the 
patent to be those of the application as at the time it was so brought) (check 
brackets; and 

(b) if it appears to the Cabinet Secretary responsible fo r Defence or the 
concerned Cabinet Secretary that the applicant for the patent has suffe red 
hardship by reason of the continuation in force of the directions, he or she 
may, with the consent of the Cabinet Secretary responsible for Finance, 
make such payment by way of compensation to .the applicant, as appears 
to be reasonab le hav ing regard to the inventive merit and utility of the 
invention, the purpose for which it is designed and any other relevant 
circumstances. 

(7) If the appl icant is dissatisfied with the amount of compensation 
paid to him under subsection (6), he or she may appeal to the Tribunal. 

(8) Where a patent is granted in pursuance ofan application in respect 
of which directions have been given under this section, no renewal fees 
shall be payable in respect of any period during which those directions 
remain in force. 

(9) A person who fails to comply with any direction under this section 
shall be liable, on conviction, to imprisonment for a term not exceeding 
two years, or to a fine not exceed ing twenty thousand shillings, or to·both. 
(rev iew penal ty) 

54. Subject to the provisions of this section, no person resident in 
Kenya shall, without written authority granted by the Director 
General, fil e or cause to be filed outside Kenya, an application for 
a patent for invention, un lcss---{note restriction for utility model) 
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(a) an application for a patent for the same invention has been filed 
with the Office not less than six weeks before the filling of the appl ication 
outside Kenya; and 

(b) either no directions have been given under section 53 (confirm 
new section) in relation to the app lication in Kenya or any such directions 
have been revoked. 

(2) Subsection ( I) shall not apply to an application for a patent for an 
invention in respect of which an application for a patent has first been filed 
in a country outside Kenya by a person resident outside Kenya. 

(3) A person who fil es or causes to be filed an application for the grant 
ofa patent in contravention of this section shall be liable on conviction, to 
a fine not exceeding two hundred thousand shil lings, or to imprisonment 
for a term not exceeding two years, or to both. (review penalty) 

55. ( !)If an invention concerns a micro-biological process or the 
product thereof and involves the use of a micro-organism which is 
not available to the public and which cannot be described in the 
patent application in such a manner as to enable the invention to be 
carried out by a person skilled in the art, the invention shall only be 
regarded as being disclosed if a culture of the micro-organism has 
been deposited with a depository institution as prescribed by the 
regulations. 

(2) The information referred to in subsection ( I) may be submitted 
within a period of sixteen months after the date of filing of the application 
or, if priority is claimed, after the priority date. 

(3) The deposited culture shall be made avai lable upon request of any 
person having the right to inspect the files. 

(4) !f a deposited micro-organism ceases to be avai lable from the 
institution with which it was deposited because-

(a) the micro-organism is no longer viable; or 

(b) for any other reason the depository institution is unable to supply 
samples, and if the micro-organism has not been transferred to another 
depository institution from which it continues to be available, an 
interruption in availability shall not be deemed to have occurred if a new 
deposit of the micro- organism originally deposited is made within a period 
of three months from the date on which the depositor was notified of the 
interruption by the depository institution and a copy of the receipt of the 
deposit issued by the institution is forwarded to the Oftice within four 
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months from the date of the new deposit stating the number of the 
application or of the patent. (break it down too wordy) 

(5) A new deposit shall be accompanied by a statement signed by the 
depositor indicating that the newly deposited micro-organism is the same 
as originally deposited. 

PART VI - RIGHT TO INVENTIONS AND NAMING OF INVENTOR 

Right to a patent 

Unauthorized 
application based on 
an invention of 
another person 

Inventions made in 
execution of 
commission or by 
employee 

56. ( I )Subject to th is section, the right to a patent shall belong Lo lhe 
inventor. 

(2) 1 f two or more persons have jointly made an invention the right to 
the patent shall belong to them jointly. 

(3) 1 f and to the extent to which two or more persons have made the 
same in vention independently of each other, the person whose application 
has the earliest filing date, or if priority is claimed, the earliest validly 
claimed priority date that leads to the grant of a patent shall have the right 
to the patent. 

(4) The right to a patent may be assigned or may be transferred by 
succession. 

(5) Sections 90 to 104 shall apply with necessary modifications to 
contracts assigning the right to a patent. 

57. Where .the applicant has obtained the essential elements of the 
invention which is the subject of his or her app lication from the 
invention of another person, he or she shall, unless authorized by 
the person who has the right to the patent or who owns the patent, 
be obliged to assign to such person the application or, where the 
patent has already been granted, the patent. 

58. ( !)Notwithstanding section 56 and in the absence of contractual 
prov isions to the contrary, the right to a patent fo r an invention 
made in execution of a commission or of an employment contract 
shall belong to the person having commissioned the work or Lo the 
employer. 

(2) Desp ite the generality of subsection (I), where the invention is 
of exceptional importance the employee shall have a right to 
equ itab le remuneration Laking into consideration his or her salary 
and the benefit derived by the employer from the said invention. 
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(3) The provisions of subsection (I) shall apply where an employment 
contract does not require the employee to exercise any inventive activity 
but when the employee has made the invention by using data or means 
available to him during his employment. 

(4) In the circumstances provided for in subsection (3), the employee 
shall have a right to cquitablt: remuneration taking into account his salary, 
the importance of the invention and any benefit derived from the invention 
by the employer. 

(5) In the absence of an agreement between the parties, the 
remuneration shall be fixed by the Tribunal. 

(6) Inventions made without any relation to an employment or service 
contract and without the use of the employer's resources, data, means, 
materials, installations or equipment shall belong solely to the employee or 
the person commissioned. 

(7) This section shall, where relevant, apply directly or indirectly to 
public and private institutions. 

59. The inventor shall be named as such in the patent application and 
in the patent unless in a special written declaration addressed to the 
Director General he or she indicates that he or she wishes not to be 
named and any promise or undertaking by the inventor made to any 
person to the effect that he or she wil l make such declaration shall 
be without legal effect. 

PART VII-APPLICATION, GRANT AND REFUSAL OF GRANT OF PATENT 

Application for a 
patent 

(a) 

(b) 

(c) 

(d) 

(c) 

60. (!)An application for a patent shall be filed with the Director 
General and shall contain-

a request; 

a description; 

one or more claims; 

one or more drawings (where necessary); and 

an abstract. 

(2) Where the applicant's ordinary residence or principal place of 
business is outside Kenya, he or she shall be represented by an agent who 
shall be a c itizen of Kenya admitted to practice before the Office. 
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(3) The request shall state the name of, and prescribed data concerning 
the applicant, the inventor and the agent, if any, and the title of the 
invention; and where the applicant is not the inventor the request shall be 
accompanied by a statement justifying the applicant's right to the patent. 

(4) The appointment of an agent shall be indicated by furnishing a 
power of attorney signed by the applicant. 

(5) The description shall disclose the invention and the best mode for 
carrying out the invention, in full, clear, concise and exact terms as to 
enable a person skilled in the art to make, use or evaluate the invention and 
that description shall include any drawing and relevant deposits as in the 
case of microorganisms and self-replicable material which are essential for 
the understanding of the invention. 

(6) The claim or claims shall define the matter for which protection is 
sought and shall be clear and concise and fully supported by the 
description. 

(7) The abstract shall mere ly serve the purpose of technical 
information; in particular, it shall not be taken into account for the purpose 
of interpreting the scope of the protection sought. 

(8) The details of the requirements with which the application must 
comply shall be prescribed by regulations made under this Act. 

61. ( l)The application shall relate to one invention only or to a group 
of inventions so linked as to form a single general inventive 
concept. 

(2) The Cabinet Secretary may make regulations that will contain rules of 
compliance with the requirements of unity of invention under 
subsection (l ). 

(3) The fact that a patent has been granted on an application that did 
not comply with the requirements of unity of invention shall not be a 
ground for the invalidation or revocation of the patent. 

62. ( I )The applicant may amend an application. 

(2) Despite the generality in subsection ( 1) the amendment shall 
not go beyond the disclosure in the initial application. 
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(3) The applicant may divide the initial application into two or more 
applications hereinafter referred to as "divisional applications". 

(4) Despite the generali ty of subsection (3) each divisional application 
shall not go beyond the disclosure in the initial application. 

(5) The Cabinet Secretary may make regulations for the carrying out 
of the provisions of this section. 

63. ( I )The appl ication may contain a declaration claiming the priority 
as provided for in the Paris Convention of one or more earl ier 
national, regional or international applications filed by the 
applicant or his predecessor in title in or of any state party to the 
Paris Convention. (confirm if WTO can confi rm) 

(2) The Director General may, at any time after the expiration of three 
months from the fi I ing o r an application containing the declaration, require 
that the applicant furnish a copy of the earlier application, certified as 
correct by the Office with which it was filed or, where the earlier 
application is an international application filed under the Patent Co­
operation Treaty, by the International Bureau. 

64. ( I )At the request of the Director General, the concerning applicant 
shall furnish him or her with the date and corresponding number of 
any application for a patent or other foreign applications title of 
protection filed by the applicant with a national industrial property 
office of another country or with a regional industrial property 
office (in this Act referred to as a "foreign application"), relating to 
the same invention as that claimed in the application filed with the 
Director General. 

(2) The applicant shall, at the request of the Director General , furnish 
him or her with the fo llowing documents relating to one of the foreign 
applications-
(a) copies of any communication received by the applicant concerning 
the resul ts of any search or examination carried out in respect of the foreign 
appl ication; 

(6) a copy of the patent or other title of protection granted on the 
foreign application; and 

(c) a copy of any final decision rejecting the foreign application or 
refusing the grant requested in the fore ign application. 
(3) The applicant shall, at the request of the Director General, furnish 
him with a copy of any decision revoking or invalidating the patent or 
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any other title of protection granted by the applicant on the basis of the 
foreign application. 

( 4) The applicant shall, at the request of the Director General, furnish 
him with copies of any communication rece ived by the applicant 
concerning the results of any search or examination carried out in respect 
of any foreign application other than the one referred lo in subsection (2). 

(5) The documents furni shed under this section shall merely serve the 
purpose of facilitating the evaluation of novelty claimed in the application 
filed with the Director General or in the patent granted on the basis o f that 
application. 

(6) The applicant shall have the right to submit comments on the 
documents furn ished under this section. 

(7) The detai ls of the requirements under this section shall be 
prescribed by the regulations. 

(a) 

(b) 

(c) 

65. ( !)The application shall be subject to the payment of the prescribed 
fees. 

(2) The Council may waive whole or part of the fees in the manner and 
in the circumstances as may be prescribed. 

66. The applicant may withdraw the application at any time before the 
grant of a patent or the notification of rejection of the application 
or of refusal lo grant a patent. 

67. ( I )The Director General shall accord as the filing date the date of 
receipt of the application, provided at the time of receipt, the 
documents filed contain-

the name and address of the applicant; 

a part which on the face of it appears to be a description; and 

a part which on the face of it appears lo be a claim or claims. 

(2) If the Director General finds that the application did not, al the time 
of rece ipt, fulfil the prescribed requirements, he or she shall invite the 
applicant to file the required correction. 

(3) If, the applicant complies with the invitation referred to 111 

subsection (2), the Director General shall accord as filing date the date of 
receipt of the required correction; otherwise he or she shall treat the 
aoolication as if it had not been filed. 
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(4) Where the application refers to drawings which are not inc luded in 
the application, the Director General sha ll invite the applicant to furni sh 
the miss ing drawings, and, if the applicant complies w ith the invitation, the 
Director General shall accord as the filing date the date of rece ipt of the 
missing drawings; otherw ise he shall accord as the fil ing date the date o f 
receipt of the application and shall treat any reference to the drawings as 
non-existent. 

(5) Where no invitation under subsections (2) and (4) was se nt to the 
applicant and the applicant nevertheless files a correction, perta ining to any 
of the requirements under subsection (I), to hi s o r her application, the 
Director General sha ll accord as fi ling date the date of receipt o f the 
correction, provided that the correction was received w ithin thirty days 
from the date o f application. 

(6) The Director Gene ral shall cause an examination to be carried out 
as to whether there are any of the fo llowing defects with respect to the 
application-

(a) the request does not comply w ith the requirements o f section 60(3) 
and the rules pertaining thereto; 

(b) the description, the claims and, where applicable, the drawings do 
not comply with the prescribed physical requirements; 

(c) the application does no t contain an abstract; or 

(d) the fees referred to in section 65 have not been paid as provided for 
in th_e regulations or the payment of such fees has been waived under that 
section. 

(7) If the Director General finds any of the defects referred to under 
subsection (6), he or she sha ll invite the applicant to remedy such defects 
provided that any corrections made to the application shall not be such that 
they wou ld require a change o f the filing date and if the applicant does not 
comply with the invitation, the application shall be rejected by the Director 
General. ( ed it c lause tor reform) 

(9) The details of the requirements and the procedure unde r this section 
sha ll be prescribed by the regulations. 

68. ( I )The Director General shall publish the application as soon as 
possible after the expiration o f eighteen months from the fi ling date 
or, w here prio rity is cla imed, the date of prio rity. 
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(2) Despite the generality of subsection ( I) the Director General 
may at the request of the applicant, publish the application 
before the expiry of eighteen months. 

(3) For the purposes of subsection ( \), in the case of applications 
claiming priority, the term of eighteen months shall be construed from the 
original filing date and in the case of applications w ith two or more priority 
claims, the period shall be construed from the earl iest priori ty dates. 

(4) The publication o f the patent application shall be effected by 
publishing the particulars set out in the regulations, in the Kenya Gazette 
or in an Journal. 

(5) The Cabinet Secretary may make regulations for the carrying out 
of the provisions of this section. 

69. ( I )The Director General may instruct that any application found 
in order as to form be the subject of an international-type search. 

(2) When a direction under subsection (I) is made, the Director 
General shall invite the app licant lo pay the prescribed fee; and if the 
applicant does not comply w ith the invitation, the app lication shall be 
rejected. 

(3) Upon receipt of the report on the international-type search, the 
Director General may request the appl icant to furnish him or her with a 
copy of any document cited in the report and if w ithout lawful reason, any 
copy is not furnished within the prescribed time limi t, the application shall 
be rejected. 

( 4) If it is apparent from the report on the international-type search or 
from the dec laration on the non-establishment o f the report, that the subject 
of the application or of any claim or claims is not an invention, the Director 
General shall reject the defective application or consider the defective 
claim or c laims to be withdrawn, as the case may be, unless the applicant 
satisfies him or her that the subject of the application or claims constitutes 
an invention. 

(S) If it is apparent from the report on the internat ional-type search or 
from the declarat ion on the non-establishment of the report, that-

(a) the description, the claims or, where applicable, the drawings do 
not comply, in whole or in part, with the prescribed requirements to such 
an extent that no meaningful search cou ld be carried out; or 
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(b) the application does not comply, in whole or in part, with the 
requirements of unity of invention prescribed by section 61 and the rules 
pertaining thereto; or 

(c) the invention claimed in the application does not fulfil the 
requirements of novelty; 

the Director General shall reject the application unless the applicant either 
satisfies him or her that the requirements have been fulfi lled or amends or 
divides the application so as to comply with the requ irements. 

(6) The details of the requirements and the procedures under th is 
section shall be prescribed by the regulations. 

70. ( !)Where an appl ication for a patent satisfies the requirements 
specified in subsection (7) o f section 67, the Director General shall 
so notify the applicant who shall, within fi ve years from the fil ing 
date of the application, submit a request in the prescribed form for 
the examination of the application pursuant to the provisions of 
subsection (3). 

(2) Despite the generality of subsection (I) where no request is made within 
the prescribed period, the application shall be deemed to be abandoned. 

(3) Where a request is filed under subsection ( I), the Director General 
shall cause an examination of the application to be made as to whcther-
(a) the invention in respect of which the application is made is 
patentable within the meaning of this Act; 

(b) the application complies with the requirements of subsections (5) 
and (6) of section 60; and 

(c) the application complies with the requ irements of unity of 
invention prescribed in section 61. 

(4) Where the Director General is of the opinion that any of the 
conditions referred to in subsection (3) are not fulfi lled, he or she shall 
notify the app licant accordingly and invite him or her to make his 
observations, and where applicable, to amend his application. 

(5) Where, despite any observation or amendment submitted by the 
applicant, the Director General finds that any of the conditions referred to 
in subsection (3) are not fu lfilled, he or she shall re fuse the grant ofa patent 
and notify the applicant accordingly. 
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(6) The details of the requirements and the procedure to be fo llowed 
under this section shall be prescribed by the regu lations. 

71. ( I) A patent shall be granted and issued to the applicant in the 
prescribed form. 

(2) Every patent granted under subsection ( I) shall be registered, and 
shall, as soo n as reasonably practicab le, be published by the Director 
General in the manner prescribed in the regulations. 

72. ( l )The Director General shall maintain a register in which all 
patents granted under this Act shal l be recorded and numbered in 
the order of grant, a nd, in respect of each patent, where appropriate, 
its lapse for non-payment of annual fees and all transactions to be 
recorded by virtue of this /\ct. 

(2) Any person may, during working hours, inspect the register 
maintained under subsection ( I) and may, subject to the payment of the 
prescribed fee and any regulations made under this section, obtain extracts 
there from. 

(3) The details concerning the register shall be prescribed by the 
regulations. 

73. The applicant may appeal to the Tribunal against any decision by 
which the Director General accords a filing date, rejects the 
application, treats the application as if it had not been filed, 
considers any of the c la ims to be withdrawn or refuses to grant a 
patent. . 

PART VHl - INTERNATIONAL APPLTCA TIO NS 

74. For the purposes of this Part-

" international application" means an international application filed in 
accordance w ith the Patent Co-operation Treaty and the Regulations 
established thereunder; 

" receiving Office", "designated Office", "elected Office", "international 
publication", " international search report", "international preliminary 
examination report", and the words "to designate" and "to elect" have the 
meanings respectively assigned to them in the Patent Co-operation Treaty. 

75. ( l )The Office shall act as a receiving Office where an internationa l 
application is filed with it by a national or a resident of Kenya. 
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(2) The Office shall act as a designated Office or an elected Office in 
the case of any international application in which Kenya is designated or 
elected for a national patent. 

(3) The functions of the Office under this Part shall be performed in 
accordance with the provisions of the Patent Co-operation Treaty, the 
regulations made thereunder and the administrative instructions issued 
under the said regulations and with the provisions of this Act and the 
regulations pertaining thereto. 

(4)Despite the generality 111 subsect ion (3), in case of conflict, the 
provisions of the Patent Co-operation Treaty, the regu lations and the 
administrative instructions issued thereunder shall apply. 

76. ( 1 )Where an international search report is not established or relates 
to only one or some of the claims of the international application, 
the Director General shall reject the international application or 
consider withdrawn claim or claims not covered by the report, as 
the case may be, except to the extent that the applicant satisfies him 
or her that the non-establishment of the report in whole or in part 
was not justified. 

(2) Where the international search report relates to only one or some of 
the claims due to the applicant's refusal to pay additional fees, those parts 
of the international application which consequently have not been searched 
shall be considered withdrawn unless the applicant divides out from the 
application as provided for in section 62(2) the parts concerned, or satisfies 
the Director General that the invitation to pay the additional fees was not 
justified. 

(3) Where an international preliminary examination report with respect 
to an international application has been communicated to the Director 
General the following paragraphs shall apply-

(a) where, in the case of lack of compliance with the requirements of 
unity of invention, the international preliminary examination report 
indicates that the international preliminary examination was carried out on 
restricted claims, or was carried out on the main invention only, those parts 
of the international application indicated as not having been the subject of 
international preliminary examinat ion shall be considered withdrawn 
unless the applicant divides out from the application as provided for in 
section62(2) the parts concerned, or satisfies the Director General that the 
invitation of the international preliminary examining authority was not 
justified; and 
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(b) where the international preliminary examination report states, with 
respect to the entire international application or one or some of its claims 
only, the opinion that a defect under Article 34(4) (a) of the Patent Co­
operation Treaty exists under the international application or the claim or 
claims, as the case may be, shall be considered withdrawn unless the 
applicant satisfies the Director General that the defects do not exist. 

(4) The Director General may refuse to grant a patent upon application 
if it is apparent from an international search report or an international 
preliminary examination report that an invention claimed in an 
international application does not fu lfi l the requirements of novelty, unless 
the applicant either satis fies him that the requirements have been fulfilled 
or amends the claims in such a way that fulfi ls the requirements. 

77. ( !)Relief against infringement may be sought in respect of acts 
committed before the grant of the patent but after the date of 
international publication under the Patent Co-operation Treaty, 
where the said international publication was effected in English. 

(2) If the international publication was effected in a language other 
than English, subsection (I) sha ll apply where the applicant had 
transm itted an English translation of the international publication to the 
infringer and only in respect of acts committed by the latter after he had 
received such translation. 

78. Publication under Article 21 of the Patent Co-operation Treaty, an 
international application 111 which Kenya is designated for a 
national patent shall be treated as publication in terms of the 
provisions of section 68. 

PART IX-RIGHTS AND OBLIGATIONS OF THE APPLICANT OR THE OWNER 
OF THE INVENTION 

Rights and obligations 79. ( l)The applicant or the owner of the invention shall have the 
fo llowing rights-

(a) to be granted the patent, where the re levant requirements under th is 
Act are fulfi lled; 

(b) alier the grant of the patent and within the li mits defined in section 
84 to prec lude any person from exploiting the patented invention in the 
manner referred to in section 80; and 



 

Rights of owner of 
patenl 

Enforcement of rights 

The Intellectual Property Bill, 2020 

(c) to conclude licence contracts as provided for in Part*** of th is Act, 
and subject to the obl igations referred to in subsection (2). 

(2) The applicant or the owner of the invention shall have the fo llow ing 
obligations-
(a) to disclose the invention in accordance with th is Act. 

(b) to g ive in formation concern ing corresponding fore ign applications 
and grants; 

(c) to pay fees to the Office, as prescribed in this Act and the 
regulations, subject to the sanctions provided for therein; and 

(d) in connection with licence contracts and contracts assigning patents 
or patent appl ications, to refrain from making undesirable provisions 
referred to in section 94. 

80. ( I )The owner of the patent shall have the right to preclude any 
person from explo iting the protected invention by any of the 
following acts-

(a) when the patent has been granted in respect o f a product-

(i) making, importing, offering for sale, selling and using the product; 
o r 
(ii) stocking such product for the purposes ofoffcring it for sale, selling 
or using the product. 

(b) when the patent has been granted in respect o f a process-

(i) using the process; or 
(ii) do ing any of the acts referred to in paragraph (a), in respect ofa 
product obtained directly by means o f the process. (re look and reword) 

(2) The ri ghts conferred on the owner o f the pa tent under this section 
shall not apply to acts by third parties necessary to obtain approval or 
registration of a product from a relevant authority, for the purpose o f 
commercializ ing the product after expiry of the patent. 

81. ( I )The owner of a patent shall have the right-

(a) to obtain an injunction to restrain the performance or the likely 
performance, by any person without his or her authorization, of any o f the 
acts referred to in section 80; and 
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(b) to claim damages from any person who, having knowledge of the 
patent, perfo rmed any of the acts referred to in section 80, without the 
owner's authorization; 

(c) to c la im compensation from any person who, without his or her 
authorization, performed any of the inventions, claimed in the published 
application, as ifa patent had been granted for that invention 

(2)Despite the generality of subsection ( I), the person, at the time of the 
performance of the act, had-{reword to tie fulfilment under I) 
(a) actual knowledge that the invention that he was us ing was the 
subject matter of a published application; or 
(b) received written notice that the invention that he was using was the 
subject matter ofa published application, such app lication being identified 
in the said notice by its serial number. 

Right of a prior user 82. (!)Notwithstanding the p rovisions o f section 105, prior use of a 
patent shall have no effect against any person (here inafter referred 
to as "the prior user") who, in good faith, for the purposes of his 
enterprise or business, before the filing date or, where priority is 
claimed, the priority date of the app lication on which the patent is 
granted, and within the territory where the patent produces its 
effect, was using the invention or was making effective and serious 
preparations for such use; any such person shall have the right, for 
the purposes of his enterprise or business, to continue such use or 
to use the invention as envisaged in such preparations. (wordy; 
relook) 

(2) The r ight of the prior user may only be transferred or devolve 
together with his enterprise or business, or with that part of his enterprise 
or business in which the use or preparations fo r use have been made. 

Scope of protection 83. The scope of the protection shall be determined by the terms of the 
claims but the description and the drawings included in the patent 
may be used to interpret the claims. 

Limitation o f rights 84. ( \ )The rights under the patent shall extend only to acts done for 
industrial or commercial purposes and in particular not to acts done 
for scientific research. 

(2) The rights under the patent shall not extend to acts in respect of 
artic les which have been put on the market in Kenya or in any other country 
or imported into Kenya by the owner of the patent or with his express 
consent. 
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(3) The rights under the patent shall not extend to the use of articles on 
aircraft, land vehicles or vessels of other countries which temporarily or 
accidentally enter the airspace, territo ry or waters of Kenya. 

(4) The rights under the patent shall be limited by the provis ions of 
the terms of the patent. 

(5) The rights under the patent shall be lim ited by the provis ions on 
compulsory licences for reasons of public interest or based on 
interdependence of patents and by the provisions on State exploitation of 
patented inventions. 

(6) The rights of the patent shall not extend to variants or mutants of 
li ving forms or repl icable liv ing matter that is distinctively different from 
the original fo r which patents were obtained where such mutants or 
variants are deserv ing o f separate patents. 

85. ( l )For the purposes ofthis section-

"regional application" means an application for a patent, util ity model or 
industrial design filed in accordance with the Harare Protocol and the 
regulations made thereunder; 

"rece iving O ffice" has the meaning assigned to it by the Harare Protocol; 
"designated Office" has the meaning assigned to it by the I larare 
Protocol; "des ignate" has the meaning assigned to it by the Harare 
Protocol; 

(2) The O ffice shall act as a receivi ng office w here Kenya is designated 
in a regional application. 

(3) The Office shall act as a designated Office where Kenya is 
designated in a regiona l application. 

(4) The functions of the Offi ce under this section shall be performed in 
accordance with the provisio ns of this Act and the Harare Protocol and in 
case of confli ct, the provis ions of this Act shall a pply. 

(5) A patent, utility mode l or industrial design granted or registered 
under the Harare Protoco l and in which Kenya is designated shall be treated 
as if it were granted or registered under this Act. 

(6) For purposes of subsection (5)-

(a) the owner of the patent, utility mode l or industrial design shall have 
the same rights and remedies and be subject to the same conditions as the 
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owner of a patent, utility model or industrial design granted or registered 
under this Act; and 

(b) the prov isions of this Act relating to surrender, revocation, 
infringement and rectification of registers shall apply, with necessary 
modifications, to the patent, utility model or industrial design. 

(7) The requirements and procedures under this section shall be 
prescribed in regulations. 

PART X-TERM OF PATENT AND ANNUAL FEES 

86. A patent shall expi re at the end of twenty years from the filing 
date of the application. 

87. ( l)ln order to maintain the application or the patent, an annual fee 
shall be paid in advance to the Office which shall fa ll due on the 
eve of each anniversary of the date of filing or the application or 
the patent, and shall be paid in the manner prescribed. 

(2) A grace period of s ix months shall be granted for the payment of 
the annual fee upon payment of such surcharge as may be prescribed from 
time to time. 

(3) If an annual fee is not paid in accordance with this section, the 
application shall be deemed to have been withdrawn or the patent shall 
lapse and respective invention shall cease to be protected. 

( 4) The Di~ector General shall forthwith publish the lapse of any patent 
under subsection (3). 

(5) Within six months from the expiration of the grace period referred 
to in subsection (2), any interested person may, upon payment of the 
prescribed fee, request the Office to restore an application that is deemed 
to have been withdrawn, or a patent that has lapsed, by virtue of subsection 
(3). 

(6) Upon a request under subsection (5), the Director General shall if 
satisfied that the failure to pay the annual fee was not intended, subject to 
the payment of the annual fee, make an order restoring the application or 
the patent, as the case may be. 

(7) Where a patent is restored, no proceedings shall be brought in 
respect o r the patent-
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(a) with respect to any acts performed after the lapse of the patent and 
before the date of the o rder for restoration; o r 

(b) with respect to any acts performed after the date of the order of 
restoration in relation to articles impo rted into or manufactured in Kenya, 
after the lapse of the patent and before the date of the o rder for restoration. 

PART XI - CHANGE IN THE OWNERSHIP AND JOINT OWNERSHIP OF 
APPLICATIONS AND PATENTS 

Change in ownership 
of applications. etc 88. ( 1 )Alt contracts assigning a pplications or patents s hall be in wri ting 

and shall be signed by the parties thereto. 

(2) Any change in the ownership ofan app lication or a patent shall be 
recorded in the patent register in accordance w ith, and on payment of a fee 
fixed by the regulations and unti l the change has been recorded, any 
document evidencing the change in ownership shal l not be adm itted in any 
proceedings as ev idence of the title of any person to an appl ication or a 
patent, unless the Tribunal otherw ise directs. 

Joint ownershi p of 89. In the absence of any agreement to the contrary between the 
applications and parties, jo int owners of an application or a patent may, separately, 
patents 

transfer their rights in the application or patent, exploit the 
protected patent and preclude any person from explo iting the 
patent but may on ly j ointly grant perm ission to any thi rd person to 
do any of the acts referred to in section 80. 

PART xn - CONTRACTUAL LICENSES 

Rights of licensee 

90. ( l ) ln the absence of any provision to the contrary, in the licence 
contract, the licensee shall be entitled to do any o f the acts referred 
to in sectio n 80 in respect of the invention, without limitation as to 
time, in the w ho le of Kenya and in any fie ld of use of the invention, 
uti lity model or industrial des ign. 

(2) In the absence o f any provis ion to the contrary in the licence 
contract, the licensee may not grant to any third person to do any of the 
acts referred to in section 80. 

Rights of licensor to 91. ( I )In the a bsence of any provis ion to the contrary in the licence 
grant lurther licences contract, the licensor may grant permission to any thi rd person to 
and use of the 

do, or may himsel f do, any of the acts which constitute exercising invention 
the rights ofownership. 

(2) lfthe licence contract provides that such contract o r the permission 
granted by it is exclusive, the licensor may neither grant permission to any 
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third person to do any of the acts referred to in section 80 and covered by 
the licence contract, nor himself do any of those acts, and the licensee shall 
be considered an exc lus ive licensee for the purposes of this Act. 

92. All licence contracts shall be in writing and shall be s igned by the 
parties thereto. 

93 . ( 1 )All licence contracts, including modifications thereof, shall be 
submitted to the Office for registration in the patent register. 

(2) A petition for registrat ion under subsection ( I) may be made by any 
party to the contract, and sha ll be accompanied by such documents and fees 
as may be prescribed. 

(3) The Director General shal l issue to the applicant a receipt, w hich 
sha ll be proofofthe fact of ti ling the petition and of the date on which it 
was ti led and if no receipt is issued within fourteen days from the date of 
the petition, the petitioner may rely on other evidence to prove the fact and 
date. 

(4) Where-

(a) sectio n 92 or subsections (2) to (4) o f this sectio n, and the rules 
relating thereto, have not been complied with; or 

(b) the licence con tract cannot be registered under section 94. 
the Director General shall refuse to register the licence contract, stating the 
reasons for such refusal. (tidy the drafting style) 

(5) Before refusing to register the licence contract, the Director 
General shall notify the petitioner and allow the parties-

(a) to submit the o bservations, if any; 

(b) to co rrect any defect in the petition; or 

(c) to amend any term, o r to correct any defect, in the licence contract 
that has been declared by the Director General to be a term or defect 
precluding registration, within forty-five days from the date of the 
notification. 

(6) A licence contract shall be void if the registration has been refused 
by the Director General in accordance with the provis ions of this Act. 

94. The Director General may refuse to register a licence contract ifhe 
is of the opinion that any clause in a licence contract imposes 
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unjustified restrictio ns on the licensee with the consequence that 
the co ntract, taken as a who le, is harmful to the economic interests 
of Kenya, and that the effect of any such te rm contained in the 
contract is-

(a) to permit or requi re the importation o f techno logy from o utside 
Kenya when substantia lly sim ilar or equivalent technology may be 
obta ined on the same or more favourable co nd itions without 
importa tion from abroad; 

(b) to require payment of a price, royalty or other cons ideration which 
is disproportionate to the value of the techno logy to which the 
contract re lates; 

(c) to require the licensee to acquire any materia ls fro m the licensor or 
from sources designated or approved by him or her, unless it is 
otherw ise im possible, fo r a ll practical pu rposes, to ensure the 
qual ity of the products to be produced; 

(d) to prohibit the licensee from acquiring, or to restric t his o r her 
acquisition o f: any materials from any source, un less ii is otherw ise 
imposs ible, for all practical purposes, to ensure the quality of the 
products to be produced; 

(e) to prohibit the licensee from using, or to restrict his o r her use of 
any materia ls which are not supplied by the licensor or by sources 
des ignated or approved by him or her, unless it is otherwise 
impossible, for a ll practical purposes, to ensure the qual ity o f the 
products lo be produced; 

(f) to require the licensee to sell products prod uced by him or her under 
the contract exclusively o r princ ipally to persons designated by the 
licensor; 

(g) to require the licensee to make availab le to the licensor, wi thout 
appropria te consideration any improvements made by the licensee 
w ith respect to the technology to which the contract re lates; 

(h) to limit the volume of the products produced by the licensee with 
the help o f the techno logy to which the contract re lates; 

(i) lo restrict o r prohibit the export of the products produced by the 
licensee; 

U) to oblige the licensee to employ persons designated by the 
transferor not needed for the effic ient transfer of the technology to 
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which the contract relates, provided that, for persons so needed, the 
contract shall provide for training of persons to replace them within 
a reasonable period; 

(k) to impose restrictions on research or technological development 
carried out by the licensee to absorb or adapt the technology in 
connection with new products, processes or equipment; 

(I) to prohibit or restrict the use by the licensee ofany technology other 
than the technology to which the contract relates; 

(m)to extend the coverage of the contract to technology not required 
for the use of the technology which is the main subject of the 
contract and to require consideration for such additional 
technology; 

(n) to fix prices for the sale or resale of the products produced by the 
licensee with the help of the techno logy to which the contract 
relates; 

(o) to exempt the licensor from any liability consequent upon any 
defect inherent in the technology to which the contract relates or 
restrict such liability; 

(p) to prohibit or restrict the use by the licensee, after the expiration of 
the contract, of the technology acquired as a result of the contract, 
subject, however, to any right of the licensor under the patent; 

(q) to require that disputes arising from the interpretation or 
performance o f the contract be governed by a law other than the 
law of Kenya or that such disputes be brought before courts located 
in a country other than Kenya; 

(r) to establish the duration of the contract for a period which is 
unreasonably long in relation to the economic function of the 
contract, provided that any period which does not exceed the 
duration of the patent to which the contract relates shall not be 
regarded as unreasonably long; 

(s) to restrict the licensee from entering into sales, representation or 
manufacturing agreements relating to similar or competing 
technologies, when such restrictions are not needed for protecting 
the legitimate interests of the licensor, including, in particular, 
protecting the licensor's industrial or intellectual property rights or 
ensuring that the licensee exercises his best efforts in respect of any 
manufacturing, distribution or promotional obligations; 
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(t) to prevent the licensee from adapting the technology to local 
conditions or introducing innovations in it or change to alternative 
inputs, or which require the licensee to introduce unnecessary 
designs or specification changes, if the licensee makes adaptations 
on his or her own responsibili ty and wi thout using the licensor's 
name, trademarks or trade names, and except to the extent that this 
adaptation unsu itably affects those products, or the process for their 
manufacture, to be supplied by the licensor, his or her designates, 
or his or her other licensees, or to be used as a component or spare 
part in a product to be supplied to his or her customer; 

(u) to impose acceptance of additional technology, future inventions 
and improvements, goods or services not wanted by the licensee; 

(v) to impose restrictions on territories, quantities, prices, customers or 
markets arising out of patent pool or cross-licensing agreements or 
other international technology transfer interchange arrangements 
which unduly limit access to new technological developments or 
which would result in an abus ing dom ination of an industry or 
market with adverse effects on the licensee, except for those 
restrictions appropriate and ancillary to co-operative arrangements 
such as co-operative research arrangements; 

(w) to impose restrictions which regulate advertising or publicity by the 
licensee except where restriction of such publicity may be required 
to prevent injury to the licensor's goodwill or reputation where the 
advertising or publicity makes reference to the licensor's name, 
trade marks, trade names or other identifying items; 

(x) to impose confidentiality after the expiry of the licence agreement 
or to impose unreasonably long periods for secrecy fo llowing the 
commissioning of manufacturing fac ilities using the licensed 
technology, or to impose measures which lim it technological 
learning and mastery, except those which relate to industrial 
property rights; 

(y) to impose requ irements for payments even under conditions of 
force majeure; 

(z) to impose restrictions which prevent or hinder export by means of 
territorial or quantitative limitations or prior approval for export or 
export prices of products or increased rates of payments for 
exportable products resulting from the technology licensed; 
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(aa) to impose quality control methods or standards not needed 
by licensee, except to meet the requirement of a guarantee or when 
the product bears a trademark or trade name of the licensor; 

{bb) to allow the licensor to participate permanently in the 
management of the licensee's business as a condition for obtaining 
the technology; 

(cc) to restrict the licensee from taking measures that will 
enhance local technological capability and which are not 
prejudicial to the licensor's industrial property rights; 

(dd) to restrict the use of local expertise in management and 
consultancy or in any other positions; 

(ee) to require payment of royalty for patents granted outside 
Kenya; 

(ff) to apply dissimilar conditions to equivalent transactions with other 
trading parties, thereby placing the licensee at a competiti ve 
disadvantage; or 

(gg) to make the contract subject to acceptance of supplementary 
obligations which, by their nature or according to commercial 
usage, have no connection with the subject of such contracts. 

95. ( I )Where the Director General finds that the license contract meets 
the requirements under section 93, he or she shall register the 
contract and issue a certificate of registration to the petitioner. (get 
proper wording) 

If the Director General fails-

(a) to notify the petitioner of defects in the petition or of terms or 
defects precluding registration of the licence contract, within ninety days 
of the date of the petition; or 

(b) to notify the petitioner of his decision to refuse to register the 
licence contract, within ninety days of the date of notification referred to 
in paragraph (a),thc licence contract shall be deemed to have been 
registered and the Director General shall issue a certificate of registration 
to the petitioner. 

(3) The registration shall take effect-
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(a) if the petition was made within s ix ty days from the conclusion of 
the contract, on the date of the conclusion o f the contract; and 

(b) in a ll other cases, on the date of the peti tio n. 

(4) When the petition is corrected o r the licence contract is amended 
under section 93(5), the petition shall be deemed to have been received on 
the date when the correction or amendment was made. 

(5) The registration and the certifica te shall state-

(a) the name of the parties to the contract and of the licensee if he is 
not a party; 

(b) the date of the petit io n; 

(c) the date o f the registration; and 

(d) the registration number, 

a ll o f which shall be published in the Kenya Gazette or in the Journal. 

(6) The contents o f the contract shall be confidentia l, unless both 
parties to the contract ag ree to permit access thereto by third parties and 
such access shal l only be to the extent of the permission so granted . 

96. ( I) On rev iew or decisions (Draft provision) 

(2)An appeal against the decision of the Director General may be 
made to the Tribunal by the petitioner w ithin s ixty days of his or 
her refusal prov ided that the grounds of such an appeal shall be 
limited to the follow ing-

(a) that the decision o f re fusal contains no statement o f the reasons 
for re fusal ; 

(b) that none of the reasons spec ified in the decision is a valid 
reason under this Act or that such reason was wrongly applied 
to the petitioner o r to the licence contract; or 

(c) that the procedure applied by the Director General was irregular 
and prejudicia l to the r ights o f the petitioner. 

97. ( I )At any time a fte r four years from the filing date of an application 
for a patent or three years from the grant or a patent, whichever 
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comes earlier, any person may apply to the Tribunal for a licence 
to exploit the patented invention on the grounds that a market for 
the patented invention is not being supplied on reasonable terms in 
Kenya. 

(2) Notwithstanding subsection ( 1 ), a compulsory licence shal I not be 
granted if the owner of the patent satisfies the Tribunal that circumstances 
exist which justify the fact that the market for the patented invention is not 
being supplied, or is not being supplied on reasonable terms, in Kenya. 

98. ( I )Where a patented invention cannot be worked without infringing 
the rights derived from an earlier patent, the owner of the latter 
patent may request the Tribunal at any time for the grant of a 
compulsory licence with respect to the earlier patent to the extent 
necessary for the working of his or her invention, if the invention 
constitutes an important technical advance of considerable 
economic significance in relation to the invention claimed in the 
earlier patent. 

(2) The owner of the first patent shall be entitled to a cross-licence on 
reasonable terms to use the invention claimed in the second patent. 

(3) The use authorized in respect of the first patent shall be non-
assignable except with the assignment of the second patent. 

( 4) ln this section, "earlier patent" or " first patent" means a patent 
granted on an earlier application or benefiting from an earlier val idly 
claimed priority date, and "latter patent" or "second patent" shall be 
construed accordingly. 

99. ( I )A compulsory licence shall not be granted unless for grant of the 
person requesting the licence-

(a) satisfies the Tribunal that he or she has asked the owner of the 
patent fo r a contractual licence but has been unable to obtain the licence on 
reasonable commercial terms and within a reasonable time; and 

(b) offers sati sfactory guarantee to the Tribunal lo work the relevant 
invention sufficiently to remedy the deficiencies or to satisfy the 
requirements which gave rise to his request. (confirm wording) 

(2) The requirement under subsection ( 1 )(a) shall be waived in the case 
of a national emergency or other circumstances of extreme urgency, 
provided the owner of the patent shall be so notified as soon as is 
reasonably practicable. 
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100. (l)ln considering a request for a compulsory licence, the 
Tribunal shall decide whether a compulsory licence may be granted 
and shall then, ifit decides in favour o f the grant taking into account 
any terms agreed by the parties, proceed to fix the terms which shall 
be deemed to constitute a valid contract between the parties and 
shall be governed by the provisions of contractual licences. 

(2) ln fixing the tenns under subsection ( !), the Tribunal shall ensure 
that the compulsory licence-

(a) is limited, in scope and duration, to the purpose for which it was 
authorised, and in the case of semi-conductor technology, shall onl y be for 
public non-commercial use or to remedy a practice determined after a 
judicial or administrative process to be anti-competitive; 

(b) is limited predominantly for the supply o f the domestic market; 

(c) does not entitle the licensee to grant further licences, without the 
consent of the owner of the patent; 

(d) is non-exclusive; and 

(e) provides for the payment to the owner o f the patent ofrem uneration 
which is equitable with due regard to all the circumstances of the case, 
including the economic value of the licence. 

(3) A representative of the Office and of the Government shall have 
the right to appear and be heard at the hearing of an application for a 
compulsory licence, before the Tribunal. 

101. A compulsory licence may be transfe rred only with that part 
of the industrial undertaking or its goodwill , in which the re levant 
invention is used and no such transfer shall be valid until the 
consent of the Tribunal has been obtained. 

102. On the application of any interested party, the Tribunal 
may cancel a compulsory licence if-

(a) the licensee fails to comply with the terms of the licence; or 

(b) the conditions which justified the grant of the licence have ceased 
to exist and are unlikely to recur; provided that the legitimate interests of 
the licensee are adequately protected. 

(2) On the application of the Cabinet Secretary, or on the application 
of the owner of the patent, the Tribunal may, cancel the compulsory licence 
it~ within two years from the grant of the licence, the licensee has not taken 
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the necessary steps to work the relevant invention sufficiently so as to 
remedy the deficiencies or to satisfy the requirements which gave rise to 
his or her application for the said licence. 

(3) On the application of the owner of the patent or the licensee, the 
Tribunal may vary the terms of a compulsory licence if new facts justify 
the variation and in particular if the patentee has granted contractual 
licence on more favourable terms. 

103. Where the Tribunal grants, cancels or varies the terms of a 
compulsory licence, the Tribunal shall instruct the Director 
General, to record the grant, cancellation or variation in the register 
without payment of any fee. 

104. (l)The owner of a patent may request the Director General 
to make an entry in the register to the effect that licences under 
the patent are to be available as of right. 

(2) The request shall be no tified by the Director General to the 
li censees under the patent. 

(3) Any licensee may, within the prescribed time limit, object to the 
entry requested, on the ground that the owner of the patent is, by the 
relevant licence contract, precluded from granting further licences . 

(4) Where the Director General receives no objection under subsection 
(3) or considers all objections made to be unfounded, he shall make the 
requested entry in the register and shall publish the entry. 

(5) • Where a patent is the subject of an entry under this section, any 
person may require the owner of the patent to grant him a non-exclusive 
licence under the patent on terms which, in the absence of an agreement 
between the parties, shall be fixed by the Tribunal. 

(6) The amount of the annual fees with respect to a patent which is 
subject ofan entry under this section, falling due after the date of the entry, 
shall be reduced by half. 

(7) The owner of the patent may at any time request the Director 
General to cancel an entry under this section and the Director General shall 
cancel the entry after payment of the balance of all annual fees which 
would have been payable if no entry had been made and the Director 
General shall publish the cancellation of any entries under this section. 
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(8) Section I 02(3) shall apply, with necessary modifications, where the 
terms of licence granted under subsection (5) have been fi xed by the 
Tri bunal. 

PART XIII-EXPLOITATION OF PATENTED INVENTIONS BY THE 
GOVERNMENT OR BY THIRD PERSON AUTHORIZED BY THE GOVERNMENT 

Exploitation of the 
patented inventions 
by the Government or 
by third persons 
authorized by the 
Government 

105. ( I )Subject to th is section, where-

( a) the publ ic interest, in particular, national security, nutrit ion, health, 
environ mental conservation, or the development of other vital sector o f the 
national economy so requires; or 

(b) the Director General determines that the manner of exploita tion of 
an invention by the owner of the patent or his licensee is not competitive, 

the Cabinet Secretary may, upon application in the prescribed form and 
after consultation with the Office and the owner of the patent, order that 
the protected invention shall be exploited by a Government Ministry, 
Department, agency or other person as the Cabinet Secretary may 
designate in the order subject to the payment of adequate compensation to 
the owner of the patent in accordance with this section. 

(2) Upon exercising the powers conferred upon him or her under 
subsection ( I), the Cabinet Secretary may, notwithstanding any o f the 
measures set out in this section, authorize by written order the importation, 
manufacture or supply, or authorize the util ization of any molecule or 
substance whatsoever by any individual, corporation or society as named 
or described by any individual, corporation or society as named or 
described in the order without notice to the patent holder or any other 
noti fiable party, and such order shall remain in fo rce unti l revoked by the 
Cabinet Secretary in writing, after giving six months' prior notice of his 
intention of such revocation to the party named or described in the order. 

(3) An order made under the subsection (2) shall not require the payment 
of compensation to the owner of the patent or licence ho lder or any other 
party so interested. (confirm- may not be fa ir and confl icts with subsection 
7 and 8; propose deletion) 

(4) The Cabinet Secretary shall, notwithstanding any of the measures set 
out in this section, authorize the util ization of any process for the 
manufacture, sale or supply of any molecule or substance whatsoever by 
any individual, corporation or society as named or described in the order, 
and such order shall remain in force until revoked by the Cabinet Secretary 
in writing, giving six months prior notice of intention of such revocation 
to the party named or described in the order. 
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(5) No application shall be made under subsection (l) unless the 
applicant has unsuccessfully sought a contractual licence from the owner 
of the patent. 

(6)Despite the generality of subsection (5), the prov1s1ons of this 
subsection shall not apply in cases of national emergency o r other extreme 
urgency in which case the Cabinet Secretary shall cause the contents of the 
order to be communicated to the owner of the patent as soon as reasonably 
practicable. 

(7) An order under this section shall be subject to such conditions as 
the Cabinet Secretary may deem necessary. 

(8) Where an o rder under this section is made, the Director General 
shall fix the amount of the compensation to be paid to the owner of the 
patent, such compensation being equitable with due regard to all the 
circumstances of the case and in particular, the economic value of the 
patent. 

(9) An order under this section shall not preclude the owner of the 
patent from concluding a licence contract or from exercising the powers 
conferred by section 80 of this Act. 

( I 0) The Cabinet Secretary may, upon the request of the owner of the 
patent or the Government Ministry, Department, agency or other person 
designated by the Cabinet Secretary for the purposes of any order under 
this section and after hearing all interested parties, vary the terms of the 
order to the extent that changed circumstances justify such variation. 

( I I) The Cabinet Secretary may, upon the request of the owner of a 
patent and after hearing a ll interested parties, revoke an order under this 
section-
(a) if satisfied that the circumstances necessitating the order have 
ceased and are unlikely to recur; or 

(b) where the Government Ministry, Department, agency or other 
person designated for the purposes of the order is in breach of any condition 
imposed under subsection (7). 

( 12) The authorization of any person in an order under this subsection 
shall not be trans ferabl e except to a business or enterprise owned or 
operated by that person. 

( 13) The exploitation of the invention pursuant to an order under this 
section shall be primarily for the supply of the market in Kenya. 
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( 14) An order relating to the exploitation ofan invention in the field of 
semi-conductor technology shal l on ly be made where the Tribunal has 
determined that the manner of exploitation of the patented invention, by 
the owner of the patent or his or her licensees, is not competitive and the 
Cabinet Secretary is satisfied that the issuance of such order would remedy 
such practice. 

( 15) Any person aggrieved by any decision of the Cabinet Secretary 
under this section may appeal to the Tribunal. 

PART XIV - UTILITY MODELS 

106. (!)Subject to section 107, the provisions of Parts V, VII, 
VIII, IX, X. XI, XII XV and XVl shall apply, with necessary 
modifications, to utility model certificates or applications therefor, 
as the case may be. 

(2) Where the right to a patent confli cts with the right to a uti lity model 
certificate in the case referred to in section 56(3), the said provision shal l 
apply as if the word "patent" were replaced by the words "utility model 
certi ti cate". 

107. ( I )An invention qualifies for a utility model certificate if it 
is new and industrially applicable. 

(2) Section 48, 50, 68, 69, 70 and 86 shall not apply in the case of 
applications for utility mode l certificates. 

(3) An application for a utility model certificate shall be published in the 
Journal upon -
(a) conducting a prior art search; and (confirm this) 
(b) in compliance with the requ irements of section 67. 
( 4) A registration certificate for a utility model sh al I expire at the end 
of the tenth year after the date of filing of the application in respect thereof, 
and shall not be renewable. 

(5)Despite the generality of subsection (4), the registration certificates in 
respect of uti lity models which were issued under this Act before the 
commencement of this subsection shall expire at the end of the tenth year 
from the date of grant. 

Conversion of patent 108. ( I )At any time before the grant or refusal of a patent an applicant 
for a patent may, upon payment of the prescribed fee, convert his applications to 

aon lications for utility 
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application into an application for a utility model certificate, which 
shall be accorded the filing date of the initial application. 

(2) At any time before the grant or refusal of a utility model certificate, 
an applicant for a utility model certificate may, upon payment of the 
prescribed fee, convert his application into a patent application, which shall 
be accorded the filing date of the initial application. 

(3) An application may not be converted under subsection (I) more 
than once. 

PART XV-INDUSTRIAL DESIGNS 

09. (l)For the purposes of this Part-

"industrial design" means the overall appearance of a product resu lting 
from one or more visual features of the shape, configuration, pattern or 
ornamentation of a product; and 

"product" means anything that is made by hand, tool or machine. 

(2) The protection under this Act shall not extend to anything in an 
industrial design which serves solely to obtain a techn ical result or to 
methods or principles of manufacture or construction. 

110. (!)Subject to the provisions of any other written law, the 
creator of an industrial design or his successors in title shall have 
the exclusive rights to sell or cause to be sold for commercia l or 
industrial purposes the goods in which the design is incorporated, 
subject to the conditions of this Act. 

(2) Sections 56, 58 and 59 shall apply with necessary modifications to 
the rights of the creator of an industrial design. 
ll 1. (I )An industrial design is registrable if it is new. 

(2) An industrial design is new unless it is identical or substantially 
similar in overall impression to an industrial design that has been di sclosed 
to the public anywhere in the world by publication or use prior to the filing 
date or, where applicable, the priority date of the application for 
registration. 

(3) Section 49 (4) shal l apply, with necessary modifications, with 
respect to industrial designs. 

(4) The fol lowing shall not be registered as industrial designs-
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(a) industrial designs that are contrary to public order and morality; 

(b) works of sculpture, architecture, painting, photography and any 
other creations that are purely of artistic nature. 

(5) The deta ils of the requirements and the procedure under this section 
shall be in prescribed a manner. 

112. ( I )Any pe rson wishing to register an industrial design sha ll send to 
the Office-

(a) an application in the prescribed form; 

(b) a power ofattorney, where the applicant is represented by an agent; 

(c) drawings, photographs or other g raph ic representations of the 
article embodying the industria l design and an indication of the kind of 
products for which the industrial design is to be used; and 

(d) the prescribed appl ication fee. 

(2) Where the applicant is not the creator, the request shall be 
accompanied by a statement justifying the applicant's right to the 
registration of the industrial design. 

(3) Section 62 shall apply, wi th necessary modifications, in respect of 
amendment and division of applications for registration of industr ial 
designs. 

( 4) The applicant may at any time w ithdraw an application lodged 
under this section. 

(5) The Director General shall accord as the filing date the date of 
receipt of the application provided that at the time of receipt, the 
application fee is paid and the application contains the name of the 
app licant and a graph ic representation of the article embodying the 
indus tria l design. 

(7) Section 63 and 67(2) and (3) shall apply w ith necessary 
modifications in respect o f priority dates and filing of corrections to the 
application. 

(8) T he Director General shall , if satisfied that an application meets the 
requirements of this section and of sections I 09 and 111 , accept the 
application and publish it in the prescribed manner. 
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(9) Any interested person may, within the prescribed time and in the 
prescribed manner, give notice of opposition to the Director General. 

( l 0) Where the Director General establishes that a design application 
does not meet the requirements for registration, the Director General shall 
send the applicant a report setting out the objections to registration and if 
the applicant does not reply to the objections within the prescribed period, 
the application shall be deemed abandoned. 

(1 1) Where an application for registration of an industrial design is 
accepted and published in error, the Director General may publish in the 
journal an indication to that effect and direct that the application be re­
examined. 

( 12) The details of the requirements and procedure under this section 
shall be in a prescribed manner. 

( l 3) The Director General shall, if satisfied that an application meets the 
requirements of this Act, register the industrial des ign and issue a 
certificate of registration to the applicant. 

113. (l)Subject to subsection (2), the duration of the registration 
of an industrial design shall expire at the end of the fifth year 
following the date of the application for registration. 

(2) The registration of a design may be renewed for two further 
consecutive periods of five years upon payment of a prescribed fee. 

(3) The fee for the renewal of registration of an industrial design shall 
be paid within twelve months preceding expiration of the period of 
registration but a grace period of six months shall be allowed fo r the late 
payment of the renewal fee on payment of the surcharge, as may be 
prescribed. 

114. ( l) Where the protection granted to an industrial design has not been 
renewed due to circumstances beyond the control of the owner of 
the design, the latter or any other persons entitled may apply 
designs for its restoration on the payment of the prescribed renewal 
fee, as well as of the surcharge, within a period of one year from 
the date upon which renewal fee was due. 

(2) An application for restoration of registration ofan industrial design, 
together with documents proving payment of the fees and surcharge 
mentioned in subsection ( l ), shall be sent to the Director General and shall 
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contain a statement of the grounds on which the owner or the persons 
entitled consider the restoration justified. 

(3) The Director General shall examine the reasons referred to above 
and shall either restore the design or reject the application if he or she 
does not consider the grounds valid. 

( 4) Restoration shall not entai l extension of maximum duration of the 
industrial design. 

(5) Restored designs shall be published by the Director General in the 
prescribed form. 

115. ( 1 )An application for registration of an industria l design together 
with any drawing, photograph, graphic representation, sample or 
spec imen shall be kept confidential until the application is 
pub! ished in accordance with section I 12. 

(2) Drawings, photographs, other graphic representations, 
samples or specimen of industrial designs shall be kept by the 
Office for a period of eight years after the expiry of the registration 
and may be examined by any interested person on payment of the 
prescribed fee. 

(3) After publication, any person may obtain the official copy of the 
application. 

(4) An appl icant for registration ofan industrial des ign seeking to avail 
himselfoutside Kenya of the priority of his registrat ion before registration 
of the industrial design may obtain an official copy of his or her 
application. 

Publ ication of 16. The Director General shall, in relation to each industrial design 
registered under section 112, publish the details in a prescribed 
manner. 
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(b) importing, offering for sale and selling a product reproducing the 
protected industrial design; or 

(c) stocking of such a product for the purposes of offering it for sale or 
selling it. 

(2) The rights conferred by the registration ofan industrial design shall 
extend only to acts done for industrial or commercial purposes and shall 
not extend to acts m respect of a product embodying the protected 
industrial design after the product has been lawfully imported or sold in 
Kenya. 

(3) The registered owner of an industrial design shall, in addition to 
any other rights, remedies or actions available to him, have the right to 
institute court proceedings against any person who infringes the industrial 
design by performing, without his consent, any of the acts referred to in 
subsection (I) or who performs acts which make it likely that infringement 
will occur. 

(4) Section 85 shall apply, with necessary modifications, with respect 
to industrial design applications or industrial designs registered under the 
Harare Protocol. 

19. ( 1) Rights subsisting in an industrial design may be transferred in 
whole or in part. 

(2) The provisions of sections 88, 89, 90, 9 1, 92, 93, 94, 95, 96 and 97 
shall apply, with necessary modifications, to this Part. 

PART XVI - TECHNOV A TIONS 

20. For the purpose of this Part-

(a) "technovation" means a solution to a specific problem in the field 
of technology, proposed by an employee of an enterprise in Kenya for use 
by that enterprise, and which relates to the activities of the enterprise but 
which, on the date of the proposal, has not been used or actively considered 
for use by that enterprise; 

(b) "employee" and "enterprise" mean the employee and the enterprise 
referred to in paragraph (a), and where several enterprises are owned or 
operated by one person, all such enterprises shall be considered as one 
enterprise; (wrong de finit ion - amend definition) 

(c) "date of the proposal" means the date on which the employee 
makes a request in accordance with section 122; 
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( d) "technovation certificate" means the document issued by the 
enterprise in accordance with section 121 ; 

(e) "technovator" means an employee to whom the enterprise has 
issued a technovation certificate. 

Right to tcchnovation 121. 
certificate 

(l)Subject to subscclion (2), any employee of the enterprise on the 
date of the proposal shall be enlitled to a technovation certificate as 
provided for in this Part. 

(2) Where Lhe duties of an employee comprise the making and 
proposing oftechnovations, he or she shall not be entitled to a tcchnovation 
certificate for any technovation which pertains to the fie ld of activiLies for 
which he o r she is employed, unless the degree of the crealive contribution 
inherent in the technovaLion exceeds that wh ich is normally required of an 
employee hav ing the said duties. · 

(3) Where employees severally request a teehnovation certificate for 
the same technovation, Lhe e mployee who is the first to make Lhe request 
shall be entitled to such certificate. 

(4) Where a request for technovation certificate is made jointly by two 
or more employees, the certificate shall be issued in their jo int names. 

Request for 122. ( 1 )A request for a technovation certificate s igned by the employee 
shall be filed in writing with the enterprise and the enterprise shall 
assis t the employee in fi ling the request and shall issue a receipt to 
him or her acknowledging that a request has been filed and 
indicat ing the date on which it has been filed. 

technovation 
certificate 

Issuance or refusal of 23. 
tcchnovation 

(!)Where the requirements of this Part are satisfied, the enterprise 
shall , within a period of three months from the date of the proposal, 
issue a technovation certificate to the employee. 

certi tic ate 

Use of technovation 

(2) The enterprise may refuse to issue the certificate if it is of the 
opinion that the requirements of this Part have not been satis fied and shall 
notify the employee of the reasons therefor within the time limit prescribed 
in subsection ( I). 

24. ( I) Where the enterprise issues a technovation certi ficatc, it sh al I, at 
the same time, notify the technovator, in writing, whether or not it 
intends to use the technovation. 

(2) Where the decis ion to make use of the technovation depends on 
testing the technovation in practice, the enterprise shall inform the 
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technovator accord ingly and may postpone the notification of its intention 
to use or not to use the technovation by not more than a year from the date 
of the proposal. 

(3) The technovator shall be obliged to assist the enterprise, to the best 
of his ability, in any testing, development or use of the technovation. 

(4) The enterprise shall be obliged to give adequate opportunity to the 
technovator to furnish the assistance referred to in subsection (3). 

(5) Once the technovation certificate has been issued, the technovator, 
shall not communicate his technovation to anyone other than the enterprise 
and shall not use it. 

(6) Where the enterprise declares that it does not intend to use the 
technovation or where the enterprise, having declared its intention to use 
the technovation, does not in fact start using it within six months from the 
issuance of the technovation certificate or the expiration of the time limit 
re ferred to in subsection (2), the technovator shall be exempted from the 
obligations referred to in subsections (3) and (4). 

(7)Despite the generality in subsection (6), the technovator shall have the 
right to communicate his technovation to others on ly to the extent that such 
communication does not entail the communication of any know how or 
other knowledge that has acquired as an employee. 

125. Where the enterprise uses the technovation or 
communicates it to a third person, the technovator shall be entitled 
to a remuneration the amount and method of payment of which 
shall , in the absence of an applicable collective bargaining 
agreement, be fixed by mutual agreement between the tcchnovator 
and the enterprise. 

126. Any contractual provision which ts less favourab le to the 
employees or technovators than the provisions of this part shall be 
null and void. 

27. Any dispute concerning the application of this part shall be 
submitted by any interested party to an arbitration board consisting 
of three members: one member appointed by the employee or 
technovator, one member appointed by the enterprise, and a 
chairman appointed by the two members. The arbitration board 
shall hear interested parties and thereafler deliver its ruling. 

(2) Where the parties fai l to agree on the appointment of the chairman, 
he or she sha ll be appointed by the Resident Magistrate Court having 
jurisdiction in the place where the enterprise is located. 
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(J) An aggrieved party may appeal against the decision of the arbitration 
board to the Tribunal. 

(4) The arb itration board shall determine its own procedures. 

PART XVII- COMMON PROVISIONS:SURRENDER, REVOCATION AND 
INVALIDATION 

Surrender 

Revocatio n or 
invalidatio n 

l 28. ( 1 )A patent, utility model or industrial design registration 
certificate may be surrendered by its owner to the Office. 

(2) The surrender may be limited to one or more claims of the patent 
or utility model or, in the case of industrial designs, one kind of product or 
class of products. 

(J) The surrender shall promptly be recorded in the register and 
published by the Director General and the surrender shal l be effective only 
after it has been published. 

(4) lf a licence has been recorded in the register, surrender shall only 
be registered upon the submission of a declaration by which the licensee 
consents to the surrender, unless the latter has expressly waived this right 
in the licence contract. 

129. ( 1 )Any interested person may institute proceedings instituted 
against the owner o f a patent, or a registered util ity model or 
industrial design or in proceedings instituted agai nst him or her by 
the owner, request the Tribunal to revoke or inval idate the patent, 
utility model or industrial design registration. 

(2) For purposes of thi s section "owner" means holder of patent, utility 
model or industrial design. 

(J) The Tribunal shall revoke or invalidate the registration of the patent, 
utility model or industrial design on any of the following grounds-

(a) that the owner is not entitled under section 56, 57 or 58 of the Act 
to apply for the grant of a patent; 

(b) that the owner is in infringement of the rights of the person filing 
an application for revocation or of any persons under or through whom he 
or she clai ms; 
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(c) that the invention does not relate to an art (whether producing a 
physical effect or not), process, use, machine, manufacture or composition 
of matter which is capable of being applied in trade or industry; 

(d) that the invention is obvious in that it involves no inventive step 
having regard to what was common knowledge in the art at the effective 
date of the application; 

(e) that the invention, in so far as it is claimed in any claim of the 
application is not useful; 

(f) that the invention does not fully describe and ascertain the manner 
in which it is to be performed; 

(g) that the invention does not disclose the best method of performing, 
known to the owner of the invention at the time when the specification was 
lodged at the Office; 

(h) that at the time the application for the grant of the invention was 
filed, the application form or any other documents filed in pursuance of the 
application contained a material m isrepresentation; or 

(i) that the invention is not new in terms of section 49 of the Act. 

(4) An application for revocation or invalidation ofa patent, utility 
model or industrial design shall-
(a) state the grounds on which the applicant intends to rely on in his 
application for revocation or invalidation; and 

(b) be accompanied by-

(i) a statement setting out particulars of the facts alleged in support of 
the said grounds; and 

(ii) proof of service on the owner of notice of filing of the application 
under subsection (1) and (2) and such statement shall be furnished to the 
Tribunal. 

(5) If the owner wishes to contest the application he or she shall, within 
such time as is prescribed or such further time as the Tribunal may allow, 
lodge a counter statement with the interested party setting out particulars 
of the grounds upon which the application is to be contested. 

(6) A copy of any counter-s tatement in terms of subsection (5) shall 
be served by the owner to the interested party. 
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(7) Particulars delivered in terms of this section may from time to time, 
with the leave of the Tribunal, be amended. 

(8) No evidence shall be admitted in proof of any ground on which 
part iculars have not been delivered in terms of this section, except by leave 
of the Tribuna l. 

(9) After receiving an application under subsection ( I) and compliance 
with any other provisions of this section which are appl icable, the Tribunal 
shal I arrange fo r the matter to be heard in the manner prescribed and may 
make such order therein as it deems tit. 

( 10) The Tribunal shall publish the application for revocation or 
inval idation in the Kenya Gazette or in the Journal. 

( 11 ) An aggrieved party may appeal against the decision of the Tribunal 
to the High Court. · 

(l 2) Where the provisions of subsection (2) apply only to some of the 
claims or some parts of a claim of a patent or utili ty model, or some parts, 
ofa registered industrial design, on ly those claims or parts may be revoked 
or invalidated by the Tribunal. 

( 13) The Tribunal may require the owner of the patent, the util ity model 
or the industrial design registration certificate to submit to it fo r the 
purposes of examination, the registration certificate, pub I ications and other 
documents showing the prior art which have been referred to either in 
connection with an application for a title to the patent, the util ity model or 
the industrial design fi led, for the same or essentia lly the same invention 
or d_esign by the owner with any other national or regional industrial 
property office, or in connection with any proceedings relat ing to the 
registration of the patent, uti lity model or the industrial design or other title 
or protection granted upon such application. 

( 14) The notice of the application referred to in subsection (I) shall be 
served on any licensee under the patent, the utility model or the industrial 
design who is entitled to join in the proceed ings in the absence of any 
provision to the contrary in the licence contract. 

(15) Where, before or during the proceedings, it is alleged or it appears 
to the Tribunal that the right to the patent, the uti lity model or the industrial 
design belongs to a person who is not a party to the proceed ings, notice of 
the application referred to in subsection ( I) shall be served on that person 
and such person who shall be entitled to join in the proceed ings. 
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130. ( l)Any revoked or invalidated patent, utility model or 
industrial design or c laim or part of a claim or part of a registered 
industrial design shall be regarded as null and void from the date of 
the grant of the patent or certificate of registration for the utility 
model or the industria l design. 

(2) As soon as the decision of the Tribunal is no longer subject to 
appeal, the Chairman of the Tribunal shall in form the Director General who 
shall register and publish it as soon as possible in the Kenya Gazette or in 
the Journal. 

PART XVlU- lNFRINGEMENT 

131. Subject to sections 47(3) (e), 84, 87(6), 97, 98, 105(4) and 
111 , any act spec ified in section 80 or 118 and performed by a 
person other than the owner of the patent or of the registered utility 
model or industrial design without the owner's authorization, in 
relation to a product or a process fa lling within the scope of a 
validly granted patent or certificate of registration shall constitute 
an infringement. 

132. On the request of the owner of the patent or the registered 
uti lity model or industrial design, the Tribunal shall grant any of 
the fo llowing rel iefs-

(a) an rnJunction to prevent infringement where infringement is 
imminent or to prohibit the continuation of the infringement, once 
infringement has started; 

(b) 

(c) 

(2) 

damages; or 

any other remedy provided for in law. 

133. Subject to subsection (2), any person showing a legitimate 
interest may request the Tribunal to declare that the performance of 
any specific act does not infringe the patent or the registered utility 
model or industrial des ign and the owner and any licensee under 
the patent or the registered utility model or industrial design shall 
have the right to be a party to the proceedings. 

No declaration under subsection ( I) shall be made-

(a) if the acts to which the request relates are already the subject of 
infringement proceedings; or 
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(b) if the person making the request is unable to prove that he has 
previously demanded from the owner a written acknowledgement of the 
lawfulness of the acts referred to and that the owner has refused such 
demand or has failed to reply within fourteen days. 

134. ( l )Any person threatened with infringement proceedings 
who can prove that the acts performed or to be performed by him 
do not constitute infringement of the patent or the registered utility 
model or industrial design may request the Tribunal to grant an 
injunction to prohibit such threats and to award damages for 
financial loss resulting from the threats. 

(2) The mere notification of the existence of the patent, or the 
registered utility model or industrial design registration shall not constitute 
a threat of infringement. 

135. ( l )Any intentional infringement of the patent or the 
registered utility model or industrial design shall constitute an 
offence under this Act. 

(2) Such an offence shall be punishable with a fine of not less than ten 
thousand shillings, and not exceeding fifty thousand shillings, or with 
imprisonment for a term of not less than three years, and not more than five 
years, or with both. (r~view the penalties) 

Presumption of use of l36. 
patented process 

For the purposes of proceedings, other than criminal proceedings, 
in respect of the infringement of the rights of the owner of the 
patent, where the subject matter of the patent is a process for 
obtaining a product, the burden of establishing that an identical 
product was not made by the patented process shall be on the 
alleged infringer, if either of the following conditions is fulfilled-

Legal proceedings by 
licensee 

(a) the product is new; or 

(b) a substantial likelihood exists that the identical product was made 
by the process and the owner of the patent has been unable, through 
reasonable efforts, to determine the process actually used. 

137. (!)Any exclusive licensee within the meaning of section 91(2) 
shall, by registered letter, request the owner of the patent or the 
registered utility model or industrial design to institute legal 
proceedings for a specific relief with respect to any infringement 
specified by the licensee. 
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(2) The licensee may, if the owner refuses or fails to institute the legal 
proceedings within three months from the request, after g iving notice to 
the owne r institute such proceedings in his own name; and the owner may 
jo in in the proceedings. 

(3) Even be fore the end of the three-month period referred to in 
subsection (2), the Tribunal may, on the request of the licensee, grant an 
appropriate injunction to prevent infringement or to prohibit its 
continuation, where the licensee shows that immediate action is necessary 
to avo id substantial damage. 

PART XIX - REGISTRABILITY OF TRADE MARKS 

138. (I ) A trade mark shall be registrable urider this Act on ly where the 
mark is capable of d istinguishing the goods or services o f a person 
in respect of which it is registered or proposed to be registered from 
the goods or services of another person. 

(2) A trade mark shall be cons idered to be capable o f d istingu ishing 
within the meaning o f subsection ( I) if, at the date of the application 
fo r registration, it is inherently capable of so distinguishi ng or it is 
capable of distinguishing by reason of prio r use thereof. 

(3) A trade mark sha ll be considered to be capable of d ist inguishing 
w ithin the meaning of subsection ( I) if it consists of any of the 
following essential particulars-

(a) the name of a company, individual or fi rm; 

(b) the signature of the applicant for registration or some predecessor 
in his bus iness; 

(c) an invented word or invented words; 

(d) a word or words having no direct reference to the character or 
qua lity of the goods, and not being according to its o rdinary signification 
a geographical name or a surname; o r 

(e) any o ther distinctive mark. 

Unregistrable trade 139. ( I )The following trade marks shall not be registrable-
marks 

(a) a mark which-
(i) is not capable of distinguishing w ithin the meaning o f section 138; 



 

The Intellectual Property Bill, 2020 

(ii) a mark which is inherently deceptive or the use of which would be 
likely to deceive or cause confusion or otherwise be disentitled to protection 
in a court of justice, or would be contrary to law or morality, or any scandalous 
design; 

(iii) is similar or identical to an earlier right in particular by virtue of the 
law on copyright or industrial designs; 

(iv) consists exclusively of a sign which may serve, in trade, to designate 
the kind, quality, quantity, intended purpose, value, geographical origin or 
other characteristics of the goods or services, or the mode or time of 
production of the goods or of rendering of the services; 

(v) consists exclusively of a sign or an indication which has become 
customary in the current language or in the bona fide and established practices 
of the trade. 

(b) 

(c) 

(d) 

(e) 

(f) 

(g) 

a mark in relation to which the applicant for registration has no 
bona fide claim to proprietorship; 

a mark in relation to which the applicant for registration has no 
bona fide intention of using it as a trade mark, either himself or 
through any person permitted or to be permitted by him to use the 
mark as contemplated by section 165; 

a mark which consists exclusively of the shape, configuration or 
colour of goods where such shape, configuration or colour is 
necessary to obtain a specific technical result, or results from the 
natllre of the goods themselves; (new ,vording for shape and 
configuration) 

a mark which, on the date of application for registration thereof, 
or, where appropriate, of the priority claimed in respect of the 
application for registration thereof, constitutes, or the essential part 
of which constitutes, a reproduction, imitation or translation of a 
trade mark which is entitled to protection under the Paris 
Convention and the TRIPS Agreement as a well-known trade mark 
within the meaning of section 147 and which is used for goods or 
services identical or similar to the goods or services in question; 

a mark the application for registration of which was made mala 
fide; 

a mark which contains the coat of arms, seal or national flag of 
Kenya or, save with the authorization of the competent authority 
of a the convention country concerned, of any convention country; 

6J) 
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(h) a mark which consists of a container for goods or the shape, 
configuration, colour or pattern of goods, where the registration of 
such mark is or has become likely to limit the development of any 
art or industry; 

(i) a mark which is inherently deceptive or the use of which would be 
likely to deceive or cause confusion, be contrary to law or morality, 
or any scandalous design; 

U) a mark vvhich, as a result of the manner in which it has been used, 
would be likely to cause deception or confusion; (clarify) 

(k) subject to the provisions of section 141, a mark which is identical 
to a registered trade mark belonging to a different proprietor or so 
similar thereto that the use thereof in relation to goods or services 
in respect of which it is sought to be registered and which are the 
same as or similar to the goods or services in respect of which such 
trade mark is registered, would be likely to deceive or cause 
confusion, unless the proprietor of such trade mark consents to the 
registration of such mark; 

(I) subject to the provisions of section 141 and subsection 139 (I) (m), 
a mark which is identical to a mark which is the subject of an earlier 
application by a different person, or so similar thereto that the use 
thereof in relation to goods or services in respect of which it is 
sought to be registered and which are the same as or similar to the 
goods or services in respect of which the mark in respect of which 
the earlier application is made, would be likely to deceive or cause 
confusion, unless the person making the earlier application 
consents to the registration of such mark; 

(m) a mark which is the subject of an earlier application as 
contemplated in paragraph (1), if the registration of that mark is 
contrary to existing rights of the person making the later 
application of registration as contemplated in that paragraph; 

(n) a mark which is identical or similar to a trade mark which is already 
registered and which is well known in Kenya, if the use of the mark 
sought to be registered would be likely to take unfair advantage of, 
or be detrimental to, the distinctive character or the repute of the 
registered trade mark, notwithstanding the absence of deception or 
confusion; or 
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(o) a mark which contains the words "Patent", "Patented", 
"Registered", " Registered Des ign", "Copyright", or "To 
counterfeit this is a forgery", or words to a similar effect. 

(2) Despite the generality in subsection (I) (a) a mark shall not be re fused 
registration by virtue of the prov isions of this section or, if registered, shall not 
be liable to be removed from the Register by virtue o f the said provisions if at 
the date of the application for registration or at the date of an application fo r 
remo va l from the Register, as the case may be, it has in fac t become capable 
o f distinguishing within the meaning o f sect ion 138 as a result o f use made of 
the mark 

(3) Where separate applications are made by different persons within a period 
of thirty days to be registered as proprietors respectively of trade marks that 
are identical or nearly resem ble each o ther, in respect o f the same goods or 
description of goods or in respect of the same services o r descript ion of 
services, the Registrar may refuse to register any of them until their rights have 
been determined by the Tribunal, o r have been settled by agreement in a 
manner approved by the Registrar. 

141. 

140. ( I) A trade mark shall be registered in respect of particular 
goods or services, which sha ll be c lassified in the manner specified in 
subsection (2). 

(2)The goods and services in respect o f which registration of a mark is 
applied for shall be class ified in accordance with the N ice C lassification 
and any figurative elements o f the mark sha ll be c lassified in accordance 
with the Vienna C lassifi cation of the f igurative Ele ments of Marks. 

(3)Despi"te the genera lity in subsection (2) where goods or services 
belongi ng to several classes accord ing to the International Classification 
of Goods and Services have been inc luded in the same application, the 
Registrar shall incorporate the several c lasses of goods and services for 
the purpose of registration. 

( I) In the case of honest concurrent use or of o ther special 
c ircumstances which may make it proper to do so, the Registrar may, 
on application in the prescribed manner, register, subject to such 
conditions and limitations, if any, as he may deem tit to impose, a trade 
mark the registration o f which would o therwise offend against the 
provis ions of section 139 (e), (j), (k) or (n). 

(2)ln the case o f a trade mark which is sought to be removed from the 
Register on the ground that it offends against the provis ions of section 
139 ( e), ( i), (k) o r (n), the Registrar may, in the case o f honest 
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concurrent use or of other special circumstances which make it proper 
to do so, decline to remove the trade mark from the Register. 

Registration subject 142. If a trade mark contains any part not separately registered by 
to a disclaimer the proprietor as a trade mark or contains matter common to the trade 

or to the provision of services of that description or otherwise of a non-
distinctive character the Registrar or the Tribunal, in deciding whether 
the trade mark shall be entered or shall remain on the Register, may 
require, as a condition of its being on the Register-

(a) that the proprietor shall disc laim any right to the exclusive use of 
any part of the trade mark or to the exclusive use of all or any 
portion of any such matter, to the exclusive use of which, the 
Registrar holds him not to be entitled; or 

(b) that the proprietor shall make such other di sclaimer as the Registrar 
may consider necessary for the purpose of defining hi s rights under 
the registration. 

Words used as name 143. ( l )Where a registered trade mark becomes the generic name for any of 
or description of an the goods or services for which it is registered, any person may file an 
article or substance app lication to cancel the registration in the prescribed manner for those 

goods or services. 

(2) Despite the generality in subsection (1), a registered mark shal l not 
be deemed to be the generic name of goods or services solely because 
such mark is also used as a name of or to identify a unique product or 
service. 

(3)Where the registered trade mark contains a word or any other 
element that has become generic, the Registrar may, in deciding 
whether the trade mark shall remain on the Register require that a 
disclaimer be entered in accordance with the provisions of section 142. 

Effect of limitation as 144. (l)A trade mark may be limited in whole or in part to one or more 
to colour, and of specified co lours, and in any such case, the fact that it is so limited 
absence thereof shall be taken into consideration by the Registrar or the Tribunal in 

deciding on the distinctive character of the trade mark. 
(2) Where there is a limitation of colour as provided for under subsection ( I), 
the applicant shall provide a description of the colours, the manner of the 
colour application to the products and where possible, the colour codes. 

(3) If and so far as a trade mark is registered without li mitation of co lour, it 
shall be deemed to be registered for all colours. 
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Regislralion of part 145. (I) Where a person claiming to be the proprietor of several trade marks, 
in respect of the same goods o r description of goods, which, while 
resembl ing each other in the material particulars thereof, yet differ in 
respect of-

of lrade mark and of 
lrade marks as a 
series 

Delens ive 
registration of well­
known trade marks 

(a) statements of the goods in relation to which they are respectively 
used or proposed to be used; 

(b) statements of number, price, quality or names of places; 
( c) othe r matter of a non-d istinctive character which does not 

substantially affect the identity of the trade mark; or 
( d) colour; 

seeks to register those trade marks, they may be registered as a series in one 
registration. 

146. (!)Where a trade mark has become so well known as respects any 
goods in respect of wh ich it is registered and in relation to wh ich it has 
been used that the use thereof in relation to othe r goods would be like ly 
to be taken as indicating a connection in the course of trade between 
those goods and a person entitled to use the trade mark in re latio n to 
the first-mentioned goods, then, notwithstanding that the proprietor 
registered in respect of the fi rst-mentioned goods does not use o r 
propose to use the trade mark in relation to those other goods and 
notwithstanding anything in section 169, the trade ma rk may, on the 
app lication in the prescribed manner of the proprietor registe red in 
respect of the first-mentioned goods, be registered in h is name in 
respect o f those other goods as a defens ive trade mark and, wh ile so 
registered, shall not be I iable to be taken off the Register in respect of 
those goods unde r that sectio n. 

(2) The registered proprietor of a trade mark may apply for the reg istration 
thereof in respect of any goods as a defensive trade mark notwithstanding that 
it is a lready registered in his name in respect of those goods otherwise than as 
a defensive trade mark, or may apply for the registration thereof in respect o f 
any goods otherwise than as a defensive trade mark notwithstanding that it is 
already registered in his name in respect of those goods as a defensive trade 
mark, in lieu in each case o f the existing registrat ion. 

(3) On application by any person aggrieved to the Registrar, the registrati on 
of a trade mark as a defens ive trade mark may be cancelled on the ground that 
the requirements of subsection ( I) arc no longer satisfied in respect o f any 
goods in respect of which the trade ma rk is registered in the name of the same 
proprietor otherwise than as a defensive trade mark, or may be cancelled as 
respects any goods in respect of which it is registered as a defensive trade mark 
on the ground that there is no longer a ny li ke lihood that the use of the trade 
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mark in relation to those goods would be taken as giving the indication 
mentioned in subsection (1 ). 

(4)The Registrar may at any time cancel the reg istration as a defensive trade 
mark of which the re is no longer any registration in the name of the same 
proprietor otherwise than as a defensive trade mark. 

(S)Except as otherwise expressly provided in this section, the provisions of 
this Act shall apply in respect of the registration of trade marks as defensive 
trade marks and of trade marks so registered as they apply in o ther cases. 

147. (!)References in this Act to a trade mark which is entitled to 
protection under the Paris Convention or the TRI PS Agreement as a 
well-known trade mark, are to a mark which is well known in Kenya 
as being the mark of a person who-

(a) is a Kenyan citizen; 
(b) is a national ofa convention country; or 
(c) a person who is domiciled in, or has a rea l and effective industrial or 
commerc ial establishment in, a convention country. 

(2) In determining whether or not a trade mark is well known in Kenya, the 
Registrar shall take into account the factors indicated in the**** Schedule. 

(3) Subject to the provisions of section 172, the proprietor o f a trade mark 
which is entitled to protection under the Paris Convention or the TRIPS 
Agreement as a well-known trade mark, is entitled to restrain by injunction, 
the use in Kenya of a trade mark which is identical or the essential part of 
which is identical or similar to his, in relation to identical or simi lar goods or 
services, where the use is likely to cause confusion among the users of the 
goods or services. 

( 4) A trade mark shall not be registered if that trade mark, or an essential 
part thereof, is likely to impair, interfere with or take unfair advantage of the 
distinctive character of the well-known trade mark. 

PART XX- REGISTRATION OF TRADE MARKS 

148. (1) Any person may, before submitting an application for 
registration of a trade mark, apply in the prescribed manner to the 
Registrar for a advice as to availability of the mark for reg istration. 

(2) Any person claiming to be the proprietor of a trade mark used or 
proposed to be used shall appl y to the Registrar in the prescribed manner 
for registration. 
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(3)Where an applicant's ordinary residence or principal place of business 
is not within Kenya, he shall be represented by an agent. 

(4) Where an applicant's ordinary residence or principal place of 
business is in Kenya, he may be represented by an agent. 

149. ( I ) The Registrar shall examine the appl ication and determine 
whether or not the appl ication complies with the requirements of th is 
Act. 

(2) (a)Where the Registrar fi nds that the requi rements referred to in 
subsection (1) are fulfil led, he shall accept the application, and pub lish it 
in the Journal or Kenya Gazette, in such manner as may be prescribed in 
the Rules. 

(b) Any interested person may within the prescribed period and in the 
prescribed manner, file notice of opposition with the Registrar. 

(J) Once the application has been pub lished and upon expiry of the 
prescribed period, and either-

(a) the registration of the trade mark has not been opposed within the 
prescribed time limit; or 

b) the registration of the trade mark has been opposed and the oppos ition 
1nas been decided in the applicant's favour; 

the Registrar shall, unless the application was accepted in error, register the 
trade mark and the trade mark, when registered, shall be registered as of the 
date_ of the application fo r registration, and that date shall be deemed for the 
purposes of this Act to be the date of registration. 

( 4) Despite the generality of the provisions of subsect ion (3), the date as of 
which a trade mark shall be registered and the date deemed to be the date 
of registration, shall, as respects a trade mark registered under this Act, 
with the benefit of any enactment relating to international arrangements, 
have effect subject to the provisions of that enactment. 

(5) Upon registration ofa trade mark, the Registrar shall issue to the applicant 
a certificate of registration in the prescri bed form. 

(6)Where the Registrar finds that the requirements re ferred to in subsection 
( 1) are not fulfi lled, he or she may refuse or accept absolutely or subject to 
such amendments, mod ifications, conditions or limitations if any, as he or she 
may deem fit. 
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(7)Where the Registrar accepts the application conditionally, he shall invite 
the applicant m writing to correct any error or amend the application 
accordingly, and if the applicant-

(a)does not comply with the invitation within the prescribed time limit, the 
application shall be deemed to be abandoned; or 
(b) complies with the invitation, the provisions of subsections (2), (3) and (5) 
shall apply. 

(8)Where the Registrar refuses or accepts the application conditionally, he 
shall state in writing the grounds of his decision. 

(9)Where registration ofa trade mark is not completed within twelve months 
from the date of the application by reason of defau lt on the part of the 
applicant, the Registrar may, after giving notice of the non-completion to the 
applicant in writing in the prescribed manner, treat the application as 
abandoned unless it is completed within the time specified in the notice. 

( I O)The applicant may at any time, whether before or after acceptance, correct 
any error in connection with the application or amend his application in the 
prescribed manner upon such terms as the Registrar may deem fit. 

(I !)The Cabinet Secretary may prescribe regulations giving effect to this 
section. 

150. (I) A trade mark shall be registered for a period of ten years 
from the date of registration. 

(2) Registration of a trade mark may be renewed in accordance with 
section 166 for further periods of ten years each. 

151. (1) The Registrar shall, on application made by the registered 
proprietor of a trade mark in the prescribed manner and within the 
prescribed period, renew the registration of the trade mark for a period 
of ten years from the date of expiration of the original registration or 
of the last renewal of registration, as the case may be, which date is in 
this section refe rred to as the date of expiration of the last registration. 

(2) At the prescribed time before the date of expiration of the last registration 
of a trade mark, the Registrar shall notify the proprietor in the prescribed 
manner of the date of expiration and the conditions as to payment of fees and 
otherwise upon which a renewal of registration may be obtained, and, if at the 
expiration of the time prescribed those conditions have not been dul y complied 
with, the Registrar may remove the trade mark from the Register, subject to 
such conditions, if any, as to its restoration to the Register as may be 
prescribed. 
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(3) Where a trade mark has been removed from the Register for non-payment 
of the fee for renewal, it shall nevertheless for the purpose of any application 
for the registration of an identical or confusingly similar trade mark, be 
deemed to be existing on the Register for a period of one year from the date 
of removal. 

(4) The Registrar, in deciding whether to approve the application in subsection 
(3), shall consider the following-

(a) that there has been no bona fide trade use or business use of the 
trade mark that has been removed during the two years 
immediately preceding its removal; or 

(b) that no deception or confusion would be likely to arise from the use 
of the trade mark that is the subject of the application for 
registration by reason of any previous use of the trade mark that 
has been removed. 

152. (1) Subject to section (8) ( q) the Office shall maintain a 
Register which may be kept in whole or in part electronically. 

(2) All trade marks in the Register shall be recorded and numbe red in the order 
of registration and in respect of each trade mark-

(a) the representation of the mark and its modifications if any; 
(b) the date of application, publication of the application and registration 

of the trade mark; 
( c) the name, description and address of the proprietor of the trade mark 

and agent if any; 
(d) renewals; 
(e) notifications of assignments and transmissions relating to the trade 

mark; 
(f) the names, addresses and descriptions of all licenses; 
(g) disc laimers, conditions, limitations, and such other matters relating to 

registered trade marks as may be prescribed; 
(h) where applicable, the removal of the trade mark in accordance with 

the provis ions of this Act; and 
(i) any other transaction to be recorded in accordance with the provisions 

of this Act. 

(3) The Register shall be kept under the control and management of the 
Director General and shall at all convenient times be open to the inspection of 
the public, subject to such conditions as the Council may direct. 

(4) The Office may maintain a supplementary register as may be prescribed. 
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PART XXI - EFFECTS OF REGISTRATION OF TRADE MARKS 
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153. No person shall be entitled to institute any proceeding to 
prevent, or to recover damages for, infringement of an unregistered 
trade mark, but nothing in this Act shall be deemed to affect rights of 
action against any person for passing off or the remedies in respect 
thereof. 

154. Nothing in this Act shall entitle the proprietor or a licensee of 
a registered trade mark to interfere w ith or restrain the use by any 
person of an identical or similar trade mark in relation to goods or 
services in relation to which that person or a predecessor in title of his, 
has continuously used that trade mark from a date anterior-

to the use of the first-mentioned trade mark; or 
to the registration of the first-mentioned trade mark, 

whichever is earlier, or to oppose registration of the trade mark upon adducing 
proof of use for that identical or similar trade mark in respect of those goods 
or services under section 141. 

(redralt for c larity) 

155. No registration of a trade mark shall interfere with -

(a) any bona fide use by a person of his own name or of the name of his 
place of business, of any of his predecessors in business; or 

(b) the use by any perso n of any bona fide description of the character or 
quality of his goods or services. 

156. (l)The proprietor of a reg istered trade mark has exclusive 
rights in the trade mark registered in Kenya and any use of the trade 
mark without his consent constitutes infringement as specified m 
section 172. 
(2) The rights of the proprietor have effect from the date of 
Registration, which is the date of filing of the application for 
registration . 

(3)Despite the generality of subsection (2) no infringement 
proceedings may commence before the date on which the trade mark 
is entered in the Register. 

157. (I )A person infringes a registe red trade mark if he uses, in the 
course of trade, a mark which is identical or similar with the trade mark 
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in relation to goods or services which are identical or similar with those 
for which it is registered where-

(a) the mark is identical or similar with the trade mark and is used in 
relation to goods or services identical or similar to those for which the 
trade mark is registered; 

(b) the mark is identical or similar to the trade mark and is used in relation 
to goods or services identical or similar to those for which the trade 
mark is registered, there exists a likelihood of confusion on the part of 
the public, which includes the likelihood of association with the trade 
mark; or 

(c) the trade mark is well known in Kenya and the use of the mark, being 
without due cause, takes unfair advantage of, or is detrimental to the 
distinctive character or the repute oflhe trade mark. 

(2) For the purposes of this section use ofa mark includes­
(a) affixing it to goods or the packaging thereof; 
(b )offering or exposing goods or services for sale, or placing goods or 
services on the market or stocking them for those purposes, or offering 
or supplying services under the mark; 
(c)importing or exporting goods or services under the mark; or 
(d) using the mark on promotional material or in advertising. 

(3) A person who, without the authority of the regis tered proprietor, applies 
a registered trade mark to material intended to be used for labelling or 
packaging goods, as a promotional material, or for advertising goods or 
services, shall be treated as a contributory infringer. 

(4) Nothing in the preceding provisions of this section shall be construed as 
prev~nting the use of a registered trade mark by any person for the purpose of 
identifying goods or services as those of the proprietor or a licensee. 

(5) Despite the generality of subsect ion (4) any such use otherwise than in 
accordance with honest practices in industrial or commercial matters shall be 
treated as infringing the registered trade mark if the use without due cause 
takes unfair advantage of, or is detrimental to, the distinctive character or 
repute of the trade mark. 

158. (l)Where a registered trade mark has been in fringed, the 
Tribunal may grant the proprietor the following remedies-

(a) an injunction; 
(b) an order for removal of the infringing mark from all material and, 

where the infringing mark is inseparable or incapable of being 
removed from the material, an order that all such material be 
delivered up to the proprietor; 
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(c) damages, including those arising from acts performed after 
advertisement of the acceptance of an application for registration 
which, if performed after registration, would amount to 
infringement of the rights acquired by registration; or 

(d) in lieu of damages, a reasonable royalty which would have been 
payable by a licensee for the use of the trade mark concerned, 
including any use which took place after advertisement of the 
acceptance of an application for registration and which, if taking 
place after registration, would amount to infringement of the rights 
acquired by registration . 

(2) For the purposes of determining the amount of damages or reasonable 
royalty to be awarded under this section, the Tribunal may d irect an enquiry 
to be held and may prescribe such procedures for conducting such enquiry as 
it may deem fit. 

(3) Prior to instituting proceedings under this section, the owner of a registered 
trade mark shall give notice in writing of his intention to do so lo every 
licensee in the Register, who shall be entitled to intervene in such proceedings 
and to recover any damages he or she may have suffered as a result of the 
infringement. 

159. (I) A registered trade mark is not infringed by the use of 
another registered trade mark in relation to goods or services for which 
the latter is registered. 

(2) The right lo the use of a trade mark conferred by registration shall 
be subject to any conditions or Jim itations entered on the Register, and 
shall not be deemed to be infringed by the use of any such mark to 
which, having regard to any such limitations, the registration does not 
extend. 

(3) A registered trade mark is not infringed by-

(a) a bona fide use by a person of his own name, the name of his place 
of bus iness, the name of hi s predecessor or place of business, or the 
name of any such predecessor's place of business or address; 

(b) the use of marks indicating the kind, quality, quantity, intended 
purpose, value, geographical origin, the time of production of goods 
or of rendering of services, or other characteristics of goods or 
services; or 

(c) bona fide use of the trade mark where it is necessary to indicate the 
intended purpose of a product or service, in particular, as 
accessories or spare parts. 
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(3) T he use of a trademark under subsection (2) above shall at all times 
be in accordance with honest practices in industrial or commercial 
matters 

160. (l)A registered trade mark is not infringed by the use of the 
trade mark in relation to goods wh ich have been placed on the market, 
whether in Kenya or outside Kenya, under that trade mark, by the 
proprietor of the registered trade mark or w ith his express or impl ied 
consent. 
(2) The provisions of subsection ( I) shall not apply where -

(a) the cond ition of the goods has been changed o r impa ired after 
they have been put on the market; and 

(b) the use of the registered trade mark in relation to those goods has 
caused dilution in an unfair manner of the d istinctive character of 
the registered t rade mark. 

PART XXII- REGISTERED TRADE MARK AS OBJECT OF PROPERTY 

Nature of a registered 
trade mark 

Co-proprietorship of 
a registered trade 
mark 

161. A registered trade mark is a property right obtained by the 
registration of the trade mark under this Act and the proprietor of a 
registered trade mark has the rights and remedies provided fo r under 
this Act. 

162. ( I) Where a registered trade mark is granted to two or mo re 
persons j ointly, each of them is entit led, subject to any agreement to 
the contrary, to an equal undivided share in the registered trade mark . 

(2) Su bject to any agreement to the contrary, each co-proprietor is 
entitled, by himself or his agents, to do for his own benefit and without 
the consent of or the need to accou nt to the other or others, any act 
which would otherw ise amount to an infringement of the registered 
trade mark. 

(3) A co-proprietor may not without consent of the other or others­

(a) grant a licence to use the registered trade mark; or 
(b) assign or charge his share in the registered trade mark o r cause or 

permit securi ty to be granted over the trade mark. 

(4) Infringement proceedings may be brought by any co-proprietor, but 
he may not, without the leave of the Tribunal, proceed with the action 
unless the other, or each of the others, is e ither j oined as a plaintiff or 
added as a defendant. 
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(5) Despite the generality in subsection ( 4), a co-proprietor who is thus 
joined as a defendant shall not be made liable for any costs in the action 
unless he takes part in the proceedings. 

(6) Nothing in this subsection affects the granting of interlocutory relief 
on the application of a single co-proprietor. 

163. ( I) A registered trade mark shall be assignable or transmissible 
on ly by the registered proprietor. 

(2) A registered trade mark is assignable or transmissible either in 
connection with the goodwil I of a business or not. 

(3) An assignment or transmission of a registered trade mark may be 
partial, that is, limited so as to apply in relation to some but not al l of 
the goods or services for which the trade mark is registered. 

(4) The provisions of subsections (2) and (3) shall have the effect of 
an application for registration ofa trade mark as they have effect in the 
case of a registered trade mark subject to success Fu I registration of the 
trade mark. 

(5)Notwithstanding anything in subsections (2), (3) and (4), a trade 
mark shall not be, or be deemed to have been, assignable or 
transmissible in a case in which as a resu lt of an assignment or 
transmission there would in the circumstances subsist, or have 
subsisted, whether under the common law or by registration, exclusive 
rights in more than one of the persons concerned to the use, in relation 
to iden.tical or similar goods or services if, having regard to the 
similarity of the goods or services the use of the trade marks in exercise 
of those rights would be, or have been, likely to deceive or cause 
confusion. 

( 6)(a)The proprietor of a trade mark who proposes to partially assign the 
trade mark shall submit to the Registrar in the prescribed manner a 
statement of case setting out the circumstances. 

(b)Whcre the Registrar is satis fi ed that the proposed partial assignment 
has fulfi lled the condi tions set out in subsection (5), he shall issue a 
certi tic ate to that effect. 

( c) With in six months of the date of issue of the certificate of val idi ty in 
paragraph (b), the pro prietor shall file the appl ication fin the partial 
assignment in the prescribed manner. 
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(7) An application for recordal of an assignment without goodwill shall 
be made upon payment of the prescribed application and publication fees. 

(8) Where a person becomes entitled by assignment or 
transmission to a registered trade mark, he shall make an application to the 
Registrar to register his ti tle in the prescribed manner, and the Registrar shall, 
on receipt o f the application and on proof of title to his satis faction, register 
him as the proprietor of the trade mark in respect of the goods or sc:rvices in 
respect o f which the assignment or transmission has effect, and shall cause 
particulars of the assignmc:nt or transmission to be entered on the Register and 
issue a ccrti ficate of ass ignment. {redraft the sections) 

164. ( I )A registered trade mark may be hypothecated by a deed of 
security or a charge . 

(:!)A registered trade mark may be attached to found or confirm 
jurisdiction for the purposes of any proceedings before the Court or a 
Magistrate and may be attached and sold in execution pursuant to an 
order made thereo[ (clarify and redraft) 

(3)Where a deed of security has been lodged with the Registrar in the 
prescribed manner, the Registrar shall endorse the register to that 
effect and such endorsement shall record the name and address of the 
person in whose favour the deed of security has been granted and the 
nature and duration thereof. 

(4)A deed of security in respect of which an endorsement has been 
made in accordance with the provisions of subsection (3) shall have 
the effect of a pledge of the trade mark to the person or persons in 
whose favou r the deed of security has been granted. 
(5)An assignment or transmission of a registered trade mark in respect 
of which a deed of security has been endorsed in terms of subsection 
(3) shall not, without the written consent of the person in whose favo ur 
the deed of security has been granted, be registered by the Registrar in 
terms of section 163. 

(6)Where the debt or obligation secured by a deed of security in 
respect o f which the regi ster has been endorsed in terms of subsection 
(3) has been discharged, any person may apply to the Registrar in the 
prescribed manner for the removal from the register of an endorsement 
in relation thereto made under subsection (3). 

165. ( I)A registered trade mark, other than defensive trade mark, 
shal l be licensed only by the registered proprietor. 
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(2) A license of a registered trade mark may be exclusive, non-exclusive 
or sole and may apply to some or all of the goods or services for which 
the trade mark is registered. 

(3) The use of a trade mark by a licensee shall be deemed to be use by the 
proprietor thereof for the purposes of section 169, and for any other 
purpose for which such use is material under this Act or at common law. 

(4)Subject to any agreement subsisting between the parties, a licensee 
shall be entitled to request the proprietor to institute proceedings to 
prevent infringement, and, if the proprietor refuses or neglects to do so 
within sixty days after being requested, the licensee may institute 
proceedings for in fringement in his own name, as if he or she were the 
proprietor, making the proprietor a party; and a proprietor who has been 
added as a party shall not be liable for any costs unless he enters an 
appearance and takes part in the proceedings. 

(5)Where the proprietor proposes to license the trade mark, he or she shall 
notify the Registrar in the prescribed manner and sha ll furnish the 
proprietor with a license agrcement-

(a)giving particu lars of the relationship, ex isting or proposed, between 
the proprietor and the proposed licensee, includi ng particulars showing 
the degree of control by the proprietor over the license which their 
relationship will confe r and whether it is a term of their relationship that 
the proposed licensee shall be the sole licensee or that there shall be any 
other restriction as to persons for whose registration as licensees 
application may be made; 
(b)stating _the goods or services in respect of which registration is 
proposed; 
{c) stating any conditions or restrictions proposed with respect to the 
characteristics of the goods or services, to the mode or place of permitted 
use or to any other matter; and 
{d) stating whether the license is to be for a period or without limit of 
period, and if fo r a period the duration thereof, and with such further 
documents, information or evidence as may be prescribed or by the 
Registrar. 

(6) Where the requirements of subsection (5) have been complied with and 
the Registrar is sati sfied that in all the circumstances the use of the trade 
mark in relation to the proposed goods or services or any of them by the 
proposed licensee subject to any conditions or restrictions which the 
Registrar deems proper would not be contrary to the public interest, the 
Registrar may register the proposed license and issue a certificate to that 
effect. 
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(7) The Registrar may take steps for securing, solely, the information give n 
for the purposes of an a ppl ication under this section. 

(8)Without prejudice to the provisions of sectio n 170 the registration o f a 
license may be-

(a) varied by the Registrar as regards the goods o r services in respect of 
which, o r any cond itions o r restr ictio ns subject to which, it has e ffect, on 
the application in writing in the prescribed manner o f the registered 
pro prieto r of the trade mark to whic h the registration relates; 
(b) cancelled by the Registrar on the application 111 w riting 111 the 
prescribed manner o f the proprietor, the licensee, any o ther I icensee o f the 
trade mark or any person o n any of the fol lowing grounds-

(i) that the licensee has used the trade mark otherwise than by way of the 
license, or in such a way as to cause, or to be likely to cause, deception or 
confus ion; 
( ii) that the proprie tor o r the I icensee misrepresented, or fa iled to 
disclose, some fact materia l to the application for the registration, or that 
the circumstances have materially changed s ince the date or the 
registratio n; or 
( iii)that the registration of the license ought not to have been e ffected 
having regard to rights vested in the appl icant by virtue of a contract in the 
performance of which the applicant is interested. 

(9) The Registrar shall ca use the notification o f the registrat ion ofa pe rson 
as a licensee to any other licensee of the trade m ark. 

( I 0) Pursua nt to an application under subsection (8), the Registrar sha ll 
c~usc the notification of the applicatio n to the registered proprietor and 
each licensee, not being the applicant, of the trade mark, and to a ny person 
to whom such an applicatio n is notified and who intervene in the variation 
or cancellation proceedings an opportunity o f being heard. 

( 11 ) The Registrar may at any time cancel the registration ofa licence ofa 
trade ma rk in respect o f any goods or services in respect of w hich the 
trade mark is no longe r registered . 

( l2)Nothing in this section shall confer on a licensee o f a trade mark any 
ass ignable or transmiss ible right to the use thereo f. 

166. ( l)Where unde r thi s Act use of a registered trade mark is 
required to be proved for a ny purpose, the T ribunal or the Reg istrar 
may, if and so far as the Tri bunal or the Registrar deems right, accept 
use o f a trade mark with additions or alterations not substantia lly 
affecting its identity, as an equivalent fo r the use requ ired to be proved. 

~ 



 

Use of trade mark for 
export trade 

The Intellectual Property Bill, 2020 

(2) The use of the whole of a registered trade mark shall for the 
purposes of this Act be deemed to be also a use of any registered trade 
mark, being a part thereof, registered in the name of the same 
proprietor by virtue of section 145 (1). 

167. The application in Kenya of a trade mark to goods to be 
exported from Kenya, and any other act done in Kenya in relation to 
goods to be so exported or services to be performed outside Kenya 
which, if done in relation to goods to be sold or otherwise traded in 
Kenya or services to be performed within Kenya would constitute use 
of a trade mark therein , shall be deemed to constitute use of the trade 
mark in relation to those goods or services for any purpose for which 
such use is material under this Act or at common law. 

PART XXIII-SURRENDER, RECTIFJCATION AND CORRECTION OF REGISTER 
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168. ( 1 )A proprietor may surrender a registered trade mark 111 

respect of some or all of the goods or services for which it is registered. 

(2)The Cabinet Secretary may make rules for the surrender of a 
registered trade mark and for protecting persons with rights in the 
registered trade mark. 

169. ( I )Subject to the provisions of section 146, a registered trade 
mark may be removed from the register in respect of any of the goods 
or services in respect of which it is registered on application by any 
person aggrieved to the Registrar, on the ground that either-

(a) the trade mark was registered without any bona fide intention to 
use in relation to those goods or services by him, and that there has 
in fact been no bona fide use of the trade mark in relation to those 
goods or services by any proprietor thereoffor the time being up 
to the date one month before the date of the application; or 

(b) thirty days before the date of the application, a continuous period 
of five years or longer elapsed during which there was no bona fide 
use thereof in relation to those goods or services by any proprietor 
thereof for the time being. 

(2)Despite the generality in subsection (I), except where the applicant 
has been permitted under section 141 to register an identical or similar 
trade mark in respect of the goods or services in question or where the 
Registrar is of the opinion that he or she might properly be permitted 
so to register such a trade mark, the Registrar may refuse an 
application made under subsection (I) (a) or (b) in relation to any 
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goods or services, if it is shown that there has been, before the relevant 
date or during the relevant period as the case may be, bona fide use of 
the trade mark by any proprietor thereof for the time being in relation 
to-

(i) the services of the same description; or 
(ii) goods associated with those services or services of that description, 
being services, or as the case may be, goods in respect of which the trade 
mark is registered. 

(3) Where in relation to any goods or services in respect of which a trade mark 
is registered-

(a) the matters referred to in subsection (I) (b) are shown so far as regards 
non-use of the trade mark in relation to goods or services to be sold, or 
otherwise traded in, in a particular place in Kenya, otherwise than for 
export, or in relation to goods or services to be exported to a particular 
market; and 

(b) a person has been permitted under section 7 to register an identical or 
similar trade mark in respect of those goods or services under a registration 
extending to use in relation to goods or services to be sold, or otherwise 
traded in, or services to be performed in that place, otherwise than for 
export, or in relation to goods or services to be exported to that market, or 
the Registrar is ofopinion that he might properly be permitted so to register 
such a trade mark, on application by that person to the Registrar, the 
Registrar, may impose on the registration of the first-mentioned trade mark 
such limitations as the Registrar deems proper for securing that the 
registration of the first-mentioned trade mark shall cease to extend to the 
lc1st-mentioned use. ( confirm new section) 

(4) An applicant shall not be entitled to rely for the purposes of subsection 
(1) (b), or for the purposes of subsection (3), on any non-use ofa trade 
mark that is shown to have been due to special circumstances or in 
relation to particular services and not to any intention to abandon the 
trade mark to which the application relates. 

170. ( l)Any person aggrieved by an omission from the register of 
an entry, or by any entry made in the register without sufficient cause, 
or by any entry wrongly remaining on the register, or by any error or 
defect in any entry in the register, may apply in the prescribed manner 
to the Registrar, the Registrar may make such order for making, 
expunging or varying the entry as the Registrar may deem fit. 
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(2) The Registrar may in any proceeding under this section decide any 
question that it may be necessary or expedient to decide in connection 
with the rectification of the register. 

(3) Any order of the Tribunal rectifying the register shall direct that notice 
of the rectification shall be served on the Registrar, and the Registrar shall 
on receipt of the notice rectify the register accordingly. 

171. (l)The Registrar may, on request by the proprietor 111 the 
prescribed manner-
(a) correct any error in the name, address or description of the 

registered proprietor of a trade mark; 
(b) enter any change in the name, address or description of the person 

who is registered as the proprietor of a trade mark; 
(c) cancel the entry ofa trade mark on the register; 
( d) strike out any goods or services or classes of goods or services, as 

the case may be, from those in respect of which a trade mark is 
registered; 

(e) enter a disclaimer or memorandum relating to a trade mark which 
does not in any way extend the rights given by the existing 
registration of the trade mark; or 

( f) correct any other error. 

(2)The Registrar may, on request made in the prescribed manner by a 
licensee of a trade mark, correct any error, or enter any change, in the 
name, address or description of the license. 
(3)Where the Registrar is of the considered view that a trade mark was 
entered on the Register in error, the Registrar may, on his own motion 
cancel the entry of the trade mark on the register and record the reasons 
for such a .decision accordingly . 
. (4) Where the Registrar's action under this section is likely to adversely 
affect the proprietor, the Registrar shall give that person an opportunity 
to be heard. 

172. (l)A proprietor of an earlier trade mark, who has acquiesced 
for a continuous period of three years in the use of a registered trade 
mark in Kenya, being aware of that use, shall cease to be entitled, on 
the basis of that earlier trade mark-

(a) to apply for a declaration that the registration of the latter trade 
mark is invalid; or 

(b) to oppose the use of the latter trade mark in relation to the 
goods or services in relation to which it has been so used, 
unless the registration of the latter trade mark was applied for 
in bad faith. 
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(2) Where subsection (1) applies, the proprietor of the latter trade mark 
shall not be enti tled to oppose the use of the earl ier trade mark 
notwithstanding that the earlier trade mark, may no longer be invoked 
against his latter trade mark. 

173. ( 1 )The registered proprietor of a trade mark may apply in the 
prescribed manner to the Registrar for leave to add to or alter the trade 
mark in any manner not substantially affecting the identi ty thereof: and 
the Registrar may refuse leave or may grant it on such terms and 
subject to such limi tations as he or she may deem fi t. 

(2) The Registrar may cause an application under thi s section to be 
published in the Journal, in such prescribed manner, in any case where 
it appears to him that it is expedient so to do, and where he does so, if 
withi n the prescribed time from the date of the pub lication any person 
gives notice to the Registrar in the prescribed manner of opposition to 
the application, the Registrar shall, after hearing the parties if so 
required, decide the matter. 

(3) Where leave under this section is granted, the trade mark as altered 
shall be published in the Journal, in such manner as may be prescribed 
in the Rules made under this Act. 

PART XXIV- CERTIFICATION AND COLLECTIVE TRADE MARKS 

Certi fication trade 
marks 

174. ( I )A mark capable of distinguishing, in the course of trade, goods or 
services certified by any person in respect of kind, quality, quantity, 
intended purpose, value, geographical origin or other characteristics of 
the gooi:ls or services, or the mode or time of production of the goods 
or of rendering of the services, as the case may be, from goods or 
serv ices not so certified, shall, on application in the prescribed manner, 
be registered as a certification trade mark in respect of such goods or 
services, in the name, as proprietor thereof, of that person. 

(2)Despite the generali ty in subsection ( 1 ), a mark may not be so 
registered in the name of a person who carries on a trade in the goods 
or services in respect of which registration is sought. 

(3) Geographical names or other indications of geograph ical origin 
may be registered as certification trade marks. 

(4) Subject to the provisions of th is section, the provisions of this Act 
shall, except in so far as is otherwise provided, and in so far as they 
can be applied, apply to a certification trade mark. 
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(5) The provisions of the**** Schedule shall have effect with respect 
to the registration of a mark under this section and to marks so 
registered. 

175. (l)A mark capable of distinguishing, in the course of trade, 
goods or services of persons who are members of any association from 
goods or services of persons who are not members thereof, shall, on 
application in the manner prescribed and subject to the provisions of 
this section, be registered as a collective trade mark in respect of such 
goods or services in the name of such association as the proprietor 
thereof. 

(2) Geographical names or other indications of geographical origin 
may be registered as collective trade marks. 

(3) Subject to the provis ions of this section, the provisions o f this Act 
shall, except in so far as is otherwise provided, and in so far as they 
can be applied, apply to a collective trade mark. 

(4) The provisions of the ****** Schedule shall have effect with 
respect to the registration of a mark under this section and to marks so 
registered. 

PART XXV - REGIONAL AND INTERNATIONAL APPLICATIONS 

Marks registered 
under the Banjul 
Protocol, the Madrid 
Agreement and 
Protocol. 

Rules regarding 
regional and 
international 
aoolications 

176. lnthisPart-

"The Banjul Protocol" means the Banjul Protocol on Marks within the 
Framework of .the African Regional Intellectual Property Organization of 
1993; 

"International Bureau" means the International Bureau of the World 
Intellectual Property Organization of 14th July, 1967; 

"the Madrid Agreement" means the Agreement relating to International 
Registration of Marks of April I 891; 

" the Madrid Protocol" means the Protocol relating to the Madrid Agreement 
of 27th June 1989; 

"international trade mark" means a trade mark which is protected in Kenya 
under the Madrid Agreement and the Madrid Protocol. 

177. (!)The Cabinet Secretary may, make appropriate Rules to give 
effect, in Kenya, to the provisions of the Banjul Protoco l, and the 
Madrid Agreement and the Madrid Protocol, as applicable. 
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(2) The Rules referred to in subsection (I) may, in particular, provide 
for-
(a) the filing of applications for international registration of marks 

through the Office; 
(b) the procedures to be followed where the basic appli cation in Kenya 

fails or ceases to be in fo rce; 
(c) the communication of information to ARIPO or the International 

Bureau; and 
(d) the payment of fees in respect o f app lications for regional or 

international registration and renewals. 

178. ( I )The provisions of this Act with respect to opposition and 
expungement proceedings shall apply to regional and international 
trade marks. 

(2) A trade mark in respect of which Kenya is a des ignated state, 
registered by virtue of the Banjul Protocol or Madrid Agreement and 
Protocol shall have the same effect and enjoy the same protection in 
Kenya, as a trade mark registered under this /\ct. 

179. ( l)The Office shall act as a receiving office, for the purposes 
of til ing an application under the Banjul Protocol, where a regional 
app lication is filed with it and the applicant is a national or a resident 
of Kenya. 

(2) Where there is a conflict between the prov isions of th is Act and the 
provisions of the Banjul Protocol on Marks, this Act shall prevail. 

PART XXVI- POWERS AND DUTIES 01<' REGISTRAR 

180. Any person may apply tn the prescribed manner to the 
Registrar for advice as to whether or not a trade mark appears to the 
Registrar prima facie to be inherently adapted to distinguish, or 
capable of d istinguishing, as the case may be. 

181. Where any discretionary or other power is given to the 
Registrar by this Act or the Rules, he or she shall not exercise that 
power adversely to the applicant for registration or the registered 
proprietor of the trade mark in question without, giving to the appl icant 
or registered proprietor an opportunity of being heard. 

182. (l)In all proceedings before the Registrar under this Act, the 
Registrar shall have power to award to any party such costs as he may 
consider reasonable, and to direct how and by what parties they are to 
be paid, and any such order may, by leave of the Tribunal thereof, be 
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enforced in the same manner as a judgment or order of the Court to the 
same effect. 

(2) The Chief Justice may make rules in regard to the amount of and 
generall y as to costs. (clarify) 

183. (I )Any party to legal proceedings before the Registrar may, at 
any stage in the proceedings, apply for security for costs in the 
prescribed manner. 

(2)The Registrar may make an order for security for costs if satisfied, 
having regard to all circumstances of the case that it is just to make 
such an order and one or more of these conditions are fulfilled-
(a) the party neither resides nor carries on business in Kenya and 
there is reason to believe that he will be unable to pay the costs if 
ordered to do so; 

(b) the party has changed the address or name since the 
proceedings commenced with a view to evading the consequences of 
I itigation; 

(c) the party has taken steps in relation to his assets that would 
make it difficult to enforce orders for costs against him; or 

(d) there is reason to believe that the party will be unable to pay 
the costs. 

(3) Where the Registrar makes an order fo r security for costs, he or she 
will determine the amount of security and direct the manner in which 

. the security shall be given. 

( 4)The party seeking security under this section shall specify the amount 
sought, supported by a taxable bill of costs for work completed up to the 
date of request and foreseeable costs. 

PART XX - LEGAL PROCEEDINGS AND APPEALS 

184. In all legal proceedings relating to a registered trade mark, 
including applications under section 170, the fact that a person is 
registered as proprietor of the trade mark shall be prima facie evidence 
of the validity of the original registration of the trade mark and of all 
subsequent assignments and transmissions thereof. 

~ 
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185. In any legal proceedings where the proprietor of a trade mark 
is required to prove that the trade mark is valid ly on the Register, the 
proprietor shal l obtain a certificate for use in legal proceedings from 
the Registrar in the prescribed manner. 

186. In all proceedings before the Tribunal under this Act, the costs 
awarded to the Registrar shall be in the discretion of the Tribunal. 

187. ( l) [n any proceeding under this Act before the Registrar, 
evidence shall be given by statutory declaration in the absence of 
directions to the contrary, but, in an y case in which the Registrar deems 
it right so to do, he may take oral evidence in lieu of or in addition to 
evidence by statutory dec laration. 

(2)Any such statutory declaration may in the case of appeal be used 
before the Court in lieu of evidence by affidavit, but if so used shal l 
have all the incidents and consequences of evidence by affidav it. 

(3)1n case any part o f the evidence is taken viva voce, the Registrar 
shall, in respect o f requiring the attendance o f witnesses and taking 
evidence on oath, as court of competent jurisdiction. 

PART XII - GENERAL PROVISIONS FOR TRAD EMARKS 

Search on the 
Register 

Not ici: prior to tiling 
opposi tion or 
cxpungcmcnl 
pw,ccc.lings 

Recognition of 
agents. 

188. Any person may request the Registrar in a prescribed manner 
to cause a search to be made in respect of specified goods and services 
to ascertain whether any mark is on record that resembles a trade mark 
provided by the person. 

189. ( l)Whae a party intends to fil e opposition or e.xpungement 
proceedings, he or she shall. within thirty days give a notice in writing 
to the applicant or proprietor, as the case may be. to afford the applicant 
or the proprietor an oppo11unity to withdraw or surrender the 
appl ication or trade mark respectively. (redraft tht: 30 day period) 

(2) Where a party does not give notice in accordance with subsection 
( 1 ). the Registrar, in dec iding ,vhether or not costs should be awarded 
to the applicant or propriet0r, shal I consider whether proceed ings 
might have been avo ided if reasonable notice had been given. (use of 
expungement; replace reasonable notice) 

190. (!)Where by this Act any act has to be done by or to any person in 
connect ion with a trade mark or proposed trade mark or any procedure 
relating thereto, the act may, under and in accordance with the Ru les, 
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be done by or to an agent of that person duly authorized m the 
prescribed manner. 

(2) A person shall be qualified to act as a trade mark agent if such person­
(a) is a Kenyan citizen; and 
(b) is an advocate of the High Court of Kenya and admitted to practice 
under the Act in the prescribed manner; or 
(c)is admitted to practise as an agent before the Office in accordance 

with the provisions of this Act. 

191. (!)Where any person has registered or has applied for registration ofa 
trade mark in a convention country, that person or his legal 
representative or assignee shall be entitled to registration of his trade 
mark in priority to other applicants and that registration shall have the 
same date as the date of application for protection in the convention 
country on condition that the application for registration is made within 
six months from the date of the application for protection in the 
convention country. 

(2) Despite the generality in subsection ( 1 ), nothing in this section shall 
entitle the proprietor of a trade mark to recover damages for 
infringement on the trade mark prior to the actual date on which the 
trade mark is registered in Kenya. 

PART XVIII - PROTECTION OF GEOGRAPHICAL INDICATIONS 

192. ( I )Protection under this Act shall be available regardless of whether a 
geographical indication has been registered or not. 

(2) If a geographical indication is registered under Part *** of this Act, the 
registration shall be sufficient proof that, that indication is a geographical 
indication within the meaning of section 2. 

(3) The protection under subsection (I) shat I be available against a 
geographical indication which, although true as to the territory, region or 
locality in which the products originate, falsely represents to the public that 
the products originate in another territory, region or locality. 

193. In the case of homonymous geographical indications, protection shall 
be accorded to each indication subject to section 193(3). 

(2) The Registrar shall, for the purposes of subsection( 1 ), determine the 
practical conditions under which the homonymous indications shall be 
differentiated from each other, taking into account the need to ensure 
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equitable treatment of the producers concerned and that consumers are not 
confused or deceived. 

(3) The procedure under this section shall be prescribed in the Regulations. 

(4) For the purposes of thi s section "homonymous geographical indication" 
means an indication for the same product that has the same spelling as, or 
sounds the same as-

(a) a registered geographical indication for the same products hav ing a 
different geographical origin; 
(b) a geographical indication for the same product having a different 
geographical origin for which an application fo r registration under section 197 
has been made; or 
(c) a non - registered geographical indication fo r the same products having a 
different geographical origin. 

194. ( 1 )The following may not be protected as geographical 
indications-

(a) indications which are contrary to public order or morality; 
(b) indications wh ich are contrary to public interest, in particular national 
security, nutrition, health, environmental conservation, or the development of 
other vital sectors of the national economy; 
(c) ind ications which are not protected or cease to be protected in their country 
of origin, or which have fallen into disuse in that country; 
(d) indications wh ich confuse or deceive the public as to the characteristics, 
nature, quality, place of origin, process of producti on or the use of the product; 
(e) indications ~ hich have become generic; 
( f) indications which are similar or identical to we ll known-marks; or 
(g) indications which conflict with the name of a plant variety or an animal 
breed and which are likely to deceive or cause confusion. 

(2)For the purposes of subsection I (t), a generic indication means an 
indication which, although relating to the territory, region or loca lity where 
the products were originally produced, has lost its original meaning and has 
become the common name of such products and serves as a des ignation for 
or indication of the kind, nature, type or other property or characteristic of the 
product. 

PART XIX- REGISTRATION OF GEOGRAPHICAL INDICATIONS 

195. ( I )An application fo r registration of a geographical indication shall 
be filed with the Registrar. 

(2) An application under this section may only be tiled by-
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(a) legal entities carrying on activities as producers in the geographical area 
specified in the application, with respect to the products specified in the 
application; 
(b) a group of representative producers; or 
(c) in respect to indications with a national character, any competent authority. 

(3) An applicant for a geographical indication may be represented by an agent. 

196. (l)The application in section 195 shal l specify-

(a) the name of applicant; 
(b) the geographical indication for which registration is sought; 
(c) the products for which the geographical indication is used; 
( d) the delimitation of the geographical area to which the geographical 
indication applies; 
(e) the quality, reputation or other characteristic of the product attributable to 
its geographical origin; 
(f) the authorities or entities verifying compliance with the provisions of the 
requirements under this Act and the Regulations made thereunder; 
(g) where applicable, any trade mark to be used alongside the indication; and 
(h) any other matter that may be prescribed in the Regulations. 

(2) The application shall be accompanied by-
(a) the internal rules governing the management of the geographica l 
indication; and 
(b) a summary of the application as prescribed in the Regulations. 

(3) The application sha ll be subject to payment of the prescribed fees. 

(4) The details of the requirements with which the application shall comply 
shall be prescribed in the Regulations. 

197. 

198. 

For purposes of this Act, the Cabinet Secretary shall des ignate the 
competent authorities or entities respons ible for controls in respect of 
the geographical indication. 

(l)The Registrar sha ll examine whether or not the application 
complies with the provisions of section 195, 196 (2) and 197 and 
where the Registrar finds that such conditions are fulfilled, shall 
accept the application, and publish it in accordance with subsection 
(3) . 

(2) Any interested person may within the prescribed period and in the 
prescribed manner, give notice of opposition of a geograph ical indication to 
the registration. 

f1J) 
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(3) Once the application has been published and upon expiry of the prescribed 
period for giving the notice of opposition, and either the registration of the 
geographical indication has not been opposed within the prescribed time limit 
or the registration of the geographical indication has been opposed and the 
opposition has been decided in the applicant's favour, the Registrar shall 
register the geographical indication, issue the certificate and cause the fact of 
the registration published in the Journal. 

(4) Where the provisions of subsection (1) are not fu lfill ed, the Registrar 
may-

(a) invite the applicant to correct any error or amend the application, with in a 
spec ified period and, if the applicant fa ils to comply with such invitation, the 
application shall be deemed to be abandoned; 
(b) refuse the application, and pub lish a notice to that effect, together with 
reasons for the refusal, in the Journal or the Kenya Gazette. 

(5) The Cabinet Secretary may make regulations for the better implementation 
of this section. 

I 99. ( 1) The applicant shall be the administrator of the geographical 
ind ication upon the registration thereof. 

(2) The responsibility of admin istration of the geographical indication may be 
transferred from one entity to another. 

(3) A trans fer that occurs as provided for under subsection (2) shall be notified 
to the Registrar in the prescribed manner and shall be recorded accordingly. 

( 4) The Cabinet Secretary may make regu lations for the better implementation 
of this section. 

200. A registered geographical indication shall be protected under this Act 
as long as the specific characteristics, quality or reputation wh ich are 
the basis of the grant of the registration exist. 

201. (1 )In order to mai ntain the registration of a geographical indication, a 
maintenance fee shall be paid every five years in advance to the Office 
in the manner prescribed in the Regu lations under this Act. 

(2) Where the maintenance fee is not paid in accordance with the provisions 
of this section, the registration shall lapse. 

(3) Notwithstanding that the registration of the geographical indication has 
lapsed under this section, the geograph ical indication shall continue to be 
protected in accordance with the provisions of sections 193( I) and 2 IO of this 
Act. 
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() )Only producers carrying out their activity in the geographical area 
specified in the Register shall have the right to use a registered 
geographical indication, in the course of trade, with respect to the 
products specified in the Register, provided that such products possess 
the quality, reputation or other characteristic specified in the Register. 

(2) Notwithstand ing the provisions of subsection (I ), the administrator may 
authorize any other person in the value chain of the product to use such 
geographical indication in the course of trade. 

(3) Upon application in the prescribed manner, the Registrar may direct an 
administrator to adm it any producer complying with the requirements of the 
geographical indication . 

203. ( l)Upon regis tration of a geographical indication, the labell ing 
of the geographical indication product shall include the identification 
of the product as a "registered geographical indication." 

(2) The identification provided fo r under subsection ( I) shall be indicated by 
using a label in the manner prescribed in the Regulations. 

C hange 0f Particulars 204. ( l )Any change of particulars prov ided for under section 9 shall be 
recorded in the Register upon payment of the prescribed fee in the 

Cancellation a nd 
rcctilication o f 
Registe r 

9 man ner prescribed in the Regulations. 

(2) Where the change is in respect of part icu lars in section 9( I ), the provisions 
or section I I shall apply wi th necessary modifications. (-:lauses are 
contradicting) . 

205. ( !)Any interested person or any competent authority may req uest the 
Tribunal to order-

(a) the cancellation of a registration of a geographical indication on the ground 
that-
(i) the indication does not quali fy for protection as provided for under this 
Act, 

(ii) the indication was registered without any bona fide intention on the part 
of the admin istrator that it shou ld be used in relation to those products by the 
administrator, and that there has in fact been no bona fide use of the 
geographical indication in relation to those products by any person thereo f for 
the time being up to thirty days before the date of the application; or 

(iii) up to thi rty days befo re the date of appl ication, a continuous period of 
fi ve years or longer elapsed during which the geographical indication was 
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registered and during which there was no bona fide use thereof in relation to 
those products by any person thereof for the time being; or 

(b) the rectification of a registrat ion or geographical indication on the ground 
that the geographical area specified in the registration does not correspond to 
the geographical indication. 

(2) The Cabinet Secretary may make regulations for the implementation of 
this section. 

(3) Upon the final decision of the Tribunal, the Tribunal shall inform the 
Registrar, who shall enter the decision in the Register and publish it as soon 
as possible in the Journal or in the Kenya Gazette. 

206. (1 )The Registrar shall maintain a register in which all geographical 
indications registered under this Act shall be recorded and numbered 
in the order of registration and in respect of each geographical 
indication -

(a) the application for registration and its modifications if any; 
(b) the date of publication of the application and registration of the 
geographical indication; 
(c) the name and address of the administrator of the geographical indication; 
(d) the internal rules govern ing the management of the geographical 
indication; 
(e) the authorized users of the geograph ical indication; 
(f) where applicable, the lapse of the geographical indication for non­
payment of maintenance fees; and 
(g) any other trnnsaction to be recorded in accordance with the provisions of 
this Act. 

(2) The register maintained under subsection (I) shall be divided into three 
parts-
(a) indications registered under the Act; 
(b) indications registered pursuant to multilateral agreements; and 
(c) indications registered pursuant to bilateral agreements. 

(3) Any person may search, inspect, obtain extracts or apply for copies of the 
records maintained by the Registrar upon fulfillment of the conditions and 
payment of the prescribed fees. 

207. ( !)The Registrar may, on his or her own motion or upon request by 
the administrator of a geographical indication in the prescribed 
manner-
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(a) correct any error in the name, address or description of the registered 
administrator of a geographical indication; 

(b) enter any change in the name, address or description of the person or entity 
registered as the administrator of a geographical indication; or 

(c) correct any other error as may be requested. 

208. ( I )Any interested party may institute proceedings in the Tribunal to 
prevent the use of the geographical indication in respect of -

(a) identical or similar products not originating in the place indicated by the 
designation in question; 
(b) identical or similar products in non-compliance with the requirements of 
a registered geographical indication; or 
(c) other products not originating in the place indicated by the designation in 
question, in a manner which is likely to deceive or cause confusion as to the 
geographical origin of the product or exploits the reputation of a 
geographical indication. 

(2) The protection afforded by subsection (I) shall also apply where the true 
origin of the product is indicated or where the geographical indication is used 
in translation or is accompanied by terms such as 'kind', 'type' 'style', 'way', 
'imitation', 'method' or other analogous expressions, and the use or evocation 
of graphic symbols which may lead to deception or confusion. 

(3) Geographical indications shall be protected against consumer as to the 
true geographical origin of the product. 

(4) Any interested party may institute proceedings in the Tribunal to prevent 
the use of-

(a) incorrect indications of source ofa product, or designations which may be 
con fused with incorrect indications of the source; 

(b) names, addresses or trade marks in relation to trade marks or services of a 
different origin where there could be deception or confusing ; or 

(c) any other practice liable to confuse or deceive the consumer as to the true 
geographical origin of the products. 

(5) The Tribunal may grant the following relief-

(a) an injunction to prevent infringement where infringement is imminent or 
to prohibit the continuation of the infringement, once infringement has 
started; 
(b) damages; or 
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(c) any other remedy provided for in law. 

(6) No proceedings shall be instituted, to prevent, or to recover damages for, 
the infringement of an unregistered geographical indication 

(7) Notwithstanding subsection 6, nothing in this Act shall be deemed to affect 
the rights of action against any person for passing off the geographical 
indications products of another person or the remedies in respect thereof. 

209. ( I )The Registrar may, on his or her own motion or at the request of 
any interested party, after hearing all the parties concerned, refuse or 
invalidate the registration of trade mark which contains or consists of 
a geographical indication with respect to goods not originating in the 
territory, region or locality indicated, if use of the indication in the 
trade mark fo r such goods in Kenya is of such a nature as to be I ikely 
to deceive or cause confusion as to the true place of origin . 

(2) The Cabinet Secretary may make regulations for the better implementation 
of th is section. 

210. (!)Notwithstanding any other provision o r this Act, the use of an 
already registered trade mark which is identical or similar to a 
geographical indication which is registered under this Act may 
continue for a period of two years after such registration after which 
the provisions or section 211 shall apply. 

211. Notwithstanding the provisions of this Act, thi s Act shall in no way 
prejudice the right of any person to use, in the course of trade, that 
person'~ name or the name of that person's predecessor in business, 
except where the name is used in a manner likely to deceive or cause 
confusion. 

212. Where any discretionary or other power is given to the Registrar by 
this Act or the Regulations, the Registrar shall not exercise that power 
adversely towards any party without giving the party an opportunity 
of being heard . 

1213. ( 1 )Upon request in the prescribed manner, any person may apply to 
the Registrar for extension of time for doing any act or taki ng any 
proceedings under this Act or Regulations made thereunder. 

(2) The extension may be granted, though the time for doing the act or taking 
the proceedings has expired. 

214. Where a matter is required to be published under this Act, it shal l be 
published in the Journal or the Kenya Gazette. 
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215. T he Counc il may waive whole or part o f any fees payable under this 
Act in the manner a nd in the circumstances prescribed. 

216. Geographica l indications protected under an agreement on the 
protection o f geographical indications concluded by Kenya with any 
other country sha ll be deemed to be geographical indications under 
this Act sha ll be protected in accordance therewith. 

PART XX-COPYRIGHT AND RELATED RIGHTS 

217. ( I )S ubject to this section, the fo llowing works sha ll be 
e ligib le for copyright or re lated rights-

(a) literary works; 
(b) musical wo rks; 
(c) a rtistic wo rks; 
(d) d ramatic wo rks; 
(e) audio -visua l wo rks; 
(f) sound recordings; and 
(g) broadcasts . 

(2) A broadcast sha ll not be eligible for copyright until it has been 
broadcast. 

(3) A literary, musical or artistic work sha ll not be e lig ible fo r copyright 
unless-

(a) suffic ient e ffort has been expended on making the work to give it an 
orig inal c haracter; and 

(b) the wo rk has been written down, reco rded or otherwi se reduced to 
material fo rm. 

(4) A work sha ll not be ineligible fo r copyright by reason only that the 
making o fthc work, or the doing o f any act in relatio n to the work, involved 
an infringement of copyright in some other work. 

(5) Rights protected by copyright shall accrue to the autho r automatically 
on a ffi xation o f a work subject to copyright in a materia l form, and non­
registratio n of any copyright work or absence o f e ithe r fo rma li t ies shall not 
bar any cl aim from the author. 

Register of copyright 218. 
works 

( I )The Registrar sha ll keep and mainta in a register of a ll works under 
thi s Act in suc h manner as may be prescribed. 
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(2) Without prejudice to the relevant provisions of th is Act conferring 
Copyright, all works eligible for copyright may be entered on the Register on 
application in the prescribed format made by or on behalf of the author, 
owner, assignee or exclusive licensee of the work. 

(3) The Register shall be prima facie evidence of particulars entered therein 
and documents, extracts or copies made there from if certified by the Registrar 
shall be admissible in evidence without further proof or production of the 
original. 

( 4) The register and the relevant detai Is entered on appl ication shall be 
available for search to the public on tenns set by the Registrar. 

Copyright by virtue 219. ( !)Copyright shall be conferred by this section on every work eligible 
for copyright of which the author, or, in the case of a work of joint 
authorship, any of the authors is, at the time when the work is made, a 
citizen of, or is domiciled or ordinarily resident in, Kenya or is a body 
corporate which is incorporated under or in accordance with the laws 
of Kenya. 

of nationality or 
residence, and 
duration of copyright 

(2) The term of a copyright conferred by this section shall be calculated 
according to the following table-

Tvne of Work 
I. Literary, musical, dramatic or 
artistic work other than 
photographs 
2. Audio-visual works and 
photographs . 

3. Sound recordings 

4. Broadcasts 

Date of Expiration of Coovri1:ltt 
Fifty years after the end of the year 
in which the author dies. 

Fifty years from the end of the year 
in which the work was either made, 
first made avai lable to the public, 
or first published, whichever date 
is the latest. 

Fifty years after the end of the 
year in which the recording was 
made. 

Fifty years after the end of the 
year in which the broadcast took 
place. 

(3) In the case of anonymous or pseudonymous literary, musica l, dramatic 
or artistic works, the copyright therein shall subsist until the expiration of fifty 
years from the end of the year in which it was first published. 
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( 4 )Despite the generality of subsection (3) in the event of the identity of the 
author becoming known the term of protection of a copyright shall be 
calculated in accordance with subsection (2). 

(5) In the case of a work of joint authorship, reference in the preceding table 
to the death of the author shall be taken to refer to the author who dies last, 
whether or not he is a quali fied person. (find a better term for this) 

(6) Notwithstanding anything else contained in th is Act, copyri ght in works 
eligible for copyright and vested in the National Museums Board of Directors 
or the National Museums is conferred in perpetu ity on the National Museums. 

220. ( I )Copyright shall be conferred by this section on every work, other 
than a broadcast which is eligible for copyright and which-

(a) being a literary, musical, dramatic or artistic work or any audio-visual 
work, is first published in Kenya; or 

(b) being a sound recording, is made or first published in Kenya; or 

(c) being a broadcast, is transmitted from transmitters situated in Kenya. 

(2) Copyright conferred on a work by this section shall have the same 
du ration as is provided fo r in section 2 I 9 in relat ion to asimilar work. 

221. ( I )Copyright is conferred under this section on any work e ligible for 
copyright which has been created pursuant to a comm ission from the 
Government or such international body or non-governmental body as 
may be prescribed, and on which no copyright has been conferred 
under section 2 19 ( I) or 220( I). 

(2) Copyright confe rred by this section on a literary, musical, dramatic or 
arti stic work, shall subsist until the end of the expiration of fifty years from 
the end of the year in which it was first published. 

(3) Copyri ght conferred by this section on any audio-visual work, 
photograph, sound recording or broadcast shat I have the same duration as is 
provided for by section 2 19 in relation to a similar work. (confirm new 
section) 

( 4) Sections 219 and 220 shall not confer copyri ght on works to which thi s 
section applies. 
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Nature of copyright 222. ( 1 )Copyright in a li terary, musical, artistic or audio-visual work shall 
be the exclusive right to control the doing in Kenya of any of the 
following acts-

in lite rary, musical or 
artistic and audio-
visual works 

Computer 
progra mmes 

(a) the reproduction in any material form of the original work; 
(b) the translation or adaptation of the work; 
(c) the distribution to the public of the work by way of sale, rental, lease, hire, 
loan, importation or similar arrangement; 
(d) the communication to the public of the whole work or a substantial part 
thereof, either in its original form or in any form recognizably derived from 
the original ; 
(e) the making available of the whole work or a substantial part thereof, either 
in its original form or in any fo rm recognizably derived from the original; and 
(t) the broadcasting of the whole work or a substantial part thereof, either in 
its original form or in any form recognizab ly derived from the origina l. 

(2) Copyright in a work of architecture shall also include the exclusive right 
to control the erection of any building which reproduces the whole or a 
substantial part of the work either in its original form or in any form 
recognizably derived from the original; but the copyright in any such work 
shall not include the right to control the reconstruction of a building to which 
that copyright relates in the same style as the original. 

(3) The exclusive rights under this section shall be limited to the extent as 
provided fo r under the ***** Schedule. 

223. ( l)A computer program shall be subject o f fair dealing for the 
purposes of Part A of the ***** Schedule. 

(2) . Notwithstanding the provisions of subsection (I), a person who is in 
lawful possession of a computer program may do any of the following acts 
without the authorization of the right holder whereby copies are necessary for 
the use of the computer program in accordance with its intended purpose-

(a) to make copies of the program to the extent necessary to correct errors; 
(b) to make a back-up copy; 
(c) for the purpose o f testing a program to determine its suitability for the 
person's use; or 
(d) for any purpose that is not prohibited under any license or agreement 
whereby the person is permitted to use the program. 

(3) The authorization of the right holder of the program shal l not be requ ired 
to decompi le the program, convert the program into a version expressed in 
different programming language, code, notation for the purpose of obtaining 
information needed to enab le the program to operate with other programs. 
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( 4) Any copies made pursuant to this sectio n shall be used only for the 
purpose fo r which it was made and sha ll be destroyed when the person's 
possession of the computer program ceases to be lawfu l. 

Techno logical 224. C irc umvention o f techno logica l protection measures sha ll be 
permitted in limited ci rcumstances as set out in the ** *"** Schedule 
to this Act. 

protect ion measures 

Visually impaired, 225. ( ! )Notwithstand ing the prov is ions o f section 222, it shall not be an 
infringement of copyright fo r-and persons with 

other di sab ilities 

Artist resale right 

(a) an authorized ent ity to reproduce or to distribute copies or sound 
recordings of a previous ly publ ished literary work if such cop ies or sound 
recordings a re reproduced or distributed m specia lized fo rmats 
exclusively for use by visua lly impaired or other persons with 
disabilities; o r 

(b) to make, import, distribute, lend or share accessible fo rmat copies by a 
benefic iary person or authorized entities or persons acting on beha lf of a 
beneficiary pe rson, including the c ircumvention o f any techno logical 
protection measures that may be in place, subject to the terms and 
conditions set out under Regulations. 

(2) Copies or sound record ings to which this section applies shall-

1226. 

(a) not be reproduced or distributed in a format o ther than a spec ia lized 
format exclus ively for use by visually im paired or other persons with 
d isabilities; 

(b) bear a notice that any further reprod uction or distribution in a format 
other than a specia lized format is an infringeme nt; and 

(c) inc lude a copyright notice identifying the copyright owner and the 
date of the origina l publication. 

( I )Artist resale ri ght sha ll be va lid as long as copyright continues to 
subsist in an original work of art. 

(2) The artist resale right is abso lutely ina lienable and shall no t be waived 
under any c ircumstances. 

(3) Visual art ists may fo rm a co llecti ve management organization to manage 
the right under this section and in the absence of a registered collective 
management organization, the Attorney-General sha ll designate a ny 
registered collective management organ ization. (confirm if its v isual artists) 

( 4) The resale royalty shall be payable at the rate o f five percent of the net 
sale price on the comme rc ia l resale of an artwork and the se ller, the art market 
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professional, the seller's agent and the buyer shall be jointly and severally 
liable to pay the resale royalty. 

(5) If a mark or name purporting to identify a person as an artist of an artwork 
appears on the artwork, it shall be presumed in the absence of any other mark 
or evidence, that the person is the artist. 

(6) There shall be no resale royalty payable on commercial resale of an 
artwork-
(a) if the sale price is less than twenty thousand shillings; 
(b) if it concerns the resale of a bui ld ing, or a drawing, plan or model of a 
building; 
( c) if it is an auction for charitable purposes; 
( ct) if the works of fine art produced are of identical copies, or 
( e) if it concerns a manuscript of a literary, dramatic or musical work. 

Broadcasting of 227. ( I )Where the owner of the copyright in any literary, musical, dramatic, 
or artistic work authorizes a person to incorporate the work in audio­
visual works and a broadcasting authority broadcasts such works, it 
shall, in the absence of any express agreement to the contrary, be 
deemed that the owner of the copyright authorized the broadcast. 

works incorporated in 
audio-visual works 

Nature of copyright 
in sound recordings 

(2) Notwithstanding subsection (I), where a broadcasting authority 
broadcasts audio-visual works in which a musical work is incorporated, the 
owner of the right to broadcast the musical work shall, subject to the 
provisions of this Act, be entitled to receive fair compensation from the 
broadcasting authority, and in the absence of an agreement the amount of 
compensation shall be determined by the Tribunal. 

228. ( I )Subject to subsections (2) and (3), copyright in sound recordings 
shall be the exclusive right to control the doing in Kenya of any of the 
following acts in respect of the sound recording, namely-

(a) the direct or indirect reproduction in any manner or form; or 
(b) the distribution to the public of copies by way of sale, rental, lease, 

hire, loan or any similar arrangements; or 
(c) the making available of the sound recording in whole or in part either 

in its original form or in any form recognizably derived from the 
original; 

(ct) the importation into Kenya; or 
(e) the communication to the public or the broadcasting of the sound 

recording in whole or in part either in its original form or in any form 
recognizably derived from the original. 

(2) The provisions of paragraphs (a), ((), (j) and (h) of section 222( I) shal I 
apply with necessary modifications to the copyright in a sound recording. 
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(3) The rights of an owner of a copyright in a sound recording are not 
infringed by the making ofa single copy of the recording for the personal and 
private use of the person making the copy; and in respect of such use the 
owner of copyright in the sound recording shal I have the right to receive fair 
compensation consisting of a royalty levied o n audio record ing equipment or 
audio blank tape suitable for recording and other media intended for 
recording, payable at the point of first manufacture or entry in Kenya by the 
manufacturer or importer for commercial purposes of such equipment or 
media. 

(4) Any person who, for commercia l purposes, makes available any audio 
recording equipment for the purposes of enabling any other person to make 
single copies of any sound recording for his personal or private use, without 
payment of the royalty levied under subsection (3) sha ll be guilty of an 
offence and shall be liable to a fine not exceeding two hundred thousand 
sh illings or to imprisonment for a term not exceeding four years or to both. 

229. ( 1 )Copyright in a broadcast shal I be the exclusive right to control the 
doing in Kenya of any of the following copyright acts-

(a) the fixation of the whole or a substantial part of the broadcast; 
(b) the rebroadcasting of the whole or a substantial part of the broadcast; 
(c) the communication to the public of the whole or a substantial part of a 

television broadcast either in its original form or in any form recognizably 
derived from the original ; 

(d) retransmiss ion of the broadcast over any network; 
(e) decrypting in any way or form any encrypted broadcast; or 
(f) any adaptation or mod ification by way of commentaries, or any 

unauthorized expropriation of the broadcast or pre-broadcast signal 
meant for reception by another broadcaster. 

(g) Despite the generality of subsection (I) (t), the provisions of the Second 
Schedule in respect of general exceptions and limits and subsection I ( c) 
with regard to education institutions shall apply with necessary 
modifications to the copyright in a broadcast; a nd the copyright in a 
te levis ion broadcast sha ll inc lude the right to control the taking of still 
photographs therefrom. 

Rights of performers 230. (!)Subject to sectio n 230 of this Act, a performer shall have the 
exclusive right to carry out any of the following acts-

(a) broadcast his or her performance except where the broadcast is made 
from a fixation of the performance authorized by the perfo rmer; 

(b) communicate to the public his or her performance except where the 
communication-

(i) is made from a fixation of the performance; or 
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(ii) is made from broadcast of the performance, authorized by the 
performer; 
(c) make a fixation of a previously unfixed performance; and 
(d) reproduce a fixation of the performance in either of the fo llowing cases 

(i) where the performance was in itially fixed without the authorization of the 
performer; or 
(i i) where the reproduction is made for purposes different from those for 
which the performer gave his or her authorization; 
(e) rent for commercial purposes to the public, the original and copies of 

their fixed performances; 
(t) distribution of a fi xat ion of his performance or copies thereof, to the 

pub lic; 
(g) the making available to the public of his fixed performance, by wire or 

wireless means in such a way that members of the public may access 
them from a place or a time individuall y chosen by them. 

(2) In the absence of any contractual agreement to the contrary in 
circumstances of employment from which the contrary would normal ly be 
inferred -
(a) the authorization to broadcast does not imply an authorization to license 
other organizations to broadcast the performance; 
(b) the authorization to broadcast does not imply an authorization to make a 
fixation of the performance; and 
(c) the authorization to broadcast and fi x the performance does not im ply an 

authorization to reproduce the fixation. 

(3) A binding authorization given under this section may be given by the 
performer or by a duly appointed representative to whom he has granted in 
writi,ng the right to give such authorization; and any authorization given by 
the performer claiming that he has retained the relevant rights or by a person 
claiming to be a duly appointed representat ive of a performer sha ll be 
considered valid. 

( 4) Protection of the rights of the performer under this section shall subsist 
for fifty years atter the end of the year in which the performance was fixed. 

(5) The performer shall, during his lifetime, as regards live performances or 
performances fixed in phonograms, have the ri ght, independently of his or her 
economic rights, to--

(a) be identified as the performer of his performances and to object to any 
distortion, mutilation, or other modification of his performances that wou ld 
be prejudicial to his reputation; and 
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(b) seek relief in connection with any distortion, mutilation or other 
modification of, and any other derogatory action in relation to his work, where 
such work would be or is prejudicial to his honour or reputation. 

(6) The rights of an owner of a copyright in a fixation of their performance 
are not infringed by the making of a single copy of the performance for the 
personal and private use of the person making the copy and in respect of such 
use the owner of a related right in the performance shall have the right to 
receive fair compensation consisting of a royalty levied on audio-visual 
recording equipment or audio-visual blank media suitable for recording and 
other media intended for recording, payable at the point of first manufacture 
or entry in Kenya by the manufacturer or importer for commercial purposes 
of such equipment or media. 

231. ( l )Subject to the provisions of sections 228 and 230 of this Act, the 
Kenya Revenue Authority or any other designated entity by the 
Council shall collect royalties on behalf of collective management 
organizations licensed to represent performers and owners of sound 
recordings. 

(2) All claims for compensation under this section shall be made through the 
collective management organizations representative of performers and 
producers of sound recordings. 

(3) The level of the royalty payable shall be agreed between the collective 
management organization representative of performers and producers of 
sound recordings and the organization representative ofmanufacturers and 
importers of audio recording equipment, audio blank tape and media intended 
for recording or failing such agreement by the Council. 

(4) The Council shall determine and, by notice in the Gazette, publish the 
share of the private copying remuneration applicable to the respective rights 
holders. 

232. ( I )Copyright conferred by sections 219 and 220 shall vest initially in 
the author: Provided that where a work-

(a) is commissioned by a person who is not the author's employer under a 
contract of service; or 
(b) not having been so commissioned, is made in the course of the author's 
employment under a contract of service, the copyright shall be deemed to be 
transferred to the person who commissioned the work or the author's 
employer, subject to any agreement between the parties excluding or limiting 
the transfer. 
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(2) Copyright conferred by section 221 shall vest initially in the Government 
or such international bodies or other governmental organizations as may be 
prescribed, and not in the author. 

(3) In this section "owner of copyright"-
(a) where the economic rights are vested in the author, means the author; 
(b) where the economic rights are originall y vested in a physical person other 
than the author or in a lega l entity, means that person or entity; and 
(c) where the ownersh ip of the economic rights has been transferred to a 
physical person or legal entity, means that person or entity. 

233. ( I )lndependently of the author's economic rights and even after the 
transfer of the said rights, the author shall have the right to-

(a) claim the authorsh ip of the work; and 
(b) object to any distortion , mutilation or other modification of or other 

derogatory action in relation to, the said work which would be prejudicial 
to his honour or reputation. 

(2) None of the rights mentioned in subsection (I) shall be transmissible 
during the li fe of the author but the right to exercise any of the said rights shall 
be transmissible by testamentary disposition or by operation o f the law 
following the demise of the author. 

(3) The author has the right to seek relief in connection with any distortion, 
muti lation or other modification of, and any other derogatory action in 
relation to his work, where such work wou ld be or is prejudicial to his honour 
or reputation. 

1234. ( I )Subject to thi s section, copyright shall be transmissible by 
assignment, by licence, testamentary disposition, or by operation of 
law as movable property. 

(2) An assignment license or testamentary disposition of copyright may be 
lim ited so as to apply only to some of the acts wh ich the owner of the 
copyright has the exclusive right to contro l, or to a part only of the period of 
the copyri ght, or to a specified country or other geographical area. 

(3) No assignment of copyright and no exclusive licence to do an act the 
doing of which is contro lled by copyright shall have effect unless it is in 
writing signed by or on behalf of the assignor, or by or on behalf of the 
licensor, as the case may be. 

(4) An assignment under subsection (3) shall not be valid unless it is lodged 
at the Office and a certificate of assignment issued to the app licant and entry 
made in the Register. 
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(5) A non-exc lusive licence to do an act the doing of which is controlled by 
copyright may be written or oral, or may be inferred from conduct, and may 
be revoked at any time, but a licence granted by contract shall not be revoked, 
either by the person who granted the licence or his or her successor in title, 
except as the contract may provide, or by a further contract. 

(6) An assignment, licence or testamentary disposition may be effective ly 
granted or made in respect of a future work, or an existing work in which 
copyright docs not yet subsist, and the prospective copyright in any such work 
shall be transmissible by operat ion of law as movable property. 

(7) A testamentary dispos ition of the material on which a work is first written 
or othe rwise recorded shall, in the absence of contrary ind ication, be taken to 
include the disposition of any copyright or prospective copyright in the work 
which is vested in the deceased. 

(8) Where an agreement fo r license of copyright does not specify the period 
of license, the license sha ll terminate after three years. 
(9) In the case of agreements regarding future works whic h are not spec ified 
in deta il, either party may, on giving not less than one month's notice, 
terminate the agreement not earl ier than three years after it was s igned or such 
shorter period as may be agreed. 

( I 0) A licence granted in respect of any copyright by the person who, in 
relation to the matters to which the licence re lates, is the owner of the 
copyright, shall be binding upon every successor in title to his interest in the 
copyright, except a purc haser in good faith and without notice, actua l or 
constructive, of the licence, or a person deriving title from such purchaser and 
any reference in this Act to the doing of anything in relat ion to any copyright, 
with or without the I icence of the owner of the copyright, shall be construed 
accordingly. 

( 11 ) Where the doing of anything is authorised by the licensor or a licensee, 
and it is within the terms, including any impli ed terms of the licence for him 
to authorize it, it shall for the pu rpose of this Act be deemed to be done with 
the I icence o f the grant or and of every person, if any, upon whom the I ice nee 
is binding. 

235. ( I )The Director General may upon application by any person 
grant a licence for works not made avai lable in the Kenyan market 
during the term of copyright where the owner o f the copyright in the 
work-
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(a) refuses to republish or allow the republication of the work or to 
allow the performance of the work in pub I ic, and by reason of such 
refusal the work is withheld from the public; or 

(b) refuses to allow-
(i) communication of such work to the public; or 
(ii) in the case ofa sound recording, the communication of the work recorded 
in such recording to the public by broadcast, on terms which the complainant 
considers unreasonable. 

(2) The Director General may, after giving to the owner of the copyright in 
the work a reasonable opportunity to be heard and after holding such inquiry 
as it may deem necessary, if it is satisfied that the grounds fo r such refusal are 
not reasonable, grant to the compla inant a licence to republish the work or 
communicate the work to the public by broadcast, as the case may be, subject 
to payment to the owner of the copyright of such compensation and subject to 
such other terms and conditions as the Director General may determine. 

(3) Where two or more persons make an application in respect of the same 
work, the license shall be granted to the applicant who in the opinion of the 
Director General would best serve the interests of the general public upon 
proofof refusal of license and subject to such prescri bed terms. 

236. ( I )An exc lusive licensee and exc lusive sub-licensee shall have 
the same rights of action and be entitled to the same remedies, as if the 
licence were an assignment and those rights and remedies shall be 
concurrent with the rights and remedies of the owner of the copyright 
under which the licence and sub-licence were granted. 

(2) Before an ~xclusive licensee or sub-l icensee institutes proceed ings under 
subsection ( l ), he shall give notice in wri ting to the owner of the copyright 
concerned, of his intention to do so, and the owner may intervene in such 
proceedings and recover any damages he may have suffe red as a result of the 
infringement concerned or a reasonable royalty to which he may be entitled. 

PART IV -INFRINGEMENT 

237. ( I )Copyright or related rights shall be infringed by a person who, 
without the I iccnse of the owner of the copyright or related rights-

(a) does, or causes to be done, an act the doing of which is controlled by 
the copyright or related rights; or 

(b) imports, or causes to be imported, otherwise than for his private and 
domestic use, an artic le which he knows to be an infringing copy. 

(2) The rights of a perfo rmer shall be infringed by a person who without the 
consent of the performer-
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(a) does, or causes to be done, any act specified in section 230(1); or 
(b) imports or causes to be imported, otherwise than for his own private or 

domestic use, an article which he knows would have been made contrary 
to section 230 had it been made in Kenya by the importer. 

(3) The rights of a producer of sound recordings shall be infringed by a 
person who without the consent of the producer-

(a) does or causes to be done, any act specified in section 228(1); or 
(b) imports or causes to be imported, otherwise than fo r his private use, an 

article which he knows wou ld have been made contrary to section 228( I) 
had it been made in Kenya by the importer. 

(4) Subject to section 186 and****** Schedule, copyright and related rights 
shall be infringed by a person who-(clarify secti on and schedule) 

(a) circumvents any effective technological protection measure designed 
to protect works; or 

(b) manufactures or distributes devices which are primarily designed or 
produced for the purpose of circumventing technological protection 
measures designed to protect works protected under this Act; or 

(c) removes or alters any electronic rights management information; or 
(d) distributes, imports, broadcasts or makes available to the public, 

protected works, records or copies from which electronic rights 
management in fo rmation has been removed or has been altered 
without the authority of the right holder. 

(5) lnfringement of any right protected under this Act shall be actionable al 
the suit of the owner of the right and in any action for infringement the 
following reliefs shall be availab le to the plaintiff-

(a) the relief by way of damages, injunction, accounts or otherwise that is 
available in any corresponding proceedings in respect of infringement 
of other proprietary rights; 

(b) delivery up to the plainti ff of any article in the possession of the 
defendant which appears to the court to be an infringing copy, or any 
artic le used or intended to be used for making infringing copies; 

( c) in lieu of damages, the plain ti ff at his option, be awarded an amount 
calculated on the basis of reasonable royalty which would have been 
payable by a licensee in respect of the work or type of work concerned; 

(d) for the purpose of determining the amount of damages or a reasonable 
royalty to be awarded under this section or section 234(2), the 
Tribunal may direct an enquiry to be held and may prescribe such 
procedures fo r conducting such enquiries as the Tribunal considers 
necessary; and 
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(e) before the owner of the right institutes proceed ings under this section, 
he shall give notice in writing to the exclusive licensee or sublicensee 
of the copyright concerned of the intention to do so, and the exclusive 
licensee or sub-licensee may intervene in such proceedings and 
recover any damages he may have suffered as a result of the 
infringement concerned or a reasonable royalty to which he or she may 
be entitled. 

(5) Where in an action for infringement of copyright it is proved or 
admitted-

(a) that an infri ngement was committed; but 
(b) that at the time of the infringement the defendant was not aware, and had 

no reasonable grounds for suspecting, that copyright subsisted in the 
work to which the action relates, the plaintiff shall not be entitled under 
this section to any damages against the defendant in respect of the 
infringement whether or not other relie f is granted under th is section. 

(6) Where in an action under this section an infringement of copyright 
protected under this Act is proved or admitted, and the Tribunal, having 
regard (in addition to all other material considerations) to-
( a) the fl agrancy of the infringement; and 
(b) any benefit shown to have accrued to the defendant by reason of the 
infringement, is satisfi ed that effective rel ie f would not otherwise be available 
to the plaintiff, the Tribunal, in assessing damages for the infri ngement, may 
award such additiona l damages by virtue of th is subsection as the court may 
consider appropriate in the ci rcumstances. 

(7) No injunction shall be issued in proceedings for infringement of any right 
protected under this Act which requires a completed or partly built building 
to be demolished or prevents the completion of a partly built building. 

(8) In an action under this section-

(a) copyright shall be presumed to subsist in the ~vork or other subject 
matter to which the action relates, if the defendant does not put in issue 
the subsistence of copyright therein; and 

(b) where the subsistence of copyright is proved, admitted o r presumed 
under paragraph (a), the plaintiff shall be presumed to be the owner of 
the copyri ght if he makes a claim thereto and the defendant does not 
dispute that claim. 

(9) Where in an action under this section, a name purporting to be the name 
of the author or joint author appears on copies of a literary, dramatic or 
musical work as pub lished or an artistic work when it was made, any person 
whose name so appears, if it is his true name or the name by which he is 

l ( 7 
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commonly known, shall be presumed, unless the contrary is proved, to be the 
author of the work. 

( I 0) (a)ln the case of an anonymous or pseudonymous work, the publisher 
whose name appears on the work shall, in the absence of any proof to the 
contrary, be presumed to represent the author and, in this capacity, shall be 
entitled to exercise and enforce the moral and economic rights of the author. 

(b) Despite the generality in subsection ( I 0) (a) the presumpt ion under th is 
subsection shall cease to apply when the author reveals his identity or where 
the pseudonym leaves no doubts as to the identity of the author. 

( 11) Where, in any action under th is section, the author of the literary, 
musical, dramatic or artistic work to which the action re lates is dead, it sha ll 
be presumed, unless the contrary is proved-

(a) that the work is eligible for copyright; and 
(b) that any allegation by the plaintiff that the work is a first publication and 

was published in a specified country on a specified date, is true. 

( 12) Where, in an action under this section, the sound recording to which the 
action relates is reproduced on a record bearing a label or other mark w hich 
has been issued to the public, any statement on that label or mark to the effect 
that a person named thereon was the maker of the sound recording or by who m 
the recording was first published in a specified year shall, unless the contrary 
is proved, be presumed to be true. 

(13) In this section-

"record" means any disc, tape, perforated roll or other device in which sounds 
or the representations of sounds are embodied which are capable of 
reproduction therefrom with or without the aid of another instrume nt; 

"action" includes a counterclaim and references to the cla imant and to the 
respondent in an action shall be construed accordingly; 

"owner of the copyright" means the first owner, an assignee or an exclusive 
licensee, as the case may be, of the re levant portion o f the copyright. 

Protection of Internet 238. 
Service Provider 

( I )An Internet Service Provider shall not be liable-

(a) for infringement for pro viding access to or transm itting content, routing 
or storage of content in o rdinary course of business as long as it-
( i) does not initiate transmiss ion; 
(ii) does not select the addressee; 

(fjj 
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( iii) performs the functions in an automatic, technical manner without 
selection of the material; 
( iv) does not modify the material contained in the transmission; 
(v) does not in any way promote the content or material being transm itted. 

(b)Despite the generality of paragraph (a) the acts of transmission, routing, 
and of the provision of access shall inc lude automatic, inte rmediate and 
transient storage o f the content. 

(c) for infringement fo r the automatic, intermediate and temporary storage of 
that content, where the purpose of stori ng such content is to make onward 
transmission of the data more efficient to other recipients o f the service upon 
their request as long as the Internet Service Provider-

( i) does not mod ify the material; 
(ii ) complies w ith conditions on access to the materia l; 
( iii) complies with rules regarding updating the cache in conform ity w ith 
generally accepted standards w ithin the serv ice secto r; 
(iv) does not interfere with the lawful use of technology to obtain information 
on the use of the material; 
(v) removes o r d isables access once it rece ives a takedown notice as provided 
in section 239( I) or where the o riginal material has been deleted o r access 
d isabled on orders of the Tribunal or a competent court or othe rwise on 
obtaining knowledge of unlawful nature of the cached material. 

(d) for damages aris ing from material stored at the request of the rec ipient of 
the services, as long as it-

(i) does not have actual knowledge that the content or activity related to the 
material is infringing the rights of a third party; 
(ii) is not aware o f the facts or c ircumstances of the a lleged ly infringing 
act ivity unless the infringing nature of the material is apparent; 
( iii) upon the receipt ofa takedown notice acts to remove or to disable access 
to the a llegedly infringing content in the manner provided under section 239 
(5) within forty eight business hours; 
( iv) despite the generali ty in paragraph (iii) the exemption shall not apply if 
the recipient of the service is acting under the authority o r contro l of the 
Internet Service Provider. 

(d) for damages incurred by a person if the service prov ider refers or links 
users to a webpage containing infringing material or fac ilitates infringing 
act ivity, by using information location tools including a directory, index, 
reference, pointer or hyperl ink where the Internet Service Provider-

(i) does not have actual knowledge that the material is infringing the rights of 
that person; 
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(ii) is not aware of the facts or circumstances from which the allegedly 
infringing activity or infringing nature of the material is not apparent; 
( iii) removes or disables access to, the reference or link to the content or the 
infringing activi ty after being informed that the content or the acti vity 
infringes rights of a person. 

1239. (I )A person whose rights have been infringed by content to which 
access is being offered by an Internet Service Provider may request, 
by way of a takedown notice, that Internet Service Provider removes 
the infringing content. 

(2) A takedown notice issued under subsection (I) shall-
(a) be in writi ng and addressed by complainant or his agent to the 

Internet Service Provider or their designated agent; 
(b) contain the full names and telephone, physical and email address of 
the complainant; 

(c) be s igned by the complainant or his authorized agent; 
(d) describe in specific detail the copyright work subject to the alleged 
infringement or sought to be removed; 
(e) identify the rights being infringed; 
(f) set out the content sought to be removed with details or where the 

content is contai ned; 
(g) attach an affidavit or any other declaration attesting to claim of 

ownership, validity of the rights, good fa ith and setting out any efforts 
to have entities responsible for making the content avai lable to remove 
the content; 
(h) be copied to the Council, Communication Authority and the 

recognised umbrella association of service providers. 

(3) A takedo\vn notice shall be deemed delivered on the next business day 
fo llowing physical deli very at its registered offices or two days fo llowing the 
day it is sent by registered post or immediately it is sent by electronic 
communication to a designated address of the Internet Service Provider or its 
designated agent. 

(4) An Internet Service Provider shall , upon receipt of a valid takedown 
notice, notify the person responsible for making available the alleged 
infringing content and prov ide them with a copy o f the notice as soon as is 
practicable. 

(5) An Internet Service Prov ider shall disable access to the material within 
forty eight business hours unless it receives a counter notice fulfilling the 
requirements set out for a takedown notice and contesting the contents of the 
takedown notice. 
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(6) An Internet Service Provider which fa ils to take down or disable access 
when it receives a takedown notice shall be fully liable for any loss or 
damages resulting from non-compliance to a takedown notice without a valid 
justification. 

(7) An Internet Service Provider which contravenes the provisions of 
subsection (4) commits an offence and shall , upon conviction, be liable to a 
fine not exceeding five hundred thousand shillings or to imprisonment for a 
term not exceeding five years, or to both. 

(8) Any person who falsely or maliciously lodges a takedown notice or a 
counter notice under this section commits an offence and shall, upon 
conviction, be liable to a fine not exceeding five hundred thousand shillings 
or to imprisonment for a term not exceeding five years, or to both. 

(9) A person responsible for such misrepresentation under subsection (7) 
shall , in addition to the penalty provided under that subsection, be liable for 
any damages resulting from such false or malicious misrepresentation. 

(10) An Internet Service Provider shal l not be liable for wrongful takedown 
in response to a valid takedown notice. 

240. ( 1 )An Inte rnet Service Provider may be required-

(a) to provide in formation to investigative agencies regarding identity of 
the subscribers of their services suspected to be engaging in 
infringement of content on orders of the court upon application by the 
copyright owner whose rights have been subject of a takedown notice; 

(b) to designate an agent or electronic or other address for receiving such 
notices under its terms and conditions of service section. 

(2) Notwithstanding the provisions of subsection ( I), there shall be no general 
obligation on the Internet Service Provider to-

(a) monitor the material transmitted, stored or linked; or 
(b) actively seek facts or circumstances indicative of infringing activity 

within its services. 

241. ( l)A person may apply to the Tribunal for the grant of interim relief 
where he or she has reasonable grounds to believe that his or her 
copyright is being or may be infringed by a person situated in or 
outside Kenya. 

(2) The Tribunal may, upon application under subsection ( I), grant an order 
requiring-
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(a) a person enabling or fac ilitating the infringement of copyright, or whose 
service is used by another person to infringe copyright, to cease such enabling 
or fac ilitating activity or disable that person's access to its service fo r the 
infr inging purpose; 

(b) a person host ing or making available an online location, service or fac ili ty 
situated in or outside Kenya which is used to infringe copyright or which 
enables or facilitates the infringement of copyright, to disable access to such 
on line location, service or facility as replaced, amended or moved from time 
to time; or 

(c) an internet service provider to prevent or impede the use of its service to 
access an on line location, service or fac ility situated in or outside Kenya that 
is used to infringe copyright as replaced, amended or moved from time to 
time. 

:242. ( 1 )Every sound and audio-visual recording made available to the 
public by way of sale, lending or distribution in any other manner to 
the public for commercial purposes in Kenya shall have affixed on it 
an authentication device in a prescribed manner. 

(2) The Director General shall authenticate copyright works according to all 
required documents furnished to it by the applicant for that purpose and shall 
issue an approval certi ficate in the prescribed form to the applicant for 
authority to purchase an authentication device. 

(3) The authentication device shall be issued to an applicant upon proof that 
the applicant has been authorized by the copyright owner to manufacture, 
reproduce, sell, import, and rent or otherwise distribute the work. 

(4) The authentication device shall be affixed to each copy of the copyright 
work made or published by the applicant. 

(5) No person shall sell or exhibit for sale any copyright works that requ ire 
an authentication device in any form without an authentication device affixed 
thereto pursuant to subsection ( 4). 

(6) Any person who knowingly sells or offers for sale any copyright work 
that require an authentication device without an authentication device affixed 
thereto is guilty of an offence and is liable to a fine not exceeding five hundred 
thousand shillings, or to imprisonment fo r a term not exceeding four years, or 
to both. 

(7) Any work requiring an authenticating device and which is sold or 
exhibited for sale without the authentication device shall be presumed to be 
an in fringing copy. 
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(8) Any person who, without the permission of the Director General-

(a) is found to be in possession of or to have reproduced, a security device; 
or 
(b) is found to be in possession of any machine, instrument or contrivance 
intended to be used to produce or reproduce a security device, shall be gu il ty 
of an offence and liable on conviction to a fine not exceeding two mil lion 
shillings or to imprisonment for a term not exceeding ten years, or to both. 

(9) The court upon conviction of a person under this section shall order for 
the destruction of the material seized. 

Anton Piller orders 243. (!)If a person has prima facie evidence that his right has been 
in fringed by another party and he satisfies the court or Tribunal that 
prima facie-
(a) he or she has a cause of action against another person which he 
intends to pursue; 
(b) the other person has, in his or her possession, documents infringing 
copies or other things of whatsoever nature which constitute evidence 
of great importance in substantiation of that cause of action; and 
(c) there is the real and well-founded apprehension that the documents, 
infringing copies or other things may be hidden, destroyed or rendered 
inaccessible before discovery can be made in the usual way, the court 
or Tribunal as the case may be, may make such order as it considers 
necessary or appropriate to secure the preservation of the documents, 
copies or things as evidence. 

(2) An order made under subsection ( I) may be granted ex parte. 

PART VT - PUBLIC DOMAIN (confirm roman number) 

Works in the public 244. ( l)The following works shall belong to the public domain-
domain 

(a) works whose terms of protection have expired; 
(b) works in respect of which authors have renounced their rights; and 
(c) foreign works which do not enjoy protection in Kenya. 
(d) confirm on patents 

(2) For the purposes of subsection ( l) (b), renunciation by an author or his 
successor in title of his rights shal l be in writing and made public but any such 
renunciation shall not be contrary to any previous contractual obligation 
relating to the work. 
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(3) Subject to the payment of such fees as may be determined by the Cabinet 
Secretary in relation thereto, a work which has fallen into the public domain 
may be used without any restriction. 

PART VU - COLLECTIVE ADMINISTRATION OF COPYRIGHT 

Collective 
administration of 
Copyright 

245. ( I )No person or association of persons shall commence or carry on the 
business of a copyright collective management organisation except 
under or in accordance with a certificate of registration granted under 
this section. 

(2) Applications for registration as collective management organizations 
shall be made to the Counci l accompanied with the prescribed fees and the 
Counci l, by a Gazette notice is empowered to declare a body which has 
applied for registration a collective management organisation, for all relevant 
copyright owners of for such classes of relevant copyright owners as are 
specified in the notice. 

(3) Every ce1iificate issued to a collective management organisation shall be 
in the prescribed form and shall unless cancelled be valid for " period of 
twelve months from the date of issue. (add a clause on issuance of a license 
to operate. which will be renewed annually subject to terms and conditions) 

(4) Where the collective management organization has not submitted a 
complete application or where administrative shortfalls are apparent, the 
Counci l may issue a provisional license for a period not exceeding six months 
and such provisional license shall be counted as part of the complete license 
if the license is subsequently issued. 

(4) The Council may approve a collective management organisation if it is 
satisfied that-

( a) the body is a company lim ited by guarantee and incorporated under the 
Companies Act, 20 15; 
(b) it is a non-profit making entity; 
(c) its rules and regulations contain such other provisions as are prescribed, 
being provisions necessary to ensure that the interests o r members of the 
collective management organisation are adequately protected; 
(d) its principal objectives are the collection and distribution of royalties; and 

(e) its accounts are regularly audited by independent external auditors elected 
by the society. 

(5) The Council shall not approve another collective management 
organisation in respect of the same class of rights and category of works if 
there exists another collective management organisation that has been 
licensed and functions to the satisfaction of its members. 
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(6) The Council may, where it finds it expedient, assist in establishing a 
collective management organisation for any class of copyright owners. 

(7) The Council may by notice in the Gazette and two daily newspapers of 
national circulation de-register a collective management organisation if its 
satisfied that the collective management organisation-

(a) is not functioning adequately as a collective management organisation; 
(b) is not acting in accordance with its Memorandum and Articles of 
Association or in the best interests of its members; 
(c) has altered its rules so that it no longer complies with subsection 4 of this 

section; and 
(d) it has refused or fai led to comply with any of the provisions of this Act. 

(8) Before deregistering a collective management organization, the Council 
shall notify the organization in writ ing and invi te it and any of its members to 
make written representations against deregistration within twenty one days 
from the date of the notice. 

(9) If, after consideration of any written representations made in terms of 
subsection (8), the Council is of the opinion that the fai lure in question on the 
part of the organisation is materially prejudicing or has materially prejudiced 
its members, the Council may withdraw the registration thereof or otherwise 
sanction members of the Board of Directors or Management of the 
organization as set out under this Act. 

( 10) Any person who purports to collect royalties from users as provided for 
under this section without authori ty of the Council comm its an offence and 
shall be liable to a fine not exceed ing five hundred thousand shillings, or to 
imprisonment to a term not exceeding four years, or both. 

246. Notwithstand ing any other provision of this Act. no collecting 
soc iety shal l- (clarify if it's a CMO and who a collecting society is) 

(a) impose or collect royalty based on a tariff that has not been approved and 
published in the Gazette by the Cabinet Secretary in charge of copyright 
issues in the Gazette from time to time; or 

(b) levy royalty on users exempted by the Cabinet Secretary by notice in the 
Gazette. 

247. ( I )A member of a collecti ve management organization shall 
be eligible for election as a director ifhe or she ho lds a post-secondary 
qualification recognized in Kenya. 
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(2) A director elected under this section shall serve for a term of three years 
and shall be eligible for re-election for one further term. 

(3) A director elected as a chairperson of a coll ective management 
organization shall hold office for a term of three years and shall be eligible 
for re-election for one further term. 

(4) A chief executive officer ofa collective management organization shall 
hold office for a term of four years and shall be eligible for reappointment for 
one further term upon satisfactory performance as evaluated by the Board of 
Directors. 

248. ( I )Authors, producers, performers, visual artists and publishers may 
form a collective management organization to co llect, manage and 
distribute royalt ies and other remuneration accruing to their members. 
(Will incorporate functions ofCMOs) 

(2) Any new collective management organization to deal with rights not 
provided for under subsection ( I) may be approved by the Council as may be 
necessary. 

(3) The designated extent of operation shall be as provided in Schedule 
***** to the Act) 
249. ( 1) A collective management organization shall submit to the Board 

information on its total collection and distribution of royalties 
annually. 

(2) The Counci l shal l, by notice in the Gazette, publish information 
submitted under subsection (I). 

Inspection and 1250. ( I )The Director General may authorize a person, in writing, to inspect 
the books of accounts and records of a co.llective management 
organization. 

control of col lective 
management 
organizati ons 

(2) When an inspection is made under subsection (I), the co llective 
management organ isation concerned and every offi cer and employee 
thereof shall produce and make available to the person making the 
inspection all the books, accounts, records and other documents of the 
organization as the person making the inspection may require and 
within seven days or such longer times as he may direct in writing. 

(3) A person who wilfully fa ils to produce any books, accounts, records 
document, correspondence, statements, returns or other information within 
the period specified in the direction under subsection (2) commits an offence 
under the prov isions of this Act and shall on conviction be liable to a fine not 
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exceeding two hundred thousand shillings or imprisonment for a term not 
exceeding three months or to both. (review penalty) 

(4) The person authorized to inspect a collective management organization 
shall report to the Council through the Director General on-
(a) any breach or non-observance of the requirements of this Act or 

regulations; 
(b) any irregu larity in the manner of conduct of the business of the 

organization; 
(c) any apparent mismanagement or lack of management skills in the 
organization; or 
( d) any other matter warranting remedial ·action or a fo rensic audit. 

(5) The Director General shall , by notice in writ ing, and after giving the 
col lective management organization reasonable opportunity of being heard, 
require the inspected organization to comply by such date or within such 
period as may be specified therein, with such directions as he or she considers 
necessary in connection with any matter aris ing out of a report made under 
this section. 

(6) The powers conferred by subsection ( I) may be exercised in the fo l lowing 
circumstances-

(a) where a petition for inspection has been made by not less than forty 
five percent of the membership specifying breach of instruments 
establishing the entity, the regulations or the Act; 

. (b) failure by a collective management organization to account for 
monies to at least twenty percent of its members; 

(c) failure by a collective management organization to offer an account of 
the exploitation of the copyright works assigned or licensed to it; 

(d) where a collective management organization has acted beyond its 
powers in adm inistering the rights to which it is assigned or licensed; 

(e) where a collecti ve management organization has al tered its 
memorandum or other internal ru les to exclude a section of its 
members in participating in its affairs or as to alter its core business; 

( f) where a co llective management organization has persistently failed to 
adhere to its set administrative budget without a reasonable cause; or 

(g) where a collective management organisation has fai led to comply 
with a request for information or records from its members or the 
Council. 

Directions and orders 251. 
of the Counci l 

(!)Where the Counci l determines through the results of an audit or 
inspection report that a collective management organization conducts 
its business in a manner contrary to the provisions of th is Act or of any 
regulations or any other Act or in any manner detrimental to or not in 
the best interests of its members, the Council may-
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(a) recommend the suspension or removal of any officer or employee of 
the organization who, in the opinion of the Council, has contributed 
or caused the contravention of any law. 

(b) issue directions regarding measures to be taken to improve the 
management of the organization or to secure or improve compliance 
with the requirements of this Act, any regulations or any other written 
law or regulations; 

(c) require the organization to reconstitute its board of directors; 
(d) demand fo r a plan to resolve all deficiencies to the satisfaction of the 

Council; 
(e) appoint a person as the chairperson who is suitably qualified and 

competent in the opinion of the Council to advise and assist the 
organization in developing and implementing a corrective action plan 
and the person appointed shall regularly report to the Council on the 
progress of the impkrnentation plan; (amend to re fl ect a 
caretakeri interim chair/committee to deal with crisis) 

(f) issue an order placing the organization under statutory management; 
(g) order fo r the convening of a special general meeting by the 

organization; 
(h) order fo r the revocation of the collection license; 
(i) order the organization to take such other action that the Council may 

deem necessary to rectify the de fi ciency, or issue such administrative 
directives as it may deem necessary. 

Record keeping and 252. 
attendance of 

( !)The di rectors of a collective management organization shall cause 
minutes of all resolutions and proceedings of their meetings to be 
entered and updated in books kept for that purpose. meetings by Board 

representatives 

Annual reports and 
accounts 

(2) The Director General may, through a designated representat ive, attend 
and advise a meeting of the d irectors ofa collective management organization 
where matters affecting members' interests are proposed fo r discussion. 

253. ( I )A collective management organisation shall, as soon as reasonably 
practicable after the end of each financial year, submit to the Council 
through the Director General-

(a) a report of its operat ions during that year; 
(b) a copy of its audited accounts in respect of that year. 

(2) The obligations imposed by subsection ( I) are in addition to those 
imposed by the Companies Act, 20 15, in the case of a collective management 
organisation that is a company. 
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254. No copyright or right in the nature of copyright shall subsist otherwise 
than by virtue of this Act. 

255. 

PART - INSPECTION 

( I )The Council shall, fo r purposes of enforcing the provisions of this 
Act, appoint such number of inspectors as the Counci I may consider 
appropriate and shall issue to them, in writing or in such form as may 
be prescribed, certificates of authority to act as inspectors. 

(2) A person appointed as an inspector under subsection ( 1) shall-

(a) hold office subject to such terms and conditions as the Council may 
determine; 

(b) have fu ll police powers in the exercise of their duties under this Act. 

(3) [n add ition to inspectors appointed under subsection ( 1 ), the Director 
General, any pol ice officer, authorised customs officer, trade development 
officer, industrial development officer, trade mark and patent exam iner, seed 
and plant inspector, public health inspector, and inspectors appointed under 
the Standards Act (Cap. 496), the Weights and Measures Act (Cap. 5 I 3), the 
Food, Drugs and Chemical Substances Act (Cap. 254), the Pharmacy and 
Poisons Act (Cap. 244) and the Pest Control Products Act (Cap. 346) and any 
other relevant legislation are hereby designated as inspectors for purposes of 
this Act. 

(4) The Council may designate other public officers to be inspectors for 
purposes of this Act. 

(5) The Council may amend or withdraw appointment of inspectors or 
designated inspectors under this section. 

(6) Appointment of inspectors under this section shall be by name and 
notice in the Gazette. 

(7) The inspectors appointed and designated under this Act shall at all times, 
perform their functions under the superintendence and direction of the 
Director General. 

256. ( !)An inspector may at any reasonable time-

(j) enter upon and inspect any place, premises or vehicle at, on or in 
which goods, articles or works that are reasonably suspected of 
being counterfeit goods or infringed works or articles are to be 
fo und, or on reasonable grounds are suspected to be manufactured, 
produced or made, and search such place, premises or vehicle and 
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any person found in such place, premises or vehicle, for such 
goods, articles or works and for any other evidence of the alleged 
or suspected act of dealing in counterfeit goods, infringed works 
or articles and for purposes of entering, inspecting and searching 
such a vehic le, stop the vehicle, wherever found, including on any 
public road or at any other public place; 

(k) inspect any substance or article appearing to be a work, any 
container or package used or intended to be used to contain any 
work or any plant or equipment used or intended to be used in 
connection with the production, reproduction or otherwise 
manufacture of a work; 

(I) take the steps that may be reasonably necessary to terminate the 
manufacturing, production or making of counterfeit goods or 
infringed works or articles, or any other act of dealing in 
counterfeit goods or infringed works or articles being performed, 
at, on or in such place, premises or vehicle, and to prevent the 
recurrence of any such act in future provided that those steps shall 
not include the destruction or alienation of the relevant goods, 
works or articles unless authorized by an order issued by a court of 
competent jurisdiction; 

(m)seize and detain any substance or article which he or she has 
reasonable cause to believe to be an infringing copy of any work 
or in relation to which or by means of which he or she has 
reasonable cause to believe that an offence under this Act has been 
or is being committed, and any document which he or she has 
reasonable cause to believe to be a document which may be 
required in proceedings under this Act; 

(n) seize and detain, and where appl icable, remove for detention, all 
the goods in question found at, on or in such place, prem ises or 
vehic le; 

(o) seize detain, and, where applicable, remove for detention, any tools 
which may be used in the manufacturing, production, making or 
packaging of those goods or applying a trade mark or that 
exclusive mark on such goods; 

(p) reship or return the counterfeit goods, infringed works or articles 
to the country of origin at the expense of the importer; 
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( q) if he reasonably suspects that a person at, on or in such place, 
premises or vehicle may furnish any information with reference to 
any act of dealing in counterfe it goods-

(i) question that person and take down a statement from him; 

(ii) demand and procure from that person any book, document, article, 
item or object which in any way may be relevant to nature, quantity, 
location, source or dest ination of the goods in question, or the 
identity and address of anyone involved or appears to be invo lved 
as a supplier, manu facturer, producer, maker, d istributor, 
wholesaler, reta iler, importer, exporter or clearing and fo rwarding 
agent of, or other dealer in, the goods in question; and 

(i) seal or seal off any place, premises or vehic le at, on or in wh ich­

(i) the goods in question are found, or are manu factured, produced or 
made, either wholly or in part; 

(ii) any trade mark, any exclusive mark or any work which is the 
subject matter of copyright, is applied to those goods; 

(i ii) the packaging for those goods is prepared; or 

(iv) the packaging of those goods is undertaken. 

(2) Nothing in this section shall be construed as requiring a person to 
answer any question or give any info rmation ifto do so might incriminate him 
or her. 

(3) An inspector may arrest, without a warrant, any person whom he 
suspects upon reasonable grounds of having committed any offence under this 
Act and may search and detain such a person; 

(4) Despite the generality of subsection (3) no person shall be arrested under 
this section unless he or she obstructs or hinders the inspector or refuses to 
give his name and address to the inspector or to produce to the inspector 
satisfactory evidence of his identity, or gives a name and address which the 
inspector has reason to believe to be false or it appears to the inspector that 
such a person may not be found or made answerable to justice without 
unreasonable delay, trouble or expense. 

(5) An inspector shall have the power to investigate any offence related or 
connected to counterfeiting or infr in ging notwithstanding that such an offence 
is not expressed as such under the provisions of th is Act. (too wide) 
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(6) An inspector shall have the same powers as are exercised by a customs 
officer w ith regard to importation of counterfeit goods under the East African 
Community Customs Management Act, 2005. 

(7) ff a magistrate, on sworn in formation in writing-

(a) is satisfied that there is reasonable ground to believe either-

(i) that any goods, books or documents w hich an inspector has power 

under this section to inspect are on any premises and that their inspection is 
likely to disclose evidence of comm ission of an offence under this Act; or 

(ii) that any offence under this Act has been, is being, or is about to be 
committed on any premises; and 

(b) is also satisfied either-

(i) that admission to the premises has been or is likely to be refused and 
that notice of intention to apply for a warrant under this section has been g iven 
to the occupier; or 

(ii) that an application for adm ission, or the giving of such a notice, wou ld 

defeat the object of the entry, or that the premises are unoccupied, or that the 

occupier is temporarily absent and it might defeat the object of the entry to 
await his or her return, the magistrate may by warrant under his or her hand, 

which shall continue in force for a period of thirty days, authorize an inspector 
to enter the premises, if need be by force. 

(8) An inspector entering any premises by virtue of this section may take 
w ith him such other persons and such equipment as may appear to him to be 

necessary; and on leaving any premises which he or she has so entered by 
virtue ofa warrant, he shall, if the premises are unoccupied or the occupier is 
temporarily absent, leave them as effectively secured against trespassers as he 
found them. 

257. ( I )A person who-

(a) wilfully obstructs an inspector in the discharge of his o r her duties; 

(b) w ilfully fai ls to comply with any requirement properly made to him by 
an inspector; 

(c) w ithout reasonable cause, fai ls to give to an inspector any assistance 
or information which the inspector may reasonably require of that person for 
the purpose of the performance of his duties under this Act; or 

(d) in giving any such info rmation as is mentioned in paragraph (c), makes 
any statement which he knows to be false or does not bel ieve to be true, 
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commits an offence. 

(2) A person who, witho ut authority-

(a) breaks, damages or tampers w ith a seal applied by an inspector under 
this Act; or 

(b) removes any goods, documents, articles, items, objects or th ings sealed 
or sealed-off by an inspector or detained or stored at a counterfe it goods depot 
under th is Act, 

commits an o ffence. 

t258. ( I )An inspector who has seized any suspected counterfe it goods, 
infringed works or articles in accordance wi th section 256 shall-

(a) forthwith sea l, clearly identify and categorize the goods, works or 
artic les and prepare, in quadruplicate, an inventory of such goods, works or 
artic les in the prescribed form and cause the person from whom the goods, 
works o r articles a re seized to check the inventory for correctness, and , if 
correct, cause that person to make a cert ificate under his signature on each 

copy of the inventory and if the seized goods, works or artic les a re removed 
under paragraph(c), the inspector shall endorse that fact under his or her 
signature on every copy of the inventory, in which case the inventory sha ll 
also serve as a receipt; 

(b) furni sh one copy of the inventory to the person from whom the goods, 
works or articles are seized and another to the complainant, if any, w ithin fi ve 
working days afte r the seizure; 

(c) as soon as possible, remove the goods, works or artic les if 

transportable, to a counterfe it goods depot for safe storage, o r, if not capable 
o f being removed o r transported, declare the goods, works o r artic les to have 
been seized in situ, and seal off or seal and lock up the goods, works o r a rtic les 

or place them under guard at the p lace where they were fo und, and thereupon 
that place shall be deemed to be a counterfeit goods depot; and 

(d) by written notice, inform the following persons of the action taken by 
the inspector under sectio n 256 ( I) and of the address o f the counterfei t 
goods depot where the seized goods are kept-

( i) the person from whom those goods, works or a rticles a re seized ; and 

( ii) e ither the complainant, w here the inspector exerc ised his powers 
pursuant to a complaint laid in accordance w ith section 265( I); or 
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(iii) the person w ho, in relation to those goods, works or articles, qualifies 

under section 265( I) to be a complainant, but who had not yet so la id a 

compla int at the time when the inspector exerc ised those po wers on his own 
initiative in accordance w ith sec tion 265( 4). 

(2) A n inspecto r may require a compla inant to disclose any additional 
infonnation, which may be re levant to the actio n that has been taken. 

(3) Any person aggrieved by a seizure of goods, works or a rtic les under sectio n 
23 may, at any time, apply to a court o f competent jurisdictio n for a 
dete rmination that the seized goods, wo rks o r artic les are no t counterfeit o r 

infringed and for an order that they be returned to him. 

(4) The court may grant o r refuse the re lie f applied for under subsection (3) 
and make such o rder as it deems fi t in the c ircumstances, including an order 

as to the payment o f damages and costs. 

259. ( I )Copies o f any sta tement taken down or other documentary evidence 
procured by an inspector in the course of exerc ising his o r her powers 
under thi s Act, may be made available to a complainant upo n an 

appl ication in the prescribed manner. 

(2) (a) In any c iv il proceedings concerning an act o f dealing in counterfe it 
goods or infringed works or a rtic les by any person, it sha ll be pe rmissib le to 

present evidence about that person' s previous conviction or convictions on 
account o f an offence o r o ffences founded o n acts of dealing in counterfe it 

goods o r in fringed works o r a rticles. 

(b) In addit io n to the evidence contemplated under subsection (2) (a) it shall 

be permissible to present evidence about a person's previous written 
admissio ns o n acts o f dealing in counterfeit goods or infringed works o r 
artic les. 

(3) A statement made by an inspector to the e ffect that the goods, works o r 
a rtic les s pecified in the inventory attached to that statement a re goods, works 

or artic les seized by him from a specified person a t a specified place and on a 

specified date shall be prima facie evidence of the facts stated therein 
concerning the counterfeit goods or infr inged works or artic les or any act of 
dea ling there in. 

(4)Where the subsistence of an intellectual property right in respect of 
protected goods or any person's title to or interest in such inte llectual property 

right is in issue in any c ivil or c riminal proceedings concerning counterfeit 
goods, the s ubsistence o f, tit le to or interest in such inte llectual property right, 
where it is a lleged to encompass the rights in respect of ind ustria l property as 
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contemplated in the definition of"intellectual property right" in this Act, may 
be proved in accordance with the provisions of this Act. 

(5) Where the subsistence of intellectual property right in respect of suspected 
infringed works or articles, or the tit le or interest in such intellectual property 
right is in issue, the complainant shall be presumed to be the owner of the 
copyright or the re lated right or, as the case maybe, the exclusive licensee of 
any such right, unti l the contrary is proved. 

(6) Where a name or mark purporting to be that of the author of a work or the 
owner of copyright or related rights is either associated with copies of a work 
or other protected subject matter, or its related packaging, or appears in 
connection with a work or other protected subject matter, this shall be 
admissible as ev idence of the fac t indicated and such evidence shall be 
presumed to be correct, until the contrary is proved. 

(7) Subsections (4), (5) and (6) shall not be construed so as to detract from 
the power of a court or Tribunal, in relation to any such matter or any aspect 
thereof-

(a) to requ ire oral ev idence to be given; 

(b) to order that the evidence of a person who resides or is for the time 
being outside the area of jurisdiction of the court, be taken by means of 
interrogatories or affidavits. 

(8) Where any person who trades in protected goods, works or articles 
featuring, bearing, incorporating or embodying the subject matter of a 
particular intellectual property right, is proved to have been found in 
possession of suspected counterfeit goods or infringed works or articles to 
which the subject matter of the same inte llectual property right has been 
applied, it shall , in any civil or criminal proceedings concerning an act of 
dealing in counterfeit goods or infringed works or articles fo und in his 
possession, be presumed, until the contrary is proved, that such person was in 
possession of the goods for the purpose of trade if the quantity of those goods, 
works or artic les is more than that which, in the circumstances, reasonably 
may be required for his private and domestic use. 

(9) In any criminal or civil proceedings concerning an act of dealing in 
counterfeit goods or infringed works or articles, the evidence of any person in 
the employment of the intellectual property rights holder or its agent with 
demonstrable training offered by such inte llectual property rights holder or 
experience in the identification of the intellectual property rights holder's 
products shall be admissible as expert evidence. 



 

 

 

The Intellectual Property Bill, 2020 

Storage and access lo 260. ( 1) (a)Goods, works or articles that have been seized under section 
seized goods, works 256( I) shall be stored and kept in safe custody at a counterfeit goods 
or articles 

depot until the person in charge of the depot is ordered by a court to 
return, release, destroy or otherwise dispose of those goods, works or 
artic les as specified in the order. 

(b) Despite the general ity in subsection(!) (a), the counterfeit goods or 
infringed works or articles shall be destroyed at the expense of the local 
manufacturer or importer or the person from whom the goods, works o r 
articles were seized, as the case may be, based on the environmental 
considerat ions and the capacity o f the country to destroy the goods, works 
or articles, o r shall be reshipped; 

(c) An inspector may, subject to section 261, direct the person in charge 

of the depot to re lease the goods, works o r artic les to the person from 
whom they were seized. 

(2) Upon an application in the prescribed manner, goods, works or artic les 
seized under section 256( 1) shall , within five work ing days, be made available 
for inspection by the complainant or prospective complainant, if any, the 
suspect or any other interested person, at the counterfeit goods depot at any 
reasonable time. 

(3) Upon an application in the prescribed manner, the Director General or 
an Inspector may make a sample of the seized goods available within a period 
o f five working days to the applicant for testing or analys is. 

(4) An inspector may take, in the prescribed manner, samples of goods, 
wo rks or articles -in reasonable quantities for testing o r analysis. 

Release of seized 261. (I) (a) Where any goods, works o r articles are seized and detained 
goods, works or under section 256, they shall be returned, less any port ion thereof 
articles 

which has been reasonably utilized for the purpose o f any test or 
analys is, to the person from whom they were seized within a period o f 
nine ty days after the date of seiz ure unless, within such period, a 

person is charged w ith an offence under this Act and it is a lleged that 
such offence was committed in re lation to or in connectio n w ith such 
goods. 

(b) Upon applicatio n by an inspector, the court may extend the time 
specified under subsection ( 1) (a) for a further period o f ninety days 
prov ided that the inspector furnishes the co urt with suffic ient grounds 
or reasons to justify the extensio n. 

(2) Where a prosecution for an offence under this Act is commenced w ithin 
the period mentioned in subsection ( I), and any person is convicted of that 
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offence, the court which made the conviction may order that any goods, works 
or articles seized and detained in relation to or in connection with which such 
offence was committed, shall be forfeited to the Office for destruction at the 
expense of the person so convicted. 

(3) The court before which a person is charged with an offence under this 
Act shall, whether such person is convicted of the offence or not, order that 
any goods in his possession which appear to the court to be counterfrit goods 
or infringed works or art icles or to be tools used or intended to be used for 
making counterfeit goods, infringed works or articles, be destroyed or 
otherwise dealt with as the court may deem appropriate. (clarify seems 
contradictory or overreaching) 

(4) Where a person charged wi th an offence under this Act absconds and 
does not appear in court or where counterfeit goods, infringed works or articles 
are seized but are not claimed, an inspector may apply to have the counterfeit 
goods or infringed works or articles, forfeited to the Office fo r destruction. 

(5) Notwithstanding the provisions of Section 389A of the Criminal Procedure 
Code, it shall not be necessary to serve any notice under this section on the 
owner of the seized goods, works or articles if a period of ninety days has 
lapsed since the date of seizure and no person has formal ly claimed the goods, 
works or art icles. 

!262. ( l)The Council may, by notice in the Gazette, designate any place to 
be a counterfeit goods depot for the purposes of this Act. 

(2) The Council shall appoint a suitable officer to be in charge of a 
counterfeit goods depot. 

(3) For purposes of this section, counterfeit goods shall inc lude infringed 
works and artic les. 

263. ( I) In accordance with Article 157( 12) of the Constitution, any 
Advocate of the High Court of Kenya in the employment of the Office 
may be appointed, by the Council, as a public prosecutor for purposes 
of this Act. 

(2) Appointment under subsection (I) shall be by name and notice in the 
gazette. 

(3) The Director of Pub lic Prosecutions in consultation with the Director 
General shall give any general or specific directions relating to 
prosecution under this Act. 
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264. (I) Any person who disc loses any information with respect to 
any manufacturing process or trade secret obtained by him in premises 
which he has entered by virtue of powers of entry conferred on him 
under this Act, commits an offence. 

(2) If any person who is not an inspector purports to act as such, such 
person commits an offence. 

265. ( l)Any holder ofan intellectual property right, his successor in 
title, licensee or agent may, in respect of any protected goods, works 
or articles, where he has reasonable cause to suspect that an offence 
has been or is being committed, or is likely to be committed, under this 
Act, by any person, lay a complaint with the Director General. 

(2) The complainant shall furni sh, to the satisfaction of the Director 
General, such information and particulars, as may be prescribed, to the 
effect that the goods, articles or works with reference to which that 
offence has allegedly been, or is being, or is likely to be, committed, 
prim a fac ie are counterfeit goods or in fringed works or articles. 

(3) Where the Director General is reasonably satisfied-

(a) that the complainant is a person entitled to lay a complaint under 
subsection ( l ); and 

(b) that-

(i) the goods, works or articles claimed to be protected, prima facie are 
protected goods, works or artic les; and 

(ii) the inte llectual property right, the subject matter of which is alleged to 
have been applied to the offending goods, works or articles, primafacie 
subsists; and 

(c) that the suspicion on which the complaint is based appears to be 
reasonable in the circum stances, the Director General shall cause appropriate 
steps to be taken in accordance with section 256 ( I). 

(4) The preceding provisions of this section shall not preclude an inspector 
from taking any appropriate steps on his own initiative including receiving and 
acting on consumer complaints in re lation to any act or conduct believed or 
suspected to be an act of dealing in counterfeit goods or infringed works or 
articles, provided the provisions of this Act are complied with . 

(5) Nothing in this section shal I preclude the Director General from causing 
appropriate steps to be taken in accordance with section 23( I) in the event of 
an infringement of an intellectual property right for which no complaint has 
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been lodged by the holder thereof in accordance with subsection (l) of this 
section. 

(6) Notwithstanding the provision of subsections (I) and (2) of this section, 
a consumer or purchaser of goods, works or articles may, where h or she has 
reasonable cause to suspect that an offence under this Act has been committed, 
is being committed or is likely to be committed by any person, lay a complaint 
with the Director General who shall cause appropriate steps to be taken in 
accordance with the provisions of this Act. 

266. (!)The owner of an intellectual property right, who has valid grounds 
for suspecting that the importation of counterfeit goods or infringed 
works or artic les, may take place, may apply to the Commissioner or 
Director General in the prescribed manner to seize and detain all 
suspected counterfeit goods or in fringed works or artic les which are-

(a) goods, works or articles featuring, bearing, embodying or incorporating 
the subject matter of that intellectual property right or to which the subject 
matter of that right has been applied; and 

(b) imported into or enter Kenya during the period specified in the 
application. 

(2) Despite the generality in subsection ( 1) (b ), the period may not extend 
beyond the last day of the period fo r which that intellectual property right 
subsists. 

(3) For purposes of subsection ( 1 ), the applicant may furni sh to the 
Commissioner or Director General-

(a) a specimen of the goods, wo rks or articles to which the subject matter of 
the applicant' s relevant intellectual property right relates; 

(b) sufficient info rmation and particul ars as to-

(i) the subsistence and extent of that intellectual property right; and 

(ii) the applicant's title to that right. 

(4) The Commissioner or Director General shall consider and deal with an 
application under sub-section ( I) within three working days and may grant the 
application if satisfied on reasonable grounds that-

(a) the goods, works or articles claimed to be protected are protected goods, 
works or articles; 

(b) the intellectual property right, the subject matter of which relates to the 
protected goods, works or articles subsists; and 
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(c) the applicant is the owner of that intellectual property right. 

(5) When an application made under subsection ( I) has been granted and 
notice thereof given under subsection (6), the counterfeit goods or infringed 
works or articles of the type with reference to which that application was 
made, hereinafter referred to as stipulated goods fo r purposes of th is section, 
or suspected on reasonable grounds to be stipulated goods, and imported into 
or entering Kenya from time to time during the period determined by the 
Commissioner or Director General, which may be shorter than the period 
applied fo r, may be seized and deta ined by the customs authorit ies in 
accordance with the East African Community Customs Management Act, 
2005 subject to subsections (7) and (8). 

(6) The Commissioner or Director General shal I, by notice in writing, in form 
the applicant whether the application has been granted or not, and-

(a) if granted, state the period during which any stipulated goods be ing 
imported into or entering Kenya will be made subject to seizure and become 
subject to detention under subsection (5); 

(b) if not granted, state the reasons fo r refusal to be granted. 

(7) For purposes of acting under subsection (5) in relation to goods that are 
stipulated goods or suspected on reasonable grounds to be stipulated goods-

(a) an authorized customs officer or inspector shall seize the counterfeit 
goods or alleged or suspected counterfe it goods, in accordance with subsection 
( l )or(5); 

(b) · the fo llowing provisions will apply with the necessary modifications in 
relat ion to an authorized customs offi cer or lnspector-

(i) the provisions in accordance with or subject to which the powers 
contemplated in section 265 (4) may be exerc ised by an inspector so acting on 
his own in itiative; 

(ii) the provisions by which any other power or any right, function, duty. 
obligation, exempt ion. indemnity or liability is conferred or im posed on an 
inspector so acting; (clarify use of stipulated goods interchangeably with 
counterfeit goods. is it necessary to outl ine the powers that the inspector or 
customs offi cer may apply) 

( c ) Despite the generality of subsection (7), the Cabinet Secretary, at the 
request of the Cabinet Secretary responsible for fi nance, acting on the 
recommendation of the Commissioner or Director General, may, by notice in 
the Gazette, exempt an authorized customs officer from any of the provisions 
made applicable by this paragraph if satisfi ed that there are suitable and 
appropriate alternative arrangements made by or under the East Africa 
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Community Customs Management Act, 2005 that cover the purpose of the 
provision from which exemption is sought. 

(8) Any person who suffers damage or loss caused by wrongful seizure, 
removal or detention of goods, works or articles alleged to be counterfeit 
goods or infringed works or articles pursuant to an application made to the 
Commissioner or Director General shal l be entitled to claim compensation for 
the damage or loss suffered by him against the applicant. 

(9) Compensation shall on ly be paid under this section, where the application 
for seizure and detention was false or negligent or made in bad faith. 

( I 0) The provisions of this Act shall not be construed so as to render the 
customs authority or any of its staff or agents liable for-

(a) any failure to detect or se ize stipulated goods; 

(b) the inadvertent release of any such goods; or 

(c) any action taken in good faith in respect of such goods. 

(11) For purposes of this section, "customs authority" means the Kenya 
Revenue Authority established under the Kenya Revenue Authority Act (Cap. 
469) or the Authority. 

267. Pursuant to the provisions of Article 159 of the Constitut ion the Office 
shall be at liberty to employ any form of alternative dispute resolution 
with any person that has committed an offence under this Act. 

PART - MISCELLANEOUS PROVISIONS 

268. ( l )A person who makes, or causes to be made, a fa lse entry in 
the register, knowing or having reason to believe that it is fal se, 
commits an offence. 

(2) A person who makes or causes to be made anything false ly 
purporting to be a copy of an entry in the register or produces or 
tenders or causes to be produced or tendered in evidence any such 
thing knowing or having reason to believe that it is false, commits an 
offence. 

(3) A person who is convicted ofan offence under this section is liable 
to a fine of not more than 
two hundred thousand shillings or imprisonment for a term ofnot more 
than two years or both. (clari fy penalty) 

269. ( I )Any person who makes a representation-
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(a) with respect to a mark not being a registered trade mark, to 
the effect that it is a registered trade mark; 

(b) with respect to a part of a registered trade mark not being a part 
separately registered as a trade mark, to the effect that it is so registered; 

(c) to the effect that a registered trade mark is registered in respect of any 
goods in respect of which it is not registered; 

(d) to the effect that the registration of a trade mark gives an exclusive 
right to the use thereof in any circumstances in which, having regar~ to 
limitations entered on the register, the registration does not give that right; 

shall be guilty of an offence and liable to a fine not exceed ing one hundred 
thousand shi llings or imprisonment fo r a term of not more than one year or 
both. (review) 

(2) For purposes of this section, the use in Kenya in relation to a trade 
mark of the word "registered", or of any other word or of any symbol referring 
whether expressly or impliedly to registration, shall be deemed to import a 
reference to registration in the register, except-

(a) where that word is used m physical association with other words 
delineated in characters at least as large as those in which that word is 
delineated and indicating that the reference is to registration as a trade 
mark under the law of a country outside Kenya, being a country under the 
law of which the registration referred to is in fact in force; 

(b) where that word, being a word other than the word "registered", is of 
itse lf such as to indicate that the reference is to the last-mentioned 
registration; or 

(c) where that word is used in relation to a mark registered as a trade mark 
under the law of a country outside Kenya and in relation to goods to be 
exported to that country. 

270. ( l)A person who intentionally performs any of the acts 
referred to in section 210 in regard to a registered geographical 
indication com mits an offence. 

(2) A person who makes a representation-
(a) with respect to an indication which is not a registered geographical 

indication, to the effect that it is a registered geographical indication; 
(b) that a geographical indication is registered whether in whole or in 
part, knowing the same to be false; 
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(c) to the effect that a registered geographical indication is registered in 
respect of any product in respect of which it is not registered; or relates 
to a product other than that in respect of which it is registered; or 

(d) to the effect that the registration of a geograph ical indication gives an 
exclusive right to the use thereof in any circumstances in which, having regard 
to conditions entered on the Register, the registration does not give that right, 
comm its an offence. 

(3) For the purposes of this section, the use in Kenya in relation to a 
geographical indication of the word "registered", or of any other word 
referring whether expressly or impliedly to registration, shall be deemed to 
import a reference to registration in the Register, except-

(a) where that indication is used in physical association with other words 
delineated in characters at least as large as those in which that word is 
delineated and geographical indication under the law of a country outside 
Kenya, being a country under the law of which the registration referred to is 
in fact in force; 

(b) where that indication, being a word other than the word "registered" is of 
itself such as to indicate that the reference is to the last-mentioned registration; 
or 

(c) where that indication is used in relation to a registered geographical 
indication under the law of a country outside Kenya and in relation to products 
to be exported to that country. 

(4) A person w_ho is convicted ofan offence under this section shall be liable 
to a fine of not less than two hundred thousand shillings or im prisonment fo r 
a term ofnot less two years or both. (review penalty) 

271. ( I )A person who, at a time when copyright or the right of a 
performer or producer subsists in a work, knowingly-

(a) makes for sale or hire an infringing copy; 
(b) sells or lets for hire or, by way of trade, exposes or offers for sale 
an infringing copy; 
(c) distributes infringing copies; 
(d) possesses otherwise than for his or her private and domestic use, 
an infringing copy; 
(e) imports into Kenya otherwise than for his or her private and 
domestic use, an infringing copy; 
(f) makes or has in his or her possession a contrivance used or intended 
to be used for the purpose of making an infringing copy; 
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(g) causes a broadcast to be rebroadcast or transmitted in a diffusion 
service, knowing that copyright subsists in the broadcast and that such 
rebroadcast or transmission constitutes an infringement of the 
copyright; 
(h) causes a program carrying signals to be distributed by a distributor 
for whom they were not intended, knowing that copyright subsists in 
the signals and that such distribution constitutes an infringement of 
the copyright; 
(i) circumvents a technological protection measure or manufactures or 
distributes devices designed for circumventing technological 
protection measures; or 
(j) removes or alters rights management information or imports or 
distributes, or makes available to the public a copy of a work from 
which electronic rights management information has been removed or 
altered, 

commits an offence. 

(2) Any person who causes a literary or musical work, an audio-visual 
work or a sound recording to be perfo rmed in public at a time when 
copyright subs ists in such work or sound recording and where such 
performance is an infringement of that copyright shall be gu il ty ofan 
offence. 

(3) For the purposes of paragraphs (a) to (f) of subsection (I), any 
person who has in his or her possession, custody or control two or 
more infringing copies of a work in the same form, shall , unless the 
contrary is proved, be presumed to be in possession of or to have 
imported such copies otherwise than for private and domestic use. 

(4) A person convicted ofan offence under subsection (1) (a), (b), (c), 
(d) or (e) shall be liable to-

(a) in the case of a first conviction, a fine of five times the market 
value of the legi timate work or one thousand shillings fo r each 
infringing copy wh ichever is higher or to imprisonment for a term not 
exceeding ten years, or to both; and 

(b) in any other case to a fine of ten times the market value of the 
legitimate work or two thousand shi llings for each infringing copy, 
whichever is higher or imprisonment for a term not exceeding twenty 
years, or to both. 

(5) A person convicted of an offence under subsection (I) (f), (g), (h), 
(i) or (j) shal l be liable to a fine not exceeding one million shillings or 
to imprisonment for a term not exceeding five years or to both. 
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(6) A person convicted o f an offence under subsection (2) shall be 
liable to a fine not exceeding five hundred thousand shillings, or to 
imprisonment for a term not exceeding four years, or to both. 

(7) The court before which a person is charged with an offence under 
this section, shall whether such person is convicted of the offence or 
not, order that any artic le in his possession which appears to the court 
to be an infringing copy, or to be an article used or intended to be used 
for making infringing copies, be destroyed or de livered up to the 
owner of the copyright in quest ion or otherwise dealt with as the court 
may think fit. 

(8) No prosecution for an oftence under this section shall be 
instituted-

(a) after the expiration of the period of three years immediately 
following the date of the alleged oftence; and 
(b) except, be fore a court ofcompetentjurisdiction. 

(9) Any complaint alleging a breach of this section may be lodged by 
a licensed collective management organization where such rights are 
managed collectively. 

272. ( I )Where a body corporate is convicted of an oft~nce under 
this Act, every person who at the time the: offence was committed was 
in charge of or was responsible to the body corporate for the conduct 
of its business and affairs is also deemed to have commit ted the 
offence· and shall be liable to prosecution. (review and align) 

(2) Where it is proven that a body corporate committed an offence 
under this Act with the consent, connivance or willful lack of due 
diligence by a person in charge of o r responsible to the body corporate 
for the conduct of its bus iness and affairs, the person shall be guilty of 
the offence. 

(3) For purposes of this section-
(a) "body corporate" includes a firm or other association of persons; 
and 
(b) "director" in relation to a firm includes the partner in the firm . 

273. ( I) A person who-

(a) wilfully obstructs an inspecto r in the discharge of his duties; 
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(b) wilfully fai ls to comply with any requirement properly made to 
him by an inspector; 

(c) without reasonable cause, fails to give to an inspector any 
assistance or information which the inspector may reasonably 
require of that person for the purpose of the performance of his 
duties under this Act; or 

(d) in giving any such information as is mentioned in subsection ( I) 
(c), makes any statement wh ich he knows to be fal se or does not 
bel ieve to be true, 

commits an offence. 

(2) A person who, without authority-
(a) breaks, damages or tampers with a seal applied by an inspector under 
this Act; or 
(b) removes any goods, documents, articles, items, objects or things 
sealed or sealed-off by an inspector or detained or stored at a counterfe it goods 
depot under this Act, 

commits an offence. 

(Review the section for clarity) 

274. Any person who--
(a) has in his possession or control in the course of trade, any counterfeit 

goods or infringing works or articles; 
(b) manufactures, produces or makes 111 the course of trade, any 

counterfe it goods, infringing works or articles; 
(c) sells, hires out, barters or exchanges, or offers or exposes for sale, 

hiring out, barter or exchange any counterfeit goods in fri nging works 
or articles ; 

(d) exposes or exhibits for the purposes of trade any counterfeit goods 
infringing works or articles; 

(e) distributes counterfeit goods infringing works or art icles for purposes 
of trade or any other purpose; 

(f) imports into, transits through, tranships within or export from Kenya, 
except for private and domestic use of the importer or exporter as the 
case may be, any counterfeit goods infringing works or articles; 

(g) has in his possession or control in the course of trade any labels, 
patches, stickers, wrappers, badges, emblems, medallions, charms, 
boxes, containers, cans, cases, hand tags, documentations, or 
packaging of any type or nature, with a counterfeit mark applied 
thereto, the use of which is likely to cause confusion, to cause mistake, 
or to deceive; or 

(h) in any other manner, disposes of any counterfeit goods infringing 
works or articles in the course of trade; 
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commits an offence. 

(2) A person convicted of an offence under subsection ( I) shall be liable-

(a) in the case of a first conviction, to imprisonment for a term not 
exceeding five years, or to a fine, in respect of each article or item 
involved in the particular act of dealing in counterfeit goods to which 
the offence relates, not less than three times the value of the prevai ling 
retai l price of the goods, or both; 

(b) in the case of a second or any subsequent conviction, to imprisonment 
for a term not exceeding fifteen years, or to a fine, not less than five 
times the value of the prevailing retail price of the goods, or both. 

(3) Any person who-
(a) aids or abet or conspire in the commission of any oftence under this 

Act; 
(b) imports into Kenya, any goods or items bearing a trade mark, trade 

name or copyright that has not been registered with the Office; 
(c) import into Kenya, in the course of trade, any goods or items except 

raw materials that is unbranded; 
(d) fail to declare the quantity or the intellectual property right subsisting 

in any goods being imported into the Kenya; 
(e) falsely declare the quantity or the intellectual property rights 

subsisting in any goods being imported into Kenya; or 
(f) import into or transit through Kenya any labels, patches, stickers, 

wrappers, badges, emblems, medallions, charms, boxes, containers, 
cans, cases, hand tags, documentations, or packaging of any type or 
nature, with a counterfeit mark applied thereto, the use of which 1s 
likely to cause confusion, to cause mistake, or to deceive. 

commits an offence. 

(4) A person convicted of an offence under subsection (3) shall be liable to 
imprisonment for a term not exceed ing three years, or a fine not exceeding 
two million shillings, or both 

(5) A court that has convicted a person of an offence under this section-

(a) shall, when considering which pena lty to impose, take into account, 
among others, any risk to human or animal Ii fe, health or safety or 
danger to property, whether movable or immovable, that may arise 
from the presence or use of the counterfe it goods in question; 

(b) may take into account, in mitigation of sentence, any evidence to the 
effect that such person had full y, truthfully and to the best of his ab ility 
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disclosed to an inspector who investigated that offence, all 
information and particulars available to that person in relation to any 
or all of the following-

(i) the source from which the counterfeit goods involved in the commission 
of the offence, were obtained; 

(ii) the identity of the persons involved in the importation, exportation, 
manufacture, production or making of those counterfeit goods; 

(iii) the identity and, if reasonably demanded, the addresses or whereabouts 
of the persons involved in the distribution of those goods; 

(iv) the channels for the distribution of those goods. 

(6) Where an offence under this Act which has been committed by a body 
corporate is proved to have been committed with the consent and connivance 
of, or to be attributab le to, any neglect on the part of, any director, manager, 
secretary or other similar officer of the body corporate, or any person who 
was purporting to act in any such capacity, he as well as the body corporate 
commits an offence. 

(7) Where a court has concluded the hearing of a matter in any crim inal 
proceedings whether the suspect is convicted or acquitted and the goods or 
works or articles in the opinion of court are counterfeit or infringed and it 
appears that the suspect has benefited or obtained some monetary advantage 
from dealing in counterfeit goods or infringing works or art icles the subject 
matter of the criminal proceedings, the court shal l on application of the 
prosecutor order the suspect to forfe it that benefit or monetary advantage to 
the Office within a period of three months and in default the Office may trace 
and recover that benefit or advantage from the suspect. 

of 275. ( I )The Director General may, where satisfied that any person has 
committed an offence under this Act in respect of which a fine is 
provided for or in respect of which anything is liable to forfeiture, 
order such person to pay a sum of money, not exceeding the amount 
of the fine to which the person wou ld have been liable ifhe or she had 
been prosecuted and convicted for the offence, as he may deem fit, 
and the Director General may order anything liable to forfeiture in 
connection with the offence to be forfeited. 

(2) The Director General shall not exercise the powers conferred 
under subsection ( I) unless the person admits in the prescribed form 
that he or she has committed the offence and requests the Director 
General to deal with such offence under this section. 

(3) Where the Director General makes any order under this 
section-
(a) the order shall be in writing and shall have attached to it the 
request of the person to the Director General to deal with the matter; 
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(b) the order shall specify the offence which the person committed 
and the penalty imposed by the Director General; 
(c) a copy of the order shall be given to the person if the person so 
requests; 
( d) the person against whom an order is issued under this section 
shall not be liable to any further prosecution in respect of the offence, 
and where any prosecution is subsequently brought in respect thereof, 
it shall be a defence for the person to prove that the offence which he 
or she is charged with has been compounded under this section; and 
(e) the order shall be final, and may be enforced in the same manner 
as a decree or order of the court. 

(4) The Director General shall not exercise powers under this section 
in respect of the same person more than two times. (redraft) 

PART -TRANSITIONAL AND SAVINGS PROVISIONS 

276. (I) The Office shall be the successor of the former inst itutions. 

(2) (a)For purposes of this part "former institutions" means­

(i)Kenya Industrial Property Institute; 
(ii)Kenya Copyright Board; and 
(i i)Anti-Counterfeit Authority; 

(b) "appointed day" means the day on which this Act comes into force. 

Statutory instruments 277. Any statutory instrument in force made under the repealed Acts 
immediately before the appointed day, shall remain in force as ifi t were made 
under this Act. 

Rights and 1278. 
Obligations 

Application to works 279. 
made before 
commencement of 
Acl 

Any rights, obligations and contracts which, immediately before the 
coming into operation of this Act, were vested in or imposed on a 
former institutions shall by virtue of this section, be deemed to be the 
rights, obligations and contracts of the Office. 

( I )This Act shall apply to-
(a)works, performances, sound recordings and broadcasts made prior 
to the commencement of this Act, where the term of protection had 
not expired under the former Act or under the legislation of the 
country of origin of such works; 

(b) performances, sound record ings or broadcasts that are to be 
protected under an international treaty to which Kenya is a party. 

(2) This Act shall not affect contracts on works, performances, sound 
recordings and broadcasts concluded before the commencement of this 
Act 
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Intellectual property 280. ( 1 )Where an intellectual property right was granted or registered under 
rights any of the repealed Acts, the privileges and rights conferred by the 

grant or registration immediately before the appointed day, shall be 
treated as if it were so granted or registered under this Act. 

(2) Applications for grant or registration of intellectual property rights 
received before the appointed day under any of the repealed Acts shall 
be processed as if it the applications were made under th is Act and 
shall retain the fi ling date or validly claimed priority date which was 
accorded under the repealed Act. 

(3)Applications for renewal or change of particulars for granted or 
registered intellectua l property received before the appointed day 
under any of the repealed Acts shall be processed as if it the 
applications were made under this Act 

Licenses, Provisional 281. ( I) Where a license was granted or registered or a provisional license 
licenses issued under any of the repealed Acts, the privi leges and rights 

conferred by the grant or registration or issuance immediately before 
the appointed day, shall be treated as if it were so granted or reg istered 
under this Act. 

Enforcement of 282. (I) Any application for enforcement of intellectual property rights 
inte llectual property made to a former institution, before the appointed day shall be deemed 
rights 

to have been made under this Act and processed under the provisions 
of this Act. 

Staff 283. (I) Any person who, immediatel y before the commencement date was 
an officer or member of staff of the former institutions, not be ing then 
under notice of dismissal or resignation shall, on the commencement 
of this Act, become an o fficer or staff of the Office on such terms and 
cond itions of service as the Council may determ ine. 

(2) Despite subsection (I), a member of staff o r officer who was 
serving in a former institution as a substantive member o f staff o r 
officer, seconded member of staff or o fficer, deployed member of staff 
or officer, shall upon the commencement of this Act be given an 
option to elect to serve in the Office or be redeployed in the Public 
Service w ithin a period o f one year. 

(3)A member of staff or officer of a former institution may within a 
period of one year, on the bas is of abol ition of office, opt to retire as 
the Counci l may determine. 
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Tenure or 284. The tenure of a Chairperson or member of a Board of a former 
Chairperson and institution shall expire upon the commencement of this Act. 
member of Board of 
former institutions 

Tenure of 285. The tenure ofa Chairperson or member ofa tribunal established under 
Chairperson and the repealed Acts shall expire upon the commencement of this Act. 
member of Tribunals 
under the repealed 
Acts 

Assets and liabi lities 1286. ( I) On the appointed day, all the funds, assets and other property, both 
movable and immovable, which immediately before that date were 
vested in a former institution shall vest in the Office. 

(2) On the appointed day, all rights, powers and liabilities, which 
immediately before that date were vested in, imposed on or 
enforceable against a former institution shall be vested in, imposed on 
or enforceable against the Office. 

Rdi;rencc to former 287. Any reference in any written law or in any document or instrument to 
institution a former institution shall, on and after the appointed day, be construed 

to be a reference to the Office. 

Proceedings 288. Any proceedings pending immediately before the appointed day to 
which-
(a) a former institution was a party; 
(b) before a former institution; 
(c) before a tribunal established under a repealed Act; or 
(d) before a court of competent jurisd iction; 

shall be continued as if the proceedings were instituted under the 
provisions of th is Act. 

Agreements, deeds, 289. Every agreement, deed, bond or other instrument to which a former 
bonds or other institution was a party or which affected the former insti tution and 
instruments whether or not of such a nature that the rights, liabilities and 

obligations thereunder could be assigned, shall have effect as if the 
Office were a party thereto or affected thereby instead of the former 
institution and as if for every reference, whether express or implied, 
therein to the former institution there were substituted in respect of 
anything to be done on or after the appointed day. 

Administrative 1290. The adm inistrative decisions made by a former institution or by the 
decisions Cabinet Secretary which are in force immediately before the appointed 

day shall, on or after such day, have force as if they were decisions 
made by the Office or the Cabinet Secretary under this Act. 
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( I )There shall be a Transition Management Committee to manage 
trans ition matters of the Office for a maximum period of one year or 
until a substantive Board is put in place, wh ichever is earlier. 

(2) The committee under subsection ( 1) shall com prise-

( a) the Principal Secretary responsible for intellectual property 
matters or a des ignated representative who shall be the 
chairperson; 

(b) the Principal Secretary responsible for information and 
communications technology or a des ignated representative; 

(c) the Attorney General or a designated representative; 
(d) the Executive Director or Managing Director of each of the former 

institution; 
(e) the Secretary of the State Corporations Advisory Committee; and 
(f) two other members to be appointed by the Cabinet Secretary. 

(3)The functions of the com mittee shal l be to provide overall direction 
and to take the necessary decis ions to ensure a cohe rent and co­
ordinated approach is taken by the Office tn the transition 
implementation process. 

(4)The transit ion management committee shall at a ll times be 
respons ible to and report to the Cabinet Secretary. 

292. (!)Where on the appointed day-

(a) any disciplinary proceed ings against any member of staff of a 
fo rmer institution are in the course of being heard o r instituted, or 
have been heard or investigated by the former institution but no 
order or decis ion has been made thereon; 
(b) any such member of staff is inte rdict.ed or suspended, the 
Office sha ll-

( i) in the case of paragraph (a), carry on and complete the hearing or 
investigation and make an order or render a decis ion, as the case may 
be;and 
( ii) in the case of paragraph (b), deal with such member of staff in such 
manner as it deems appropriate having regard to the offence 
comm itted by him or her, including the completion of discip linary 
proceedings that have been commenced against that member of staff 

( I) Where on the appointed day, any penalty, other than dism issal, has 
been imposed on any member of staff of a former institut ion 
pursuant to disc ipl inary proceedings and the penalty has not been, 
or remains to be, served by such member of staff, the member sh a l 1 
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upon transfer to the Office, serve or continue to serve such penalty 
to its full as if it had been imposed by the Office. 

(2) Despite the generality of subsection ( 1) the provisions on 
discipline in the human resource instruments of the former 
institutions shall apply until conclusion of the disciplinary 
process. 

293. ( I )A member of staff of a fo rmer institution who becomes a member 
of staff of the Office shall continue to be governed by the ex isting 
Government or any other statutory voluntary pension scheme. 

(2)Where any person whose services are transferred to the Office is, 
on the appo inted day, a member of any statutory voluntary pension 
scheme or prov ident fund, the person shall for the purpose of this Act, 
continue to be governed by the same regulations under those schemes 
or funds, as if the person had not been so transferred, and for purposes 
of the regulations governing those schemes or funds, service with the 
Office shall be deemed to be service in the former institution. 

(J)The Council may, by order, make provisions with respect to 
pension or provident fund benefits of the members of staff of the 
Office and with respect to the pension scheme and provident fu nd 
of the former institutions. 

Registrars, Deputy 294. ( l)Any officer or member of staff of a fo rmer institution gazetted as a 
registrar, deputy registrar, inspector or prosecutor pursuant to the 
repealed acts shall be deemed to be properly gazetted under this Act, 
fo r a period not exceeding one year, for purposes of the functions of 
this Act. 

Registrars, Inspectors 
and Prosecutors 

Regulations 

(2) The Council shall appoint and gazette the Registrar, Deputy 
Registrars, Inspectors and Prosecutors as are necessary for the 
functions under th is Act. 

295. ( 1 )The Cabinet Secretary may, on the advice of the Counci l, make 
regulations generally for the better carrying out of the purposes and 
provisions of this Act, and without prejudice to the genera lity of the 
forego ing, the Cabinet Secretary may make regulations on-

(a) registration of industrial designs; 
(b) any inventory to be prepared or made pursuant to seizure of counterfei t 

goods or infringed works or articles; 
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(c) any matter necessary or expedient for the proper and effective control, 
management and administration of a counterfeit good depot and the 
proper care of the good detained therein; 

(d) the manner and procedures for the proper disposal of counterfeit 
goods; 

( e) restrict the right of an author to control the translation or reproduction 
of his work up to the extent permitted by any conventions for the time 
being in force in Kenya; 

(f) operation of designated inspectors under section*****; 
(g) application for copies of statements, inspection of seized goods, works 

or articles and taking of samples under section * * * * *; 
(h) release of se ized goods, works or articles; 
(i) laying of a complaint under section******; 
(j) application to the Comm issioner to se ize suspect goods, works or 

articles; 
(k) submission of particulars of intellectual property rights; 
(I) appointment of agent by an intellectual property right owner; 
(m) 
(n) 

296. 

297. ( I) The following written laws are hereby repealed­

(a) the Industrial Property Act; 
(b) the Trademarks Act; 
( c) the Copyright Act; 
(d) the Anti-counterfeit Act. 

(2) All other law relating to intellectual property shall be construed with 
the a.Iterations, adaptations, qualifications and exceptions necessary to give 
effect to this Act. 




